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APPLIED PSYCHOLOGY AND TRADEMARKS' 


By Duane C. Bowen* 


Most trademark problems are psychological in nature. How- 
ever, the terminology, methods and principles of the field of psy- 
chology are largely ignored in the trademark literature—books, 


articles and case reports. 

The present discussion will be primarily definitive. A few 
persons have written and have conducted research on the psy- 
chology of trademarks but most of the writings on trademarks 
use popular psychology, e.g., non-scientific or common sense ideas 


about mental processes and motives. The articles and cases sel- 
dom have used scientifie findings and language of that school of 
academic psychology most pertinent to the subject, applied psy- 
chology. Academic psychology can be described as the process of 
trying to be scientific about the reactions of a man—or a group 
of men—to various stimuli, in this case to the use of trademarks. 

It is difficult to be scientific in the field of psychology in gen- 
eral; it is difficult to be scientific in the field of trademarks. But 
in this field as in others, technological improvements will be made 
and the field will progress to the extent that science is fostered. 

The little recognition that trademark problems are psycho- 
logical in nature is surprising. One explanation is that the field 
of applied psychology is young and that few persons working 
with trademarks are psychologists. 

The subject will be discussed in the following order: (a) most 
trademark problems are questions of psychological reactions to 
the use and advertisement of trademarks, as demonstrated by 
pioneer statements in the field and as demonstrated by analysis 
and examples, (b) psychological principles applicable to trade- 
marks, (ce) methods of research useful in solving legal and business 





t 500.74—cOURTS—PLEADING AND PRACTICE—EVIDENCE. 
600.1—CONFUSING SIMILARITY—IN GENERAL. 
* Patent Counsel of the Wichita Division of Boeing Airplane Company. Another 
discussion of the subject by the same author is the article Trademarks and Psychology, 
41 JPOS 633-667, and 707-742, October and November, 1959. 
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problems and useful in general research on the subject, (d) dis- 
cussion of a couple of trademark problems by way of illustration, 
and (e) summary and forecast. 
30th in common and statutory law, the attempt has been made 
to recognize public reactions to trademark use. The basic legal 
questions about trademarks include: 
(1) Will the public recognize the symbol as proprietary, 
e.g., as distinguishing between sources? 
(2) When a second symbol is used by another party, will 
the public believe the article marketed under the 
second symbol originated from the first source? 


The businessman will have an additional question: 


(3) Will the trademark help or hinder the sales of the 
product? 


The common denominator of most trademark problems is: 
what is the public reaction (the response of members of the public) 
to the use of the trademark or trademarks in issue? This is by 
definition a question of psychology—a mental reaction of a man 
to a stimulus or a pattern of stimuli. 

What is significant about the classification of trademark prob- 
lems as being a species of psychological problems? One answer 
is that learning in the general field can be expected to be applicable 
to the specific field. Another expectation is that the progress 
achieved in the general field may be simulated in the specific field— 
including ability to classify trademark phenomena, to experiment 
with trademark problems, and to develop verifiable trademark 
principles and measurements. 

There are other elements of trademarks, besides questions of 
publie reactions, that are expressed only occasionally—elements 
that may be called public policy dictates. When the psychological 
elements are classified, recognition and application of public policy 
will be easier. Conversely, when the publie policy elements are 
classified, identification of the psychological process will be easier. 

Many trademark decisions are difficult to understand because 
the judges did not express or did not segregate the public policy 
considerations they had in mind. For example, decisions relating 
to weak marks are needlessly confused because one judge may 
consider only psychological reactions and another judge—without 
saying so—may also consider a public policy against monopolizing 
common words. 
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There may be a public policy to require greater differentia- 
tion between marks when confusion could result in harm to the 
public, as for example in medicines. This is more often expressed 


than other public policy elements, 


Pioneer Work 


The study Determination of Confusion in Trade-mark Conflict 
Cases, by Neil H. Borden, published in 1937,’ reviewed prior pub- 
lications and cases that treated trademark questions as being 
essentially psychological. The report of Professor Borden was 
associated with research he conducted in the case John B. Stetson 
Company v. Stephen L. Stetson Company, Limited, et al. 

An early and frequent spokesman on trademarks and psy- 
chology was Edward S. Rogers.’ He did some work with Professor 
Hugo Munsterberg, who was one of the first psychologists to study 
trademark problems. Rogers said in his book, Good Will, Trade 
Marks, and Unfair Competition, published in 1914: 


“The question in unfair trade cases is a practical one: Are 
purchasers likely to be deceived? When there is nothing to 
go by but a comparison of labels or names, which more or 
less resemble each other, one man’s opinion is as good as 
another’s, and cases started and prosecuted on such a basis 
resolve themselves into nice little academic disputes, one side 
contending that the resemblances are enough to fool people 
and the other maintaining that no one with eyes, ears and 
common sense could be deceived for an instant, and that any- 
one who could be fooled ought to have his sanity inquired 
into. After an hour or so of theoretical disputation, the court 
takes the case under advisement and writes a nice theoretical 
opinion and decides one way or the other, depending very 
largely on the eyesight of the judge and his capacity for 
being fooled himself, and from the record before him no one 
can demonstrate that he is wrong, whichever side he takes.” 

“The psychologists have not yet been able to formulate any 
rule by means of which it ean be determined in advance what 
names or marks attract and please. I have no doubt, however, 
that some working hypothesis will some day be formulated, 





1. Associate Professor of Advertising, Harvard University, Graduate School of 
Business Administration, in Business Research Studies, Number 16, of that school. 

2. 14 F. Supp. 74 (1936); modified, and, as modified, affirmed, 85 F. 2d 586, 26 
TMR 527. The trial court did not admit the survey evidence upon objection by the 
defendant. On appeal, the appellate court was silent on the question of admissibility. 

3. Pp. 131, 62-3, 64, 190, A. W. Shaw Company. 
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and in the meantime careful experiments with identifying 
devices before adoption will go a long way, at least, toward 
helping to eliminate those which actually repel, or are negative. 


“There ought to be some way of finding out these things before- 
hand. The methods of the psychologists’ laboratories could 
very well be applied to such an important question. Instance 
after instance can be recalled where manufacturers about to 
put a new brand upon the market, where trade-marks have been 
selected, packages and labels devised, advertising copy pre- 
pared, space bought, perhaps a hundred thousand dollars in- 
vested in the enterprise, quality of the goods determined and 
known to be good and no one able to tell whether the public 
would take to it or not. In no other business, where the same 
amount of money is going to be invested, are such chances 
taken.” 


“The question of what resemblance is enough to deceive is really 
in my opinion a problem in practical psychology to be solved 
by modern laboratory methods, by experiment with enough 
normal people to make generalization safe, Professor Mun- 
sterberg has been conducting such an investigation and in 
Chapter XXII of his ‘Psychology and Industrial Efficiency’ 
gives an account of the results so far obtained, but until the 
subject develops further, we must, to determine the question 
of infringement, depend on the judge’s eyesight and the ability 
he thinks he has to tell how external things will affect other 
people’s minds—whether one label is enough like another to 
deceive the average purchaser—and since this is a question 
of fact and not of law, the guess of any intelligent person on 
this is as good as the decision of the most learned judge.” 


An article by Rogers in 18 Michigan Law Review 75 was an 
account of some psychological experiments on the subject of trade- 
mark infringement and sets forth material on a psychological study 
eonducted by R. H. Paynter in a conflict involving the names 
COCA-COLA and CHERO-COLA.* 

Dr. Richard H. Paynter, Jr., in his doctoral dissertation “A 
Psychological Study of Trade-Mark Infringement,” ° made an 


early analysis and review of the subject. Paynter conducted a 


series of experiments on confusion between word trademarks, re- 


4. Coca-Cola Co. v. Chero-Cola Co., 273 F. 755, 11 TMR 252 (C.A., D.C., 1921). 
The Court did not comment on the admissibility of the evidence of the survey presented 
to the Examiner of Interferences. 


5. Columbia Univ., 42 ARCHIVES or PsycHOoLoGY 52 (1920). 
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ported in 11 TMR 101 (1915),° and reviewed his research regarding 
COCA-COLA V. CHERO-coLA in 14 TMR 147 (1919).? 

The report by Borden particularly notes an article by Milton 
Handler and Charles Pickett, which states :* 


“The unscientific procedural methods employed in determining 
infringement are probably more responsible for the chaotic 
condition of the law than the substantive rules themselves. .. . 
It may be suggested, however, that che results of the courts 
would be more certain and predictable if the technique that 
has been developed in the conduct of market analyses was 
applied in determining whether two brands conflict. Whether 
the purchaser is likely to be misled is better ascertained in 
the market place than in the court room. There is need for 
a more objective determination. It must not be forgotten, 
as Mr. Rogers has pointed out time and again, that the problem 
is essentially a psychological one.” 


A substantial number of men, psychologists and others, have 
interested themselves in the subject of trademark psvehology. 
Borden cites a number of publications and cases showing the 
efforts of these men. Another scholar, early in the field, who 
deserves particular mention is Professor Harold EK. Burtt of Ohio 
State University, a case he became involved in being Citizens’ 


, 


Wholesale Sunnly Company v. Downina? 
PPel ] | 


Particularly in recent years, psychological studies have been 
offered in a number of inter partes cases. A few of these cases 
will be discussed later in the article. Borden found that, under- 
standably, imperfections are contained in the theories and experi- 
ments of the men who did early work on the subject. Much is to 
be learned in conducting experimentation and presenting evidence 
thereof in inter partes eases, The present discussion does not offer 
that psychological principles and research methods can be applied 
today without further need for improvement. 

It becomes clear, however, from a study of the efforts lasting 
now at least a half a century, that the trend is toward acceptance 


6. A Psychological Study of Confi m Between Word Trade-Marks. 
7. A Psychological St idy of the Likelihood of Confusion Between the Words coca 
COLA and CHERO-COLA. 

8. Trade-Marks and Trade Names, : ‘ou. LAW Rev. 168-201, 750-777. 

9, 107 Ohio 422, 13 TMR 43 923). The trial and appellate courts’ views as to 
admissibility of the evider t the decision. Burtt reports on his work 
in Measure) ent of Confusvor i n Similar Trade Names, I LAW Rev. 335 


(1925). 





THE TRADEMARK REPORTER Vol. ol TMR 


of the place of psychology in administration and litigation of trade- 
marks. Although little appears in the trademark literature and 
eases on the subject compared with the amount of material that 
does not use psychological terms and techniques, the trend is evi- 
denced by an increasing number of research studies offered—and 
accepted—in cases and by the use of market research techniques 
by various advertising agencies and consultants in advising on 
trademark selection and other administrative problems. 

3orden’s study in the Stetson case was suggested by the lan- 
guage of the court in Hat Corporation of America v. D. L. Davis 
Corporation,” a case involving the marks posss and WILLIAM H. 
poBBs on hats. In commenting on the effect of the notice “not 
eonnected with the original Dobbs” as a means of avoiding con- 


sumer confusion, the judge said: 


“The efficacy of such suffixes obviously is affected by psycho- 
logical considerations, a surer understanding of which is 
much to be desired. The field seems not to have been yet 
cultivated by the scientific psychologists.” 


3orden recognized the difficulty of conducting research that 
could be presented in court and that could meet the requirements 
of the law of evidence. Despite his efforts, the Stetson case was 
decided without reliance on his research. However, Borden be- 
lieved that the difficulty could be overcome, stating: 


“Psychological tests, if properly applied, give evidence of the 
associations, knowledge, and behavioristic responses, not of 
one or a few persons, but of an adequate sample of people. 
Thus a sounder basis for judgment is offered than comes from 
the personal reaction of the judge.” 


Frankfurter in Mishawaka Rubber and Woolen Mfgq. Co. v. 
S. 8S. Kresge Co." stated: 


“The protection of trade marks is the law’s recognition of the 
psychological function of symbols. If it is true that we live 
by symbols, it is no less true that we purchase goods by them. 
A trade mark is a merchandising short-cut which induces a 
purchaser to select what he wants, or what he has been led 
to believe he wants. The owner of a mark exploits this human 
propensity by making every effort to impregnate the atmos- 





10. 4 F. Supp. 613, 23 TMR 311 (1933). 
ll. 316 U.S. 203, 53 USPQ 323, 324, 326, 32 TMR 254 (1942). 
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phere of the market with the drawing power of a congenial 
symbol. Whatever the means employed, the aim is the same- 
to convey through the mark, in the minds of potential cus- 
tomers, the desirability of the commodity upon which it 
appears. Once this is attained, the trade mark owner has some- 
thing of value. If another poaches upon the commercial mag- 
netism of the symbol he has created, the owner can obtain 
legal redress.”’ 


“The creation of a mark through an established symbol implies 
that people float on a psychological current engendered by the 
various advertising devices which give a trade mark its 
potency.” 


Mrs. Robert W. Leeds in The Trademark Reporter” cited the 
above statements from Frankfurter and then said: 


“There has been, in my opinion, no statement of concept more 
basic or rationale more realistic than that which I have just 
read to you. Too frequently, both before and since the Court’s 
decision, the Courts and the Patent Office have disregarded 
this basic concept and have proceeded on their merry way 


taking words apart, analyzing their component parts, putting 
them back together and, by some kind of mathematical for- 
mula, finding either that two marks are or are not ‘confusingly 
similar.’ ” 


“In the field of trademark law we are dealing not with tan- 
gible things which we can hold in our hand—but with psycho 
logical reactions and associations. We are dealing not with 
economics—but with applied psychology. It is true that our 
action or inaction with respect to a given mark may have 
economic results, but whether an action is to be taken or not— 
and the measure of its suecess—depends upon a psychological 
evaluation of what is likely to happen in the public mind 
in the market place.” 


Leeds suggests that all possible facts be put forth in a trademark 
case, saying: 
“Tf you will give us these—and other facts which will paint 
the picture in broad strokes—we shall then be better able to 
place ourselves in the position of the ‘average purchasers’ 
and determine what their psychological reactions and mental 





12. 46 TMR 1 (1956). 
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associations are likely to be. The protection of trademarks 
is the law’s recognition of the psychological function of sym- 
bols—but that function can be evaluated only on the basis 


%9 


of the facts. 


Analysis of the Nature of Trademarks 


The above was a review of the thinking of some competent 
people. Independently of any citations, the relation between trade- 
marks and psychology becomes evident on examination. 


Trademarks are an integral part of advertising. An advertise- 
ment will have three essential aspects: (1) identification of what 
the product is, (2) a motivation to buy a product, and (3) the 
trademark by which the product is to be remembered and asked 
for on the market. Sales are dependent partly on customers re- 
membering a trademark so it can be asked for or selected by its 
name. A desirable attribute of a trademark, i.e., rLurry for soap, 
is that it induces certain reactions in the minds of purchasers. 
The trademark riurry should be easy to learn, have no undesir- 
able associations, have desirable associations, not be confused with 
other soap trademarks, but perhaps “sound” like a soap trade- 
mark, ete. The list of desirable qualities of the trademark depend 
on the product, the market and the ideas about trademarks of the 
persons making the selection. Almost all of these will be based 
on psychological reactions and will be subject to classification and 
experimentation in the field of psychology. 

In evaluating a particular trademark, one important aspect 
is the scope of protection given to it in Court and Patent Office 
proceedings. The value of a trademark is thus partly dependent 
on what the trier of facts or appellate judge thinks of it in such 
a case. Published decisions on trademarks deal mostly with the 
public reaction to the trademark, The judge forms an opinion 
as to what the publie or a segment of the pubhie will do or think 
about the trademark in question. For example: 


“The products of the parties are of a type ordinarily called 
for by word mark, and even though the products may be sold 
in the same stores to the same purchasers, it is not believed 
that purchasers would be led by the presence of the arrow 
in applicant’s mark to think that BELLE pornTt apparel ema- 
nates from the same source as ARROW menswear.” ? 


ia. Cliett, Peabody J Co.. Ine. V. Belle Point Mfa. Co., 116 USPQ 154, 48 TMR 
1015 (Com’r, 1958). 





PSYCHOLOGY AND TRADEMARKS 


“THRILL is a rather unusual word to use in connection with 
shoes, and it is therefore likely to remain in the minds of 
women shoe buyers. It is believed probable, therefore, that 
a portion of the buying public familiar with the mark 
FOOTHRILLS Will associate THRILL-MATES With it. This is a type 
of confusion envisaged by the draftsmen of the statute.” ™ 


Psychological Principles Applicable to Trademarks 


Various psychological principles have direct or indirect ap- 
plication to trademark problems. A few examples of such prin- 


ciples will be given. 

The process of learning is basic. Trademarks are learned by 
purchase and use of trademarked products, from conversations, 
and from advertisements. A man learns when a stimulus or a 
pattern of stimuli gets his attention, which is to say he does not 
learn when the stimulus does not get his attention, In trademark 
ases it is presumed that purchasers are or are not attentive to 
certain things associated with trademark use, such as style of 
letters, background, secondary trademarks, second words in two 
word trademarks, associated symbols, notices, ete. Advertisers 
likewise make certain assumptions. Some aspects of trademark 
learning are subject to test, and assumptions about trademark 
learning, without such testing, are subject to gross error. 

We are subject to great competition of stimuli for our atten- 
tion. Attention is normally confined to one central line of thought 
at a time. New stimuli tend to be accepted or rejected according 
to how closely they are related to this line of thought. Therefore, 
one question in any trademark matter is whether the attention of 
purchasers is obtained. 

Attention is not enough. It must be held long enough to 
establish the intended impression, i.e., association of the need, 
the product and the trademark. Although attention tends to be 
restricted to one subject, the length of the attention may be short 
until the mind progresses or jumps to another subject. Attention 
may be held by various means, some subject to analysis and some 
unknown. Attention may be attracted or held by appealing to 
self-interest, by the unusual, or by association with some past 
experience of note. Consider the appeal of EASY, WAYNE TAIL 
CURLER, and 3 BEARS. 


14. Juvenile Shoe Co 
121 (Com’r, 1957). 


ca Vv. Rex Shoe Co., Inc., 114 USPQ 545, 48 TMR 


} ( 
[’- 
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Trademarks also differ in what is associated with the stimuli. 
Clinton Foods Inc. v. Premium Potato Products, Inc.® econeerned 


snow crop for frozen foods including vegetables sold in grocery 


stores and sno. spups for peeled and treated raw potatoes sold 
to industrial kitchens and the like. Mrs. Leeds said regarding 
SNOW CROP: 


“Psychologically, the consumer reaction is likely to be one of 
coldness. Applicant’s mark [sno. spups], on the other hand, 
when applied to its peeled and treated raw potatoes, is more 
likely to stimulate an association with whiteness rather than 
coldness. The marks ... are likely to stimulate quite dif- 
ferent psychological reactions among potential purchasers.” 


Rightly or wrongly, the Assistant Commissioner found different 
associations from rather similar stimuli in different environments. 

Recognition may be defined for the purposes of this paper 
as a memory stimulated directly by something similar to the 
original stimulus and its environment. For example, an adver- 
tisement for TANG, a powder to prepare a breakfast drink some- 
what like orange juice, is seen on television and a housewife 
recognizes a jar on a grocery shelf, remembers the trademark and 
advertisement, and makes a purchase. Recall may be defined as 
memory stimulated by more indirect means. For example, the 
advertisement for TANG has been seen, the housewife passes a 
shelf of canned juices, although Tana is in another part of the 
store, the juices remind her of breakfast drinks, the subject re- 
minds her of the advertisement for Tana, and she starts searching 
for the product until she finds it on another shelf. The chain of 
thought may be even more indirect. The housewife may see a 
man reminding her of Uncle Tim. The woman wonders how 
Aunt Tilly is getting along now that Tim has passed on and she 
has moved to Florida. Florida reminds her of oranges and oranges 
remind her of the drink TANG. 

This discussion of psychological principles is only suggestive 
and requires much more material for adequate explanation. For 
example, unconscious reactions are not mentioned although they 
may be more important than aspects that can be recognized and 
discussed. Such unconscious reactions may be discovered only 
by testing. The principles of psychology can be useful in solving 


15. 106 USPQ 378, 379, 45 TMR 1505 (Com’r, 1955). 
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trademark problems but they need to be thoroughly understood 
and their limitations recognized. Most psychological principles 
are developed in other than trademark studies and such learning 
will be more useful when specific research is conducted in the 
trademark field. One immediate application is the use of psycho- 
logical terminology as a tool of analysis. Mrs, Leeds often used 
psychological terminology in her decisions and in her writing. 
These are believed to add clarity to her communications. 

Some general psychological research is directly useful, such 
as recognition that long words are more difficult to remember than 
short words, letter and number combinations are remembered less 
easily than meaningful words, and the more words to be remem- 
bered the less chance of learning.’® Words difficult to pronounce 
are difficult to learn. An absurd or inappropriate name is gen- 
erally more difficult to associate with a product or may provoke 
a negative attitude. Learning is facilitated by easy association, 
i.e., DUZ and RINSO suggest function, RcA has easy company iden- 
tification, and KooL suggests the sensation of smoking a menthol 
cigarette. One author” cited FITCH, SQUIRT, SPUR, GRIT, TUMS, SQUIBB, 
BUNTE, FLIT, RIT, CLAPP and pROocH as trademarks which have un- 
desirable although easy associations. Same trademarks may pro- 
voke undesirable reactions for reasons that are unobvious and 
which may be only discovered by some form of consumer reaction 
testing. 

Gardner and Levy** stress the complexity of brand name op- 
eration, stating: 


“..a brand name is more than the label employed to differen- 
tiate among the manufacturers of a product. It is a complex 
symbol that represents a variety of ideas and attributes. It 
tells the consumers many things not only by the way it sounds 
(and its literal meaning if it has one) but, more important, 
via the body of associations it has built up and acquired as 
a public object over a period of time.” 


The objective of trademark research techniques will be to ap- 
praise as realistically as possible this complicated phenomena. 


16. SM-Ross Federal Survey, 49 Sales Management 26, “What Kind of Slogan 
and Trade-Mark Do Women Most Easily Remember?” (1941). The survey showed such 
poor learning of slogans that users should hesitate to adopt this type of advertising 


device without specific testing of the proposed slogan. 
17. Walter A. Lawrence, 39 Advertising ¢& Selling 76, “Look Out for these Fifty 
Trade-Name Troublemakers” (1946). ‘ 
18. Burleigh B. Gardner and Sidney J. Levy, The Product and the Brand, 33 
Harv. Bus. Rev. 33 (1955). 
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Methods of Research 


Knowledge of the subject and insight are important in trying 
to be scientific about trademark processes but a fundamental con- 
sideration is the research method, 

Gardner and Levy’ state that much of the consumer mo- 
tivation research has been primarily quantitative rather than 
qualitative. In other words, quantitative techniques such as 
questionnaires to a sizable sample have been used more than quali- 
tative techniques such as conversations and projection methods, 


1.e., the technique of thematic analysis of story telling. 


The mental processes involved in trademark reactions are 
complex. Gardner and Levy say: 


“A well-chosen brand name may have a rhythmic quality (like 
JELLO for desserts) or an apt air (like Bett for telephones). 
It will also convey meanings which advertising, merchan- 
dising, promotion, publicity, and even sheer length of existence 
have created. 


“The net result is a public image, a character or personality 
that may be more important for the over-all status (and sales) 
of the brand than many technical facts about the product. 
Conceiving of a brand in this way calls for a rethinking of 
brand advertising, and of the kinds of judgments that have 
to be made by an informed management about its commu- 
nications to the public. 


“The wmage of a product associated with the brand may be 
clear-cut or relatively vague: it may be varied or simple: 
it may be intense or innocuous, Sometimes the notions people 
have about a brand do not even seem very sensible or relevant 
to those who know what the product is ‘really’ like. But they 
all contribute to the customer’s deciding whether or not the 
brand is the one ‘for me.’ 


“These sets of ideas, feelings, and attitudes that consumers 
have about brands are crucial to them in picking and sticking 
to ones that seem most appropriate. How else can they decide 
whether to smoke CAMELS Or LUCKY STRIKES; to use NESCAFE 
Or BORDEN’s instant coffee: to drive a FORD Or a CHEVROLET or 
a PLYMOUTH? 


“Justifying choice is easier with the cars; there at least the 
products have clearly visible differences. But the reasons 





19. Footnote 18, supra. 
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people give for choosing a brand of cigarette (and soap and 
bread and laxatives) are pretty much the same. Thus you 
find drinkers of any brand of beer justifying their preference 
in identical terms: ‘scHLirz is better because it’s dry.’ ‘I like 


a dry beer, so I prefer sup to scHurrz.’ 


“Something must make a greater difference: the conceptions 
of the different brands must be compounded of subtle varia- 
tions in feelings about them, not necessarily in product qual- 
ities. A big problem in this area, then, is what kind of symbol 
a given brand is to consumers.” 


A substantial amount of testing has been done in infer partes 
trademark cases. Although the publications are limited, research 
consultants have done considerable work in trademark selection 
problems and the like in association with advertising departments 
and agencies. However, much improvement and development is 
needed in research techniques. 

Some survey evidence in trademark cases has not been ad- 
mitted in court, chiefly on the grounds that the evidence is hearsay. 
The basie problem is not inherent inadinissibility but instead is 
(1) getting the courts and the Patent Office accustomed to re- 
ceiving such evidence, and (2) the development of legal and tech 
nical methods whereby the evidence will be admitted and will be 
given substantial weight. The situation is well discussed in Great 
Atlantic & Pacific Tea Co. . A & P Corp: 


“The admissibility of the evidence is proposed on the theory 
that it is not hearsay since it is not offered for the truth of 
the facts stated therein, but instead to show the state of mind 
of the declarants and therefore, when statistically aeceumu- 
lated, reflects public reaction concerning the substantive prob- 
lem which is itself material to the merits of the case. , 
An additional ground which is soundly advanced for admis- 
sibility of publie opinion polls is that founded upon simple 
expediency. The necessity for the evidence outweighs the lack 
of opportunity for cross-examination. ... Under appropriate 
circumstances, surveys of this nature may be admitted upon 
an authentic foundation being laid for the manner of the for- 
mulation of the result of the poll as in any other expert 
evidence.” 


118 USPQ 560, 565, 49 TMR 45 (N.J., Super. 
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In Standard Oil Co. v. Standard Oil Co.,” the plaintiff com- 
plained that defendant’s use of the designation sonio infringed 
various trademarks of plaintiff such as sranparD oii and so. Evi- 
dence of two surveys was admitted in the lower court showing that 
out of 1,589 persons interviewed in Michigan, Colorado and Wyo- 
ming, 634 thought that the term soHio meant STANDARD or a name 
that included staNnparp. The person interviewed was shown a pho- 
tograph of the sonro oval sign and was asked a question like the 
following: 

“Tf you were to stop at a service station in Michigan displaying 
the name soHIO as shown here, what oil company would you 
think put out the gas and oil sold there?” 


The Court of Appeals said: 


“The results of a: public recognition survey may properly be 
received to establish whether trade symbols have achieved a 
degree of public recognition that constitutes secondary mean- 
ing and as to whether there is confusing similarity in desig- 
nations.” 


A case well worth study is American Luggage Works, Ince. v. 
U.S. Trunk Co., Inc.** This was an unfair competition case based 
on alleged secondary meaning of plaintiff’s luggage design and 
of confusing similarity of defendant’s design for its luggage. The 
full circumstances involved in the opinion polls are important and 
must be read to understand District Judge Wyzanski’s perceptive 
analysis, but, as a general indication of the evidence, the investi- 
gator showed the interviewee a photograph of a piece of luggage 
and asked the following questions: 

1. Have you ever seen the luggage shown in this photo- 
graph? 
Can you tell me what brand of luggage it is? 
If “no” on 2, from this list can you identify the brand 
name of this luggage? 


TRI TAPER 
SOCIALITE 











21. 252 F. 2d 65, 116 USPQ 176, 48 TMR 168 (C.A. 10, 1958). Because of the 
involved history of the Standard Oil Companies and associated facts, the full discussion 
of the Court is needed to fully understand the issues regarding this survey. 

22. 158 F. Supp. 50, 116 USPQ 188, 48 TMR 579 (D.C. Mass., 1957), affirmed 259 


F. 2d 69, 118 USPQ 424 (Cal., 1958). 
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EMERALD 
HARTMANN 
SKYWAY 
SAMSONITE 
Don’t Know 
Other Name 


4. What brands of luggage do you carry? 


The Court made an excellent appraisal of the value and the weak- 
nesses of the survey administered. He had this to say in con- 
clusion: 


“Tt may be helpful for this Court to make certain additional 
observations for guidance in future cases. In every case where 
the results of a poll or similar survey are offered, there arise 
as preliminary problems the propriety of the universe [the 
scope of the sample], the choice of the sample, the qualifica- 
tions of the experts and investigators, the manner of inter- 
viewing, the questions asked by the investigators, and the 
scope of freedom of the interviewee to frame an answer in 
his own terms. Ordinarily if the parties have not agreed 
between themselves as to these matters, it would be desirable 
to have them discussed at a pre-trial hearing at which the 
Court can enter appropriate orders. An adversary party, of 
course, has the right to object to the form, manner, and con- 
tent of questions put by interrogators to interviewees; and 
it would usually be more convenient and economical to have 
the Court rule on such objections before the poll is taken 
rather than at the full trial. Had this procedure been followed 
in the case at bar there would have been a considerable saving 
of money and time, and perhaps plaintiff could have filled 
gaps in its proof.” 


Surveys may be expensive. While not prohibitive in part of 
the cases, many trademark controversies can not stand the expense 
of full psychological investigation. The problem of expense must 
be given proper consideration but this is not believed to be a 
problem differing in kind from other cases, such as patent in- 
fringement suits where the administration of justice should adapt 
to economic realities. Small surveys may be helpful in small 
eases. General research on trademarks, not tied to a particular 
conflict case, may show results helpful in reaching a more realistic 
decision in cases where additional expense can not be afforded, 
such as many cases in the Patent Office. 
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The Court of Appeals in the A, E, Staley Mfg. Co. v. Staley 
Milling Co.,” noting certain evidence including defendant’s survey 
of 1,084 farmers, again demonstrated the ability of the courts to 
make judgments in the field of psychology when it stated: 


“But it is our considered judgment that both plaintiff and 
defendant have understated, overstated, and misstated the 
evidence traced on this record. Neither side conducted a sur- 
vey which could be classed as scientific under modern statis- 
tical methodology. Though the technical field of statistical 
surveys by the sampling method was undiscussed in the briefs 
before us, the subject is hardly an obscure one. For example 
see Barksdale, The Use of Survey Research Findings As 
Legal Evidence (1957); Deming, Some Theory Of Sampling 
(1950) ; Deming, On The Contributions Of Standards of Sam- 
pling To Legal Evidence and Accounting, Current Business 
Studies 14-32 (Oct. 1954); Public Opinion Surveys As Evi- 
dence: The Pollsters Go To Court, 66 Harv. L. Rev. 498 
(1953); Sylvester, Consumer Polls as Evidence In Unfair 
Trade Cases, 20 Geo. Wash. L. Rev. 211 (1951); Waterbury, 
Opinion Surveys In Civil Litigation, 44 TMR 3438 (1954).” 


Karly research in trademark cases usually used college stu- 
dents as subjects. Later studies such as that of Borden in the 
Stetson case* have pointed out the weaknesses in tests outside 
of actual market conditions, especially when college students are 
used, they not being a representative population sample. However, 
Borden believes that tests conducted in artificial conditions still 
have value, particularly if several types of tests adapted to the 
facts in issue are used. Tests in the market place have a larger 
number of uncontrollable variables than may be found in other 
designs, Borden believes no test alone is sufficient. He accepts 
the charge of artificiality but states that a plurality of tests still 
may be clear enough in their implications to be accepted in 
court as a basis for an opinion regarding confusion. 

Borden states: 


“Evidence of actual confusion is difficult to obtain and is 
frequently of such a sketchy character that the court is re- 
duced to speculation regarding the likelihood of confusion. 
Judgments by the court in trade-mark conflict cases are not 





23. 253 F. 2d 269, 116 USPQ 546, 554, 48 TMR 730 (C.A. 7, 1958). 


24. Footnotes 1-2, supra. 
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uncommonly made on the basis of inadequate data. Too fre- 
quently they turn upon the judge’s personal reaction. 


“Psychological tests, if properly applied, give evidence of the 


associations, knowledge, and behavioristiec responses, not of 
one or a few persons, but of an adequate sample of people. 
Thus a sounder basis for judgment is offered than comes 
from the personal reaction of the judge.” 


“Apart from the problem of consumer confusion, such tests 
would provide the best evidence obtainable regarding the 
existence of secondary meaning because secondary meaning 
is nothing but mental association.” 


Jorden recommended a test be conducted under the direction 
of the court by testers appointed by the judge: 


“That it is relevant and has probative value when the tests 
are honestly and skillfully conducted is indicated by an ap- 
praisal of the state of the art of psychological testing. Should 
some means be devised whereby courts would admit such 
evidence in cases where it is applicable, the courts would still 
have to determine for themselves in each case the weight to 
give it. Preferably such tests should be carried out under the 
direction of the court to insure their integrity and acceptance. 
In view of the short-comings of present procedural methods 
for determining the existence of consumer confusion, such 
evidence would be of real value in helping courts arrive at 
decisions in trade-conflict cases more predictable than are 
secured under present procedure.” 


Since 1950, there have been over twenty reported cases involv- 
ing types of consumer surveys.” Some surveys have been success- 
ful, some have been unsuccessful, and a few have been used by the 
courts to the detriment of the parties offering them. Careful study 
of these cases will form guidelines for the drafting of an experi- 
mental design acceptable to the court and accomplishing the pur- 
pose of the offering party if the survey supports his position. 

Consumer reaction tests are equally important outside of the 
courts, i.e., when a business firm is selecting a new trademark. 
Some articles have been published describing such investigations. 
Most of the investigations are accomplished under the direction 


25. Most of these cases are further identified in the article in JPOS cited at the 
beginning of the present article. 


Db 
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of an advertising agency for a client and result in unpublished 
private business reports. Some type of testing can be conducted 
in the adoption of every trademark. In the smallest types of 
businesses trademarks may be adopted with little if any outside 
advice, but even in such case the businessman would be wise to 
at least ask his acquaintances which of a number of proposed 
trademarks they prefer. Larger businesses can undertake the 
expenses of competent advice and assistance in trademark selec- 
tions but the amount of money made available for such an effort 
will vary. 

A thorough investigation resulting in the trademark SUPERLUBE 
for a lubrieating oil was described by Robert N. MeMurry*® as 
follows: 


1. Needs the product is expected to satisfy were explored. 
Five hundred motorists and truck operators were inter- 
viewed as to: 

(a) their preferences among various brands of lubricants; 

(b) their reasons for these preferences; 

(c) their requirements for a lubricating oil; 

(d) their ideas of the qualities a lubricating oil should 
possess. 

2. A study of existing names of lubricating oils was made 
with the same group to ascertain: 

(a) what names are known (have good attention and re- 
eall value) ; 

(b) what names are preferred and why; 

(c) what these names suggest to motorists and truck 
operators. 

A list of names was compiled for testing purposes (This 

is where intuition and inspiration are important.) from: 

a) contests among employees and the public; 

I 


») company’s advertising agency ; 


( 
( 
( 


¢c) an analysis of existing names. 


These names were checked by the company’s legal, adver- 
tising, and marketing departments to: 


(a) eliminate those already in use or covered by copy- 
rights ; 





26. 7? Sales Management 102, “How to Pick a Name for a New Product” (1954). 
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(b) eliminate those too similar to existing trade names; 

(c) eliminate those already in use with unrelated products 
or obviously inappropriate (too long, too difficult to 
spell, unsuitable connotations, ete.). 


5. The remaining names were then tested with a new group 
of approximately the same size to determine: 

(a) extent to which they suggested or implied that the 
lubricant would satisfy the user’s most pressing 
needs; 

(b) extent to which they could be easily spelled and 
remembered ; 

(c) extent of their attention value; 

(d) extent to which the name suggested quality in the 
product; 

(e) extent to which associations clustering about the name 
were acceptable and would rouse a desire to purchase 
the brand. 


“Successive screenings reduced the nearly 200 names on the 
original list in this study to a maximum of ten. This was in 


no way an indication that many of the names eliminated did 
not meet the criteria. ... In view of this, the name ultimately 
recommended, sUPERLUBE, Was in the nature of a compromise.” 


Further advances in the field of psychology will result in 
improvements in trademark adoption investigations. New tech- 
niques, such as interviews “in depth,” may supplement or be sub- 
stituted for the more objective questionnaire type of survey that 
was used in many of the investigations cited. The courts will tend 
to favor more objective techniques at least until they become 
better acquainted with subjective methods and are able to appraise 
their reliability. A complete record of trademark adoption in- 
vestigations could be quite useful evidence if the owner later was 
involved in a court action or in a Patent Office inter partes pro- 
ceeding in the position of either the plaintiff or the defendant. 

Testing may be used in other than adoption questions. The 
trademark owner may wish to test the merits of his present stable 
of trademarks and those of his competitors to determine his po- 
sition and the desirability of any changes. Efficiency in use may 
be increased by modernization of trademarks and appraisals may 
be made by testing methods, Research is a tool in developing a 
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continuing trademark program as a substitute for the common 
“put out the fire” actions. 

It is hoped that continued research will be conducted in the 
universities and elsewhere on general trademark problems not 
tied to a particular firm or case. Much can be learned that has 
various applications in the field. 

IH. P. Longstaff of the University of Minnesota reports a 
research project of this type.** An unexpected amount of infir- 
mities, confusion, misspelling on recall, and the like, was found 


in testing ten names for tooth powder in which the most impor- 


tant ingredient was sodium perborate. The trademarks were: 
DENTABRITE, DENTICO, PERBORO, S.P.B., LA DENTO, BORADENT, DENTEX, 
SODENT, GALAXY and PERBOR-x. Longstaff’s general conclusion was: 


“These results are in close agreement with those found by 
nearly every investigator of advertising and selling problems. 
There is increasing agreement that the best way to solve 
psychological problems of modern business is by experimen- 
tation. One cannot tell by looking at a trade name whether 
or not it will be a good one. The best way to answer that 
question is to test it. Adequate tests of trade names can be 
conducted for a very small fraction of the money that must 
be spent to put across a poor name. In addition, increased 
profits will accrue from the early success of a good name as 
compared with the effort, time and money necessary to fa- 
miliarize a poor trade name, In fact, a poor name will always 
be a handicap no matter how much money is spent in adver- 
tising it.”’ 


Longstaff’s testing was an early effort. Designs can be made 
to develop more precise findings but it is notable that now, twenty- 
five years later, the problems he poses by his findings are still with 
us, e.g., how much confusion occurs even among diverse names, 
how much confusion occurs among suggestive names related by 
sharing common syllables, when should a suggestive name be 
adopted and when should one be avoided, what is the significance 
of evidence of a few examples of confusion, at what point does 
the publie fail to remember or to differentiate among the myriad 
of marks to which they are exposed, and does such basic eon- 
fusion differ between trademark types? 

Most aspects of trademarks in operation do not have even 
as much research as Longstaff’s inquiryv—the room for study is 


27. 20 J. Ap. Psychol, 438 (1936), “Trade Name Hurdles,” 
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as large as the field. No organization—college department, foun- 
dation or industrial association—has taken on this job. Con- 
sidering the amount of money spent on advertising—often centered 
on a brand name—as well as other economie aspects of trademark 
merchandising, thorough study is justified on all aspects of the 
trademarked-product merchandising process. Annual advertising 
expenditures passed five billion dollars about 1950.* 
Improvement can be made merely by developing methods of 
research in trademark problems. Much can be done in general! 
trademark analysis by working directly in market situations: 
observing and experimenting. For example, a store could be 
selected and Product X could be put, say, among other fresh 


frozen foods. Product X would have a label with a specially 


devised trademark A. Sales would depend on the value of the 


trademark, no advertising being done. Then the package design 
could be changed by one detail, the substitution of trademark B. 
The process could be continued through trademarks C, D, ete. 

Or, with the cooperation of the manufacturer, a known trade- 
marked frozen food could have substituted labels, modifying the 
trademark spelling, display, lettering, color, associated wording 
on the package, location on the shelves, ete. Much could be learned 

-and most of it would be new. 


Illustrative Examples 


Two specific examples of trademark selection questions need 


ing research are: 


(1) What are the relative advantages of various types of 
trademarks, i.e., suggestive, arbitrary, geographic, sur- 
name, ete.? 


(2) How difficult is it to select a trademark free from conflict 


with prior trademarks, e.g., how much choice does a pro- 
prietor have in selecting a trademark? 


Writers frequently strongly advocate certain types of trade 
marks, the ones most frequently recommended being (1) sugges- 
tive, either (a) almost descriptive or (b) only slightly suggestive, 
or (2) arbitrary, either (a) meaningful or (b) meaningless. Sur 
names and geographical terms have fewer advocates because of 


98. “TU, S. Advertising Volume Passes Five Billion, Hits New High,” by Dr. Hans 
Zeisel, Printers’ Ink for. ty ». 28. 
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their legal disabilities. Those preferring suggestive names point 


out the appeal to the purchaser while those preferring arbitrary 


names point out that these are legally “strong” marks. 
Few of the articles attempt to talk in the language of psy- 
chology. Almost none of the articles are based on research. The 


discussions are often in terms of popular psychology—they are 
seldom scientific but the advocates strongly argue. 

The legal authorities frequently are equally outspoken but 
their views are likewise diverse. In Coca-Cola Co. v. Chero-Cola,” 
it was said: 

“To require that the line which separates marks should be well 

defined is not to ask too much, since the field from which a 

person may select a mark is almost limitless.” 


This was despite the element of descriptiveness in the word cola. 
However, in the same period warranty and BOND were viewed 
differently, in General Baking Co. v. Ward Baking Co.:°° 


“If BonD, as used by appellant, were more than suggestive, it 
would be descriptive, and hence not subject to appropriation 
as a trade-mark. Being merely suggestive, however, it nec- 
essarily follows, as we have said many times, that the field 
is open to others to adopt and use suggestive marks that are 
not deceptively similar. An inspection of the two marks here 
involved clearly discloses that appellee has met this test.” 


The courts thus are sometimes impressed by the wide choice 
in trademarks the defendants have and give ample protection, and 
on other occasions the courts are impressed by the great number 
of trademarks in use and conclude that the plaintiffs should be 
given narrow protection, particularly with suggestive marks. 

The courts have available almost no research on which to 
base opinions as to what scope various types of marks should be 
given. The legal writers are of limited assistance, the opinions 
given being somewhat diverse but often lauding arbitrary marks 
which, being given wider scope, are easier to protect in court. 
This viewpoint has not been reconciled with the frequent advice 
of advertising agents that suggestive marks be used because they 
are easier to advertise. 





% 27, 11 TMR 252 (1921). 
App. D.C., 1925). 
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Questions to be answered include the following: 


(1) How much confusion in the market place occurs between 
nearly descriptive marks, between slightly suggestive 
marks, between arbitrary but meaningful marks (such as 
CAMELS), and between arbitrary but meaningless marks 
(such as KODAK) ? 

How do these various types of marks differ in the costs 
of effective advertisement and other promotion and what 
effect does the type of mark adopted have on sales? 
How difficult is it to choose a mark of one of these types 
that will be clear of legal difficulty, e.g., is “the field... 
limitless?” This problem will be discussed in more detail 
in the next section. 


Howard D. Hadley in an article™ set forth the following com- 
parison, based on a survey of 1,035 persons in New York City, 
regarding the association of the correct type of product with 
representative brand names: 

Correct Incorrect Don’t 


Ident. Ident. Know 


Surnames 62.0 9.6 28.2 
Meaningful—Product Related 59.2 12. 31.9 
Meaningful—Product Unrelated 49.1 17. 33.0 
Nonsensical 48.7 12. 39.0 


The trademarks included, for example, parryLea, for dairy prod- 
ucts, classified as Meaningful—Product Related, and empassy for 
cigarettes, classified as Meaningful—Product Unrelated. The re- 
sults, while inconclusive, suggest that the learning of even com- 
paratively well advertised marks is less than satisfactory and 
that confusion abounds as to trademarks on little advertised, small 
volume items. The survey also suggests differences in recall de- 
pending on the type of trademark. 

Turning to another subject, a basic consideration in selecting 
a trademark is the avoidance of conflict with prior trademarks. 
As of December 1, 1949, there were about 434,000 trademarks 
registered in the Patent Office and “literally hundreds of thousands 
of unregistered ones, most of them as difficult to track down as 
the proverbial needle in the haystack.” ** A party selecting a 





31. 43 Advertising Agency 66, “What Makes the Best Brand Name?” (1950). 
32. Naming and Protecting Products, 39 TMR 542. 
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trademark may have difficulty avoiding the marks of prior users. 
Courts are often severe with the junior party, stating that he 
could easily have selected a mark free from the claim of other 
parties. 

The difficulty in finding a name free from an allegation of 
confusion by some prior user only becomes fully evident when 
searches are conducted on various trademarks in trying to select 


icle “Selection of Trademarks from a 


a trademark. In the art 
Legal Point of View” by Earl H. Thomson,** the writer concludes: 


“The attorney who searches until he finds a mark free from 
doubt will search for a long, long time.” 


Thomson notes that about ten pereent of trademarks published 
are opposed. He states that in Class 18 there are over 170 marks 
having crn as a suffix. Of the oppositions, 16% are based on 
unregistered marks. Thomson notes the difficulty—or impossi- 
bility of certainty—in finding all prior unregistered users. About 
36% of the oppositions are based on similarity of a prefix, 20% 
are based on similarity of a suffix, 17% are identical but are fre- 
quently in a remote class, and 25% have some other features of 
similarity. 

Courts often appear to have little familiarity with the diffi- 
culty of avoiding confusion and they should find a thorough re- 
search study of this problem useful. Such a study should show 
the problem quantitatively and qualitatively in general and in 
specific fields. An illustration would be to find a suggestive mark 
free of legal difficulty for a new plastic material. Mere reference 
to the listings of trademarks in Thomas’ Register with a list of 
a couple dozen proposed suggestive marks for the plastic product 
may discourage a searcher, 

Present doctrines of the law regarding confusion, strong and 
weak marks, ete., are believed to be artificially based until a study 
is made of (1) the present amount of confusion among registered 
and unregistered marks in general and in specific markets, and 
(2) the actual difficulties in selecting trademarks free from meas- 
urable confusion. 

Confusion is a relative concept. In crowded fields, i.e., many 
producers with many related products having many trademarks, 
a certain amount of confusion is inevitable. Consider the number 


33. 44 TMR 784, July 1954 
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of chemicals, chemical compositions and the like having brand 
names. Even with a thousand Kkopak type marks confusion would 
occur in such an industry. 

The recommendation is research. Then the legal test could 
be: is the mark differentiated as well as can be expected in the 


field? Then the advertising man could say: how can we administer 


our present trademarks and select new names so as to overcome 


such confusion and lack of distinctiveness as 


Summary and Forecast 


Trademark problems are primarily psychological in nature. 
Analysis can be improved by the adoption of psychological ter 
minology and learning. 

Many trademark problems are best solved by conducting tests 
specific to the problems, following the techniques that have been 
developed in psychology and related fields. This is particularly 
true at present when so little general research has been accom 
plished on trademarks. 

The subject of trademarks has been more of an art than a 
science. At best the results have been derived from ideas on 
popular psychology, logic, legal doctrines and a small amount of 
information on the facts of life in the market. The artists may 
have done well. No one knows ; whether le’ id F idn’ . some 
may regret the day—and look back with nostalgia in knowl 
edge of research methods and sophisticated terminology become 
tools of trademark practitioners—but the day is coming as it has 
come in other fields. At one time a man was highly regarded who 
ge do figures in his head but that art has mostly given way 

» slide rules, adding machines, caleulators and computers. This 
is not to say that thinking will be any less important in trademark 
matters in the future but rather that the thinking man will have 

~ 


His analysis. 


better facts on which to base 
For a more specific forecast, the following is projected: 
The addition of new psychological terms—some specific 
to the art—to the trademark vocabulary. 
The development of trademark indices of confusion, dis- 
tinctiveness, public acceptance, ease of learning, recog- 
nition and recall. 
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(3) 


(4) 


The development of special techniques of research re- 
lating to trademarks and wide use of these techniques in 
solving business and legal trademark problems. 


The development of new ideas about trademarks, such 
as (a) public policy aspects, (b) the relativity of confu- 
sion, (c) differentiation in trademark standards in various 
fields according to the number and types of marks therein 
and the nature of the fields, and (d) distinctions—even 
laws—modifying the consequences of local, state, regional 
and national usage of marks, the consequences being dif- 
ferent from those now obtaining, and the changes being 
based on a recognition of overcrowding of trademarks. 


ee 
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THE LAW OF UNFAIR COMPETITION*'! 
By Frederick Honig** 


I 


English law is to a large extent judge-made law developed 
over the centuries, and Parliament has never considered it nee 


essary to pass comprehensive legislation governing the law of un- 


fair competition. Although there are certain statutes dealing with 
specific problems of this branch of the law there is no Law against 
Unfair Competition as such and, broadly speaking, the subject 
forms part of the general Law of Torts. This is the main reason 
why English law lacks the firm and logical basis of many foreign 
systems of law, such as the German Law on Unfair Competition 
of June 7, 1909.1 The fact that English case law does not always 
adhere to a consistent terminology is equally due to this empiri- 
eism of the common law. Furthermore, it is important to re- 
member that the peculiarities of the English law of procedure 
have played their part in confusing the issues. Until less than 
90 years ago the civil jurisdiction of the Courts was strictly 
divided between Courts of Common Law and Courts of Equity, 
and the remedies now available to a svecessful plaintiff in one 
and the same Court were formerly available only in one or other 
of two different Courts. This is relevant not merely from the 
historical point of view but also from the strictly practical point 
of view, because it means that cases decided before 1873 have to 
be treated with the utmost caution. 

Even cases decided after that year may be of limited cogency 
because the issues in many of them were determined by juries, 
with the result that mixed questions of law and fact were often 


* This survey of the law of unfair competition is based on a lecture given by 
the author in Germany. It has been heretofore published in Europe in the following 
publications: Gewerblicher Rechtsschutz und Urheberrecht, Auslands—und Internation 
aler Teil, 1959, page 286 et seq.; La Propriete Industrielle, 1960, page 92 et seq.; and 
[Trade Marks Patents and Designs Federation, Monthly Reports (Part I) of October, 
1960 and November, 1960. 

t 800.4—OTHER STATUTES—FOREIGN LAW. 

** Doctor of Laws and barrister specializing in international aspects of industrial 
property and commercial law; member of the British National Committee on Interna 
tional Protection of Industrial Property of the International Chamber of Commerce; 
English correspondent of the International Bureau for the Protection of Industrial 
Property, of Geneva. 

1. There are certain supplementary German statutes dealing in particular, within 
the general framework of the law of unfair competition, with unlawful rebates and 
gifts intended to induce purchasers to buy goods on conditions other than those applicable 
to normal and free competition. 
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within their province and no reasons given for their findings. 


This is now no longer a problem because t] 


ie jury has lost much 
of its importance in civil proceedings, On the other hand it may 
still play its part in prosecutions under the Merchandise Marks 


Acts. 
II 


English law has traditionally favored complete freedom of 
competition and has always frowned on State interference in 
commercial activity. It was not until 1948 that legislation was 
first introduced to curb monopolistic practices,” and a compre- 
hensive statute dealing with restrictive trade practices was passed 
only in 1956.° Even that Act is less drastic than similar statutes 
now in force in most industrialized countries. It is not surprising, 
in view of this liberal tendency of English law, that special events 
such as clearance sales, seasonal sales and sales of bankruptcy 
stocks are not subject to any restriction or governmental super- 
vision.* Nor does English law provide a civil remedy for a trader 
whose competitor applies a false trade description to his (the 
competitor’s) own goods. The only sanction provided by law is 
a prosecution under the Merchandise Marks Acts. This is not 
only a cumbersome remedy but also one of no specific benefit to 
a trader who may have suffered pecuniary damage as a result 
of such action.’ Similarly, a trader has no civil remedy where an 
agent of his corruptly accepts any gift or reward “to show favour 
or disfavour to any person in relation to his principal’s affairs 
or business,” or where a competing trader (or any other person) 
“offers any gift to an agent ...as an inducement... to show 
favour or disfavour to any person in relation to his principal’s 


affairs or business. ”6 Tt would be difficult to imagine more 


2. See the Monopolies and Restrictive Practices (Inquiry ro Act, 1948. 
See the Restrictive Trade Practices Act, 1956. 

1, It may be noted that German law, among others, contains elaborate provisions 
eoverning such sales, Thus, clearance sales are permitted only where the person adver 
tising and holding such sales intends to close his business or the branch in which the 
sale is to be held, or where he genuinely intends to cease trading in one or more specific 
] 


t 
classes of goods. As far as seasonal sales are concerned, these can, as a general rule, 


be held only by permission of the authorities. 
5. Here again a reference to German law may illustrate a fundamentally different 
Section 3 of the Law of June 7, 1909, provides as follows: “An injunction 
, be granted against any person who in public announcements or notices intended 
a wide public makes untrue statements which are designed to give the impression 
of a particularly favourable offer and which relate to the nature, origin or price of 
goods or services, the source of supply, any title to a special award or distinction, the 
reason for or purpose of the sale, and the quantity of the goods concerned.” 
6. See Prevention of Corruption Acts, 1906 and 1916. 
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serious examples of unfair competition than those covered by the 


Acts of 1906 and 1916. Yet the only sanction is a criminal prose- 
cution which cannot compensate a trader for the loss he may have 
suffered and leaves to a jury the final determination of issues of 
the utmost legal complexity.’ 

It is well-known that to praise one’s own goods in a manner 
which may not strictly accord with the truth is perfectly legiti- 
mate. These so-called “puffs” are part and pareel of normal 
commercial advertising, and it has frequently been held that a 
trader has no cause of action where a competing trader describes 
his goods as the cheapest and best on the market. Thus it was 
held in Hubbuck & Sons, Ltd. v. Wilkinson, Heywood & Clark, Ltd. 
that a statement by a trader that his own goods were superior to 
those of another trader was not actionable, notwithstanding that 
it was untrue and had caused loss to the other trader.’ The Courts 
have frequently pointed out that it is not part of their duty to 
investigate whether A’s goods are in fact better and cheaper than 
b’s, and that in any event the general public never takes such puffs 
at their face value. 


III 


Reference has already been made to the remarkable fact that 
the concept of unfair competition is virtually unknown. The term 
is hardly ever used by the Courts, with the notable exception of 
the recent ease of J. Bollinger and others v. Costa Brava Wine Co. 
Ltd.—the SPANISH CHAMPAGNE case.” In that case the issue of 
unfair competition was specifically raised, and it was held—albeit 
on certain assumptions of fact to be proved in subsequent pro- 
ceedings—“that the law should and does provide a remedy for... 
unfair competition.” *° Where textbooks use the term at all they 
do so rather shamefacedly and only in the context of the general 


7. German law provides for criminal sanctions but also gives a civil remedy to a 
trader whose business has been adversely affected. 

8. (1899) I.Q.B. 86 (C.A.). See also White v. Mellin, (1895) A.C, 154 (H.L.). 
In the latter case the plaintiff was unable to prove either damage to himself or the 
falsity of the defendant’s statement. On the other hand the defendant had gone as far 
as to exhibit side by side in his shop window his own and the plaintiff’s goods, affixing 
to the wrappers of the plaintiff’s goods a label that his, the defendant’s, goods were far 
more nutritious and healthful than any others. 

9. (1960) R.P.C. 16; (1959) 3 All E.R. 800. 

10. Per Danckwerts, J., (1959) 3 All E.R., at p. 811. For details of this case, see 
infra. 
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law of tort,’ and even legal practitioners are unaware of it unless 
they have occasion to deal with foreign law or the provisions of 
the Union Convention. Nevertheless some of the acts constituting 
unfair competition are known to English law, such as passing 
off in the strict sense, viz. the offer for sale and sale of one’s own 
goods as those of another, the disparagement of the business or 
goods of another and the making of false statements in certain 
circumstances. 


1. There is no need to consider in detail the law of passing off 
in the sense defined above because it is too well-known to lawyers 
and business men to require comment. There are certain special 
cases, however, which may be of interest as illustrating the lack 
of precision of the terminology employed by the Courts. 


(a) Everyone is entitled to trade under his own name even 
though that name may be identical with that of a competing 
trader.’* Where, on the other hand, the name of a trader is so 
well-known in the relevant trade that goods sold under his name 
are apt to be automatically identified with his business, an in- 
junction will be granted against another trader of the same name 
who has commenced business at a later date than the plaintiff. 
The defendant, however, will not be restrained from using his 
own name altogether but only from using it in a way which does 
not clearly distinguish his business and goods from those of the 
plaintiff.** There are infinite variations in situations of this kind, 
and the legal principles applicable to them are best illustrated by 
eases which are clearly beyond the borderline of what is con- 
sidered permissible. One such case was Massam v. Thorley’s 
Cattle Food Company.* The name of THORLEY enjoyed an excep- 
tionally good reputation in the cattle food trade, and the defen- 
dants, in order to derive benefit from that reputation, allotted one 
single share representing a very small fraction of their share 
capital to one Thorley, adopted the style and name of THORLEY’s 
CATTLE FOOD COMPANY and sold their goods as THORLEY’s FOOD FOR 





11. See e.g. WINFIELD, ON Tort, 6th ed. 1954, by T. Ellis Lewis, at pp. 733 et seq. 
KERLY’S LAW oF TRADE MARKS AND TRADE NAMES, 7th ed. 1951, by R. G. Lloyd, points 
out (at p. 706) that, except in the case of passing off stricto sensu, an action for unfair 
competition does not lie. 

12. Jamieson & Co. v. Jamieson, (1898) 15 R.P.C. 169; S. Chivers g Sons v. S. 
Chivers & Co. Ltd., (1900) 17 R.P.C. 420; John Brinsmead §& Sons, Ltd. v. Edward 
George Stanley Brinsmead, (1913) 30 R.P.C. 493; and others. 

13. See the leading case of Teofani & Co., Ltd. v. A. Teofani, (1913) 30 R.P.C. 446. 

14, (1880), 14 Ch. D. 748 (C.A.). 
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cATTLE. The Court ordered the defendants to make it clear that 
their goods were not identical with those of the plaintiffs.” 


(b) The second type of case, which is also one of passing off 
stricto sensu, is that of a trader who uses a description on or in 
relation to his goods which is well-known in the trade as sig- 
nifying the goods of another trader. Examples of this kind of 
passing off are the CAMEL HAIR BELTING’® and YORKSHIRE RELISH?” 
eases. In the CAMEL HAIR BELTING case both parties were manu- 
facturers of belting made of camel hair, and both were therefore 
acting in accordance with the truth in describing their products 


~ 66 


as 


$9 


camel hair belting.” The evidence, however, showed that belt- 
ing offered for sale under that description would invariably be 
identified as belting manufactured by the plaintiff. The descrip- 
tion had thus acquired a secondary meaning the benefit of which 
was vested in the plaintiff and enabled him to obtain an injunction 
restraining the defendant from offering goods of his manufacture 
for sale as CAMEL HAIR BELTING, without making it clear that his 
goods were not those of the plaintiff.** 

In the YORKSHIRE RELISH case the position was rather dif- 
ferent. Here there was no doubt that YORKSHIRE RELISH was a 
fancy name and not descriptive. It was held that as yorKSHIRE 
RELISH denoted the plaintiff's goods no one else was entitled to 
sell his goods under the same fancy name. The Court considered 
it immaterial whether persons ordering YORKSHIRE RELISH did or 
did not know the plaintiff to be the manufacturer. Those who 
did know would expect to get the plaintiff’s sauce, and those 
who did not know would expect to get the same sauce which they 
had had before. 





15. Massam the nominal plaintiff in the action, was one of the executors of one 
Joseph Thorley whose rights had been invaded by the Defendants. It may be observed 
that foreign traders who have established a reputation abroad under a certain name 
may find it considerably more difficult to commence trading under that name if a busi- 
ness under the same or a similar name is already established in this country: Sturtevant 
Engineering Co., Ltd. v. Sturtevant Mill Co. of U.S.A., (1936) 3 All E.R. 137, 

16. Reddaway v. Benham, (1896) A.C. 199; (1896) 13 R.P.C. 218 (H.L.). 

17. Powell vy. Birmingham Vinegar Brewery Co., (1897) 14 R.P.C. 720 (H.L.). 

18. Lord Herschell (loc. cit., at p. 229) summarized the law as follows: “...a 
word may acquire in a trade + secondary signification differing from its primary one, 
and if it is used to persons in the trade who will understand it, and be known and 
intended to understand it in its secondary sense, it will nonetheless, be a falsehood 
because [notwithstanding that] in its primary sense it may be true.” The CAMEL HAIR 
BELTING Case may be contrasted with Cellular Clothing Co. v. Maxton & Murray, (1899) 
16 R.P.C. 397 (H.L.), where it was held that the word “cellular” applied to a fabrie 
was descriptive but had not acquired such a secondary meaning differing from its natural 
meaning that it could be monopolized by the plaintiffs. 
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A plaintiff may even be successful in an action for passing 
off where his name is completely unknown to the public. Before 
the advent of commercial television the plaintiffs’ goods were 
shown in a television broadcast (it being a condition that their 


name should not be disclosed). The defendants subsequently 


offered for sale similar goods of their own manufacture and 
falsely advertised them “as shown on television—Woman’s hour.” 
Vaisey, J., held that the plaintiffs were entitled to an interim 
injunction because some orders might have been given to the 


defendants which would otherwise have gone to the plaintiffs.” 


(c) A trader may derive commercial advantage from the repu- 
tation established by another, but he will only in exceptional 
circumstances be held liable to the person who has indirectly sown 
the seed of his success. In The Singer Manufacturing Company 
v. Loog® the defendant offered for sale sewing machines of his 
own manufacture stating that they had been made in accordance 
with the stncEeR system. The statement accorded with the truth, 
and the defendant had made it clear that he was offering machines 
of his own, and not the plaintiffs’, manufacture. On these facts 
the action was dismissed. It is clear, on the other hand, that the 
defendant would have been liable if he had conveyed the im- 
pression that the machines he was offering for sale were of the 
plaintiffs’ manufacture, and that he could not have escaped lia- 
bility even if his machines had been of a quality superior to that 
of the plaintiffs’. 

It is curious that the slavish imitation by a defendant of 
the plaintiff’s advertisements does not seem to give the plaintiff 
any right of action. In Wertheimer v. Stewart, Cooper & Co.” 
the defendant not only used the same form of advertisement as 
the plaintiff but also offered prizes to his customers in much the 
same way as the plaintiff was offering prizes to his customers. 
The plaintiff’s action was dismissed on the narrow ground that 
he had not been “injured in his property.” * 








19. Copydex, Ltd. v. Noso Products Ltd., (1952) 69 R.P.C. 38. In fact the defen 
dants gave an undertaking not to repeat this form of advertising. 

20. (1883), 8 App. Cas. 15 (H.L.). 

21. (1906) 23 R.P.C. 481. 

22. Kekewich, J., loc. cit., at p. 483, expressed himself as follows: “But unless 
(what the defendant has done) injures the plaintiff in his property it seems to me wholly 
immaterial. Now, how does it injure his property? What is his property? He has no 
property in the advertisement. Of course he does not claim it as copyright. He has 
property in his goods, in any character by which his goods are known, in any distin- 
guishing device or name, and he has the right also to protect his own name. None of 
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Cases may, of course, be imagined where slavish imitation 


of the plaintiff’s publicity methods would justify an action, but 
they would be cases of pure passing off, such as the use of the 
get-up of the plaintiff’s goods, in the hope that the defendant’s 
goods would be bought as and for the plaintiff’s. There seems little 
doubt in any event that in cases of this kind plaintiff and de- 
fendant must be engaged in a common field of activity.** 


(d) It is a little surprising that in some cases the Courts 
have referred to “passing off’? when the defendant has not in 
fact passed off his goods as those of the plaintiff but has offered 
for sale second-hand goods manufactured by the plaintiff as if 
they were new, or has offered for sale inferior goods of the plain- 
tiff’s manufacture as if they were goods of a superior quality. 
In Gillette Safety Razor Co. v. Franks* the defendant advertised 
and sold as “genuine U.S.A. ciLuetre blades” blades of the plain- 
tiffs’ manufacture which by reason of prior use and long storage 
were of grossly inferior quality. He did so with fraudulent intent, 
and the plaintiffs were held to be entitled to an injunction and 
damages. In A. G. Spalding & Bros. v. A. W. Gamage Ltd.** the 
plaintiffs, manufacturers of footballs sold under the name orp, 
discovered that their products were unsatisfactory and sold all 
their remaining stocks to waste merchants. They subsequently 
manufactured another type of football which was advertised and 
offered for sale as an IMPROVED oRB football. Meanwhile the de- 
fendants had bought the stocks of ors footballs from the waste 
merchants to whom they had been sold. They then proceeded to 
sell these as IMPROVED oRB and later simply as ors footballs, their 
contention being that even though they might not be entitled to 
use the appellation mprovep ors they were entitled to sell the 
footballs as what in fact they were, namely ors footballs. Their 
contention was rejected and an injunction granted to the 
plaintiffs.”° 








these things, as it seems to me, does the defendant at all offend against. ...” It is 
worth recalling that when this case was decided an action for infringement of copyright 
did not lie unless the copyright was registered. As the law now stands, there would be 
an action for infringement of copyright, but that would still leave unaffected the opera- 
tive part of the judgment as far as any claim for unfair competition is concerned. 

25. McCullock v. Lewis A. May (Produce Distributors) Ltd., (1947) 65 R.P.C. 58. 

24. (1924) 41 R.P.C. 499. 

29. (1915) 32 R.P.C. 273 (H.L.). 

26. Per Lord Parker, at p. 284: “A cannot, without infringing the rights of B, 
represent goods which are not B’s goods or B’s goods of a particular class or quality 
to be B’s goods or B’s goods of that particular class or quality.” 
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Similarly, an injunction will be granted and damages awarded 
against a defendant who sells tinned milk of the plaintiff’s manu- 
facture which, by reason of its age, though still wholesome, is 
not suitable for the purpose for which it was originally intended.” 
It might be otherwise where the defendants, instead of omitting 
any reference to the fact that the milk is old, state the true facts 
and then leave it to purchasers to decide for themselves in the 
light of those facts whether they wish to buy an inferior article. 

The cases here cited may be contrasted with others where 
on the facts the inference was obvious that second-hand or inferior 
goods were being offered as such, and not with any intention to 
convey the impression that they were new or of superior quality. 
Thus, where a small shop in a poor quarter of .London advertised 
and offered for sale at reduced prices electric bulbs of the plain- 
tiffs’ manufacture the plaintiffs’ action against the shopkeeper 
failed because prospective customers, having regard to the loca- 
tion of the shop and the nature of the goods sold in it, would 
obviously expect to be offered second-hand goods at reduced 
prices.”* 


(e) Lastly, in the context of what the Courts consider to be 
part of the law of passing off in the narrow sense, reference may 
be made to cases where a person lays claim to a professional 
qualification which he does not possess. It is obvious that where 
a person does so and as a result attracts custom which would or 
might have gone to persons properly qualified the latter may 
well have suffered damage. Nevertheless there are no cases on 
record in which such persons have brought actions against those 
sailing under false colors. In each case proceedings were insti- 
tuted by the professional organization concerned, and not by in- 
dividual members. Thus in Society of Incorporated Accountants 
v. Vincent the plaintiff society brought an action against the de- 
fendant who, without having passed any professional examina- 
tions, described himself as an “F.S.A.A.” According to the rules 
of the society a person was entitled to describe himself as an 
“F.S.A.A.” only when he had passed the society’s professional 
examination and had subsequently been admitted to a fellowship. 





27. Wilts United Dairies vy. Thomas Robinson Sons & Co., (1958) R.P.C, 94. 
28. See General Electric Co. v. Pryce’s Stores, and British Vhomson-Houston Co. 
v. Pryce’s Stores, (1933) 50 R.P.C. 232. 
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It was held that the plaintiff society was entitled to an injunction 


and an inquiry as to damages.” 


(f) A successful plaintiff in a passing off action is always 
entitled to an injunction restraining the defendant from per- 
sisting in his course of conduct. In addition, depending on the 
circumstances of the case, he may be entitled to damages or an 
account of profits. It is well established by authority that an 
action may be successful even though there is no proof of fraudu- 
lent intent on the part of the defendant and even though the 
defendant may have been unaware of the existence of the plaintiff. 
On the other hand such knowledge and intent are obviously of 
importance in determining the extent of the plaintiff’s claim. 

A plaintiff may either claim damages or an accoun* of profits. 
Thus the two remedies are not cumulative but alternative. The 
plaintiff’s decision whether to claim the one or the other can be 
deferred until after discovery. This will show whether the de- 
fendant has made an illegitimate profit resulting from the passing 
off. If it shows the likelihood of such profit the plaintiff will 
normally claim the benefit of it, but in order to do so he must 
be able to show that the defendant has acted in full knowledge of 
all the relevant facts.®° If, on the other hand, the plaintiff is unable 
to show either knowledge on the defendant’s part or that the 
defendant has made any profit, his claim will be one for damages. 

The basis of the plaintiff’s claim for damages is the loss 
resulting from the fact that goods have been offered for sale 
or sold which might have been confused with his, the plaintiff’s, 
own goods and thus caused a fall in the plaintiff’s profits. It is 
often difficult for the plaintiff to prove affirmatively that his profits 
have fallen, particularly where he has to rely exclusively on the 
evidence of trap orders. In such cases he may be awarded purely 
nominal damages.** On the other hand the Court of Appeal has 
shown commendable realism in a case where proof of actual loss 
was difficult by reason of the fact that the defendant had sold 
the goods to a middleman. The Court of first instance in Draper 
v. Trist € Tristbestos Brake Linings awarded nominal damages 





29. (1954) 71 R.P.C. 325. See also Institution of Electrical Engineers v. Emmerson, 
(1950) 67 R.P.C. 167, and Society of Accountants and Auditors v. Goodway, (1907) 24 
R.P.C, 159. In the latter case reference was made to the fact that a legal injury had 
been caused to the plaintiff society whose main interest was to attract the greatest 
possible number of members. 

30. Spalding v. Gamage, (1915) 32 R.P.C. 273. 

31. Procea Products Ltd. vy. Evans § Sons Ltd., (1951) 68 R.P.C. 210. 
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of 40/— to the plaintiff who proved that the defendant had sold 
the deceptive goods to a middleman but was unable to prove that 
the latter had resold the goods to the ultimate purchaser (who 
might or might not have bought the plaintiff’s goods if he had 
been aware of the true position).** The Court of Appeal reversed 
the judgment, as far as the award of damages was concerned and 
held that the requirement of proof of resale and deception of 
the ultimate purchaser was unreal and substituted an award of 
£2000 for the nominal award of 40/—.** Lord Greene, the then 
Master of the Rolls, put the matter in this way (at p. 485): “It 
is manifest that if the plaintiff, before he could recover damages, 
had to show that in the case of each sale the purchaser was de- 
ceived—because it is on the assumption that purchasers are 
deceived that the plaintiff's damages are based—then his task, 
save in exceptional circumstances, would be a quite impossible 
one. ... It is, in my opinion, misleading to consider too much 
the questions of onus of proof in a case of this kind... . That a 
jury would be entitled, if it were shown that goods were sold 
under a deceptive appearance or description, to award something 
more than nominal damages in my opinion is the law.” 


2. The laws of most foreign countries which have enacted 


special legislation against unfair competition contain a general 


clause prohibiting the disparagement of a competing trader’s busi- 
ness or business conduct. English law deals with this problem ade- 
quately though in a somewhat haphazard fashion. The terminology 
varies considerably, and the following terms have been used more 
or less indiscriminately: Injurious falsehood, slander of title, slan- 
der of goods, malicious falsehood, disparagement, and sometimes 
even passing off. This branch of the law is considered as forming 
part of the general law of defamation and includes cases where 
traders have been awarded damages against persons not engaged in 
a competing trade, or indeed any trade at all. The law does not 
require that the defendant shall have acted in such a way as to 
derive any pecuniary benefit from the disparagement of the plain- 
tiff or the plaintiff’s business. Thus in Joyce v. Motor Surveys, 
Ltd. the defendant, contrary to what was the fact, stated that the 
plaintiff was no longer the tenant of the business premises which 
he, the defendant, had let to him. As a result the plaintiff’s name 








(1939) 56 R.P.C. 225. 
Ibidem, at p. 429, 
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was removed from the list of his suppliers. The plaintiff was 
awarded damages because the statement was untrue and inten- 
tional and had caused damage to the plaintiff.™ 

Even in cases where the parties are competing traders it is 
immaterial whether or not the defendant intended to derive any 
financial benefit from his action. The relevant facts to be proved 
by the plaintiff are the falsity and nature of the defendant’s 
statement, viz. that the statement was calculated to cause pe- 
cuniary damage to the plaintiff in the way of his business or trade. 


3. The greatest weakness of English law lies in its approach 
to the problem of “unfair publicity” concerning a person’s own 
goods.* English law deals with this problem only in the context 
of false trade descriptions appliéd to goods, contrary to the pro- 
visions of the Merchandise Marks Acts, 1887 to 1953. The purpose 
of these Acts is the protection of the public, and not the protection 
of competing traders, and no civil remedy is available to a com- 
peting trader. This has now been confirmed by the judgment of 
Danckwerts, J., in J. Bollinger and others v. Costa Brava Wine 
Company Ltd.**:—*If the Acts had the protection of any class of 
persons in mind | think it was the purchasers of goods which 
might be misleadingly described. But I do not think that the Acts 
give a civil cause of action to anyone, except where expressly 
provided. The severe penalties contained in the Acts are, in my 
view, the remedies provided by the Acts, apart from specific pro- 
visions in particular cases. For instance, section 17 of the <Act 
of 1887 gives to a purchaser a right of action for breach of 
warranty, which would appear to be unnecessary if the other 
provisions of the Act already gave a cause of action. Moreover, 
both rival traders in a passing off action and purchasers of goods 
in an action based on deceit have rights of action apart from 
these statutes, and those rights are carefully preserved by section 
19 of the Act of 1887.” 

The Act of 1887, as amended by the Act of 1953, defines a 
trade description as any “description, statement, or other indi- 
sation, direct or indirect, (a) as to the number, quantity, measure, 


gauge, or weight of any goods, or (aa) as to the standard of 


34. (1948 ‘*h. 252. See also Ratcliffe Vv. Evans, (1892) 2 Q.B. 524. where the 
defendant falsely stated t the plaintiff had retired from business and that his firm 


was no longer in existence. 
35. See above, note 6. 
36. (1960) R.P.C. 16; (1959 
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quality of any goods, according to a classification commonly used 
or recognized in the trade, or (ab) as to the fitness for purpose, 
strength, performance or behaviour of any goods, or (b) as to 
the place or country in which any goods were made or produced, 
or (c) as to the mode of manufacturing or producing any goods, 
or (d) as to the material of which any goods are composed, or 
(e) as to any goods being the subject of an existing patent, 
privilege, or copyright. .. .” 

Many systems of law would consider a false statement re- 
garding any of the matters here referred to as sufficient to support 
a civil action in defense of a trader’s rights against a competing 
trader, but as far as this country is concerned, such action would 
be bound to fail, and the criminal courts still reign supreme in 
this branch of the law. The inconvenience resulting from this 
fundamentally different approach is obvious, as the first phase 
of the SPANISH CHAMPAGNE case clearly demonstrates. The prose- 
eution at the Central Criminal Court failed, but as the verdict 
was that of a jury it is difficult to guess the precise reasons which 
led the jury to acquit. Furthermore—in theory, at least—it would 
be open to the Champagne Association of Great Britain, or any 
other association affected by the import of SPANISH CHAMPAGNE, to 
bring fresh prosecutions whenever fresh quantities are imported 
into the United Kingdom. The result of such fresh prosecutions 
might be the same, but it might also well be different. The matter, 
as previously pointed out, has now been taken one step further, and 
a representative action for an injunction and damages by a number 
of wine producers from the Champagne district of France has 
been successful to the extent of establishing that a geographical 
description attached to a product in a certain geographical area 
may be part of the good will of a person producing the product 
in that area and may, therefore, be entitled to protection as part 
of his property.” 

It is important to remember in this context that the legal 
principle established in J. Bollinger and others v. Costa Brava 
Wine Co., Ltd. still has to stand the test of a full seale action in 
which the plaintiffs will have to prove certain facts which until 
now, by consent of the parties, have been assumed by the Court. 
These facts may be summarized in this way :— 

(i) That the plaintiffs carry on business as producers of wine 
in the Champagne district; 





37. See the case referred to in the previous note. 
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(ii) that the wine produced by them is a naturally sparkling 
wine produced from grapes grown in the Champagne district; 


(i11) that this wine has long been known in the United King- 
dom as CHAMPAGNE and acquired a high reputation as such; 


(iv) that anyone in the United Kingdom seeing wine adver- 
tised as CHAMPAGNE expects that wine to be a sparkling wine pro- 
duced in the Champagne district; and 


(v) that the defendants were passing off, as and for cHAM- 
PAGNE, wine produced elsewhere and were offering that wine as 
SPANISH CHAMPAGNE. 


It would be idle to speculate how far the plaintiffs will even- 
tually be able to discharge the heavy burden of proof implicit in 
the enumeration of these facts, but it is certain that even if they 
succeed in the main action the law of unfair competition will only 
have been taken one small step further, by establishing that, as 
far as false indications or origin are concerned, a civil action may 
lie for unfair competition. It may also be of interest to recall 
here that, as the law stands at present, only port enjoys a priv- 
ileged position under the provisions of the Anglo-Portuguese 
Commercial Treaty Act, 1916. 


IV 


The picture of the law of unfair competition which emerges 
from this rudimentary survey of statute and case law is some- 
what depressing. It is perhaps fortunate that article 10 bis of 
the Union Convention is sufficiently vague to permit the conelu- 
sion that this country is living up to its treaty obligations. On 
the other hand English law certainly lags behind most other sys- 
tems of law which provide adequate protection to honest and 
scrupulous traders against those whose code of behaviour falls 
below the standard everyone ought to be entitled to expect. It 
not only lacks coherence and a proper structure, but it also fails to 
deal with a number of situations which eall for the restraining 
hand of the legislator. Where legislation has intervened it has 
placed undue emphasis on the criminal aspect and paid insufficient 
heed to the need for civil remedies, and it may well be that the 
patriarchal concern of English law for the protection of the public 
has been responsible for its neglect of the interests of the trading 
community. 
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NOTES FROM OTHER NATIONS ' 


By L. L. Gleason* 


Australia 

An Italian company applied for registration of two trade- 
marks in Australia under the Act of 1905-1948 in respect of prod- 
ucts for the treatment of the hair and hair lotions in Class 48. 
One mark was for the word BIPAMINE on a rectangular background 
and the other consisted of the letter B on a rectangular background 
above the word sreamine. The first application when filed also 
eovered the words “The Medicine for the Hair” but when the 
examiner called for a disclaimer of those words the applicant 
deleted them by amendment of the mark. 

A registration of the trademark PAMINE was cited against the 


two applications. That mark was registered in Class 3 for “a 
medicinal preparation for use as an antispasmodic,” and the ex- 
aminer considered that there was little difference between PAMINE 
and BIPAMINE, and he believed there was possibility of deception 
and confusion between the marks if they were used on their re- 
spective goods. The PAMINE product, as a medicine, was to be 
taken internally, and if the sipamtNe hair lotion should be confused 
with the medicine, the result might be fatal. The examiner also 
suggested that the prefix Br in BIPAMINE might be construed as 
an indication of “double strength” pamine; or, since “Bi” is the 
chemical symbol for bismuth, the prefix pr might be considered 
to indicate the presence of bismuth, which is known as an ingre- 
dient in medicines for gastro-intestinal disturbances, and the 


PAMINE medicine was used in the treatment of gastro-intestinal 


disturbances. 

The applicant argued that the marks were not so similar 
that they would be confused with each other, that the goods of 
the marks were not similar and were not in the same classes, that 
the manufacture of hair lotions and tonics was a specialized busi- 
ness not associated with the sale of medicines, and that the fact 
that the respective goods could be sold in the same shops and 
over the same counters was not a conclusive test in determining 
if the goods were “of the same description.” 








+ 800.4—oTHER STATUTES—FOREIGN LAW. 
* Member of the firm of Marks & Clerk, New York. 
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The applications were eventually referred to the Acting 
Deputy Registrar of Trade Marks for decision, and he ruled that 
the trademarks were physically and phonetically similar, that the 


syllables PAMINE were quite distinct in the BrpAMINE mark, and 


that there was an actual possibility of confusion between the 
goods on which the trademarks were used (hair lotions and tonics 
as to one and medicines for internal use as to the other), both 
in stores where the goods were sold and also in the homes of 
users of the products. 

The applications were reser ted. 

(Australian Official Journal of Patents, Trade Marks & De- 
signs, September 22, 1960.) 

In other recent decisions the Acting Deputy Registrar of 
Trade Marks in Australia confirmed the rejection of applications 
for registration of the following marks: 

DRINK-MIX in Part Bb in respect of “fan attachment for food 
mixing machines for mixing liquids and pastes” 

EASY in Part B in respect of “laundry washing machines, 
dryers, ironers, and wringers, and combinations of same, all being 
machines included in this class”; and 

The letters A and C separated by the representation of a 
lightning flash in Part B in respect of “automotive home lighting 
and industrial lead acid storage batteries.” 

In each of these cases the Acting Deputy Registrar was of 
the opinion that the mark was not registrable because of lack of 
distinctiveness or because it was not capable of becoming dis- 
tinctive. 


Cuba 

The Cuban government published on January 4, 1961, a law 
which may affect Cuban trademark registrations, patents and 
other forms of industrial property registered in the Patent Office 
by United States nationals. The complete law is set out here- 
under: 


I, Osvaldo Dorticés Torrado, President of the Republie of Cuba, do 
hereby proclaim that the Council of Ministers has enacted and I have 
approved the following law: 


WHEREAS by virtue of the taking over by the Government of various 
economic activities previously carried on by private entities, and of the 
fact that the State is carrying out a vast industrialization program through 
organizations of different kinds which are directly or indirectly managed 
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by publie agencies of the Central Administration, it is indispensable to 
make substantial changes in the current Industrial Property (Trade Mark) 
Law, as contained in Decree-Law No. 805, of April 4, 1936. 


NOW, THEREFORE: In pursuance of the powers vested in it, the Council 


of Ministers has resolved to enact the following: 


Law No. 914 
ARTICLE 1. The provisions of this law shall be applicable: 


1. To the modalities of Industrial Property registered or applied for 
by public agencies of the Central Administration, by physical or 
corporate persons whose property has been nationalized, confiscated 
or intervened, and by agricultural, industrial, mereantile, public 
service and other enterprises or concerns directly or indirectly 
managed or ruled by the State. 

To the modalities of Industrial Property the registration whereof 
be applied for by public agencies of the Central Administration 
and by the enterprises referred to in the preceding paragraph. 


ARTICLE 2. The competent officials shall enter in the books of the 
Industrial Property Division of the Ministry of Commerce, whenever so 
requested by the authorized agencies or officials, the proper record of the 
transfer of title (dominion) and possession, use and enjoyment, or ex- 
ploitation, of the modalities registered by physical or corporate persons 
whose property has been nationalized, confiscated or intervened by virtue 
of laws, decrees, resolutions or other official directives. 


ARTICLE 3. The record referred to in the preceding paragraph may 
not be entered if the agency or official who applies therefor does not 
submit a certification expressing the legal or administrative provision on 
which such entry must be based. 


ARTICLE 4. In eases of intervention, only the possession, use, enjoy- 
ment or exploitation of the modality in question shall be entered in said 
books, with reservation of the nude title to the trade mark involved in 
favor of the rightful owner thereof. 


ARTICLE 5. The records entered in pursuance of this law shall not 
affect those entered in the respective registers as limitative of the ownership 
(domain) by reason of contracts entered into, or of judicial resolutions 
issued, in accordance with the applicable provisions of the Industrial 
Property Law. 


ARTICLE 6. Notwithstanding the provisions contained in Article 2 
hereof, the Ministry of Commerce may enter, ex-officio, the proper nota- 
tions required under legal provisions whereby the property of physical or 
corporate person has been nationalized, with respect to all the modalities 
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registered to such person’s name; provided, however, that in the event 
that the name or denomination of the owner appearing in the register 
does not coincide with the name of the physical or corporate person whose 
property or assets have been nationalized, it shall report such disparity 
to the respective Government agency, so that the proper action may be 
taken, entering a temporary record, which shall be fully valid and effective 
for all administrative purposes during a period not exceeding two months, 
after which it shall be voided, if prior thereto it has not been voided 
or affirmed in view of the report rendered by such agency. 


ARTICLE 7. The modalities referred to in Article 1 shall be subject 
to all the provisions of the Industrial Property Law insofar as they do 
not conflict with this law. 

Exception is made of the conditions and requirements concerning the 
persons or entities who may apply therefor, which shall be formulated by 
the legal representative of the physical or corporate person in question, 
without any further formality other than the presentation of bona fide 
proof of such representative capacity; and in the case of public agencies 
of the Central Administration it shall suffice to produce a certificate 
showing the powers or authority therefor vested in the applicant. 


ARTICLE 8. Hereafter the provisions of Chapter V of Title I of Book 
II of the Industrial Property Law, concerning the exploitation or actual 
use of a patent shall not apply if the owner thereof is a public agency 
of the Central Administration. 

In this case the forfeiture by limitation provided for in paragraph 2 
of Article 91 of the Industrial Property Law, shall not apply either. 


ARTICLE 9. The forfeiture by limitation referred to in paragraph 4) 
of Article 132 of said law shall not apply in cases involving modalities 
registered to the names of public agencies of the Central Administration. 


ARTICLE 10. Public agencies of the Central Administration are hereby 
excluded from the requirements concerning the proof of exploitation or 


use of a commercial style (trade name). 


ARTICLE 1]. The forfeiture by limitation of industrial drawings and 


models provided for in paragraph 3) of Article 218 of the Industrial 
Property Law in cases where the owner thereof is a public agency of the 
Central Administration. 


ARTICLE 12. The resolutions issued by the Minister of Commerce on 
the subject of Industrial Property shall acquire the force of a law in 
eases involving applications for registrations filed by public agencies of 
the Central Administration and, therefore, they may be appealed only 
before the competent Division of the Court of Appeals of Havana, through 
the contentious administrative jurisdiction procedure. 
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ARTICLE 13. Public agencies of the Central Administration shall not 


be permitted to enter, in cases involving Industrial Property rights, the 


executive appeal provided for in Article 24 of the Administrative Pro- 
cedure Law. 


ARTICLE 14. In all cases where the Industrial Property Law demands 
the presentation or exhibition of certified copies of public deeds, these 
may be replaced, in cases involving applications filed by the agencies, 
physical and corporate persons and enterprises to whom this law refers, 
with a certification, issued by a public official, stating the particulars 
required in each particular case. 


ARTICLE 15. All the periods allowed by the Industrial Property Law, 
except those set forth in Book III thereof, are hereby reduced to one 
half their original length in cases involving applications for registrations 
filed by the agencies, and physical and corporate persons referred to in 
Article 1. 


ARTICLE 16. The applications for registrations, transfers of title, 
assignments, leases, exploitation licenses and whatever other rights may 
affect modalities of Industrial Property shall, whenever filed by the 
agencies, physical and corporate persons to which this Law refers, be 
processed with priority over all others, and shall not be subject to any 


order of sequence whatever. 


ARTICLE 17. The rights to the use, enjoyment or exploitation in any 
form of a modality of registered industrial property under original or 
derivative title registered to the name of a physical or corporate person 
whose property has been nationalized or confiscated, may be transferred 
to any other person who has been nationalized or confiscated, as well as 
to concerns created or organized by the Industrialization Department of 
the National Agrarian Reform Institute, or any other public agency, to 
which end, on application of one or the other, the required notations and 
records shall be entered in the books of the Industrial Property Division 
of the Ministry of Commerce. 


ARTICLE 18. The Minister of Commerce is hereby directed to attend 
to the enforcement of this law, and to issue whatever orders and instruc- 


tions may be necessary for its proper application. 


ARTICLE 19. This law supersedes and derogates whatever legal pro- 
visions and regulations may conflict with the application hereof, and shall 
become effective as of the date of its publication in the Official Gazette 
of the Republic. 
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NOW, THEREFORE: I hereby order that this law be fully complied with 
and enforced by all concerned. 


Done at the Presidential Palace, in Havana, this 31st day of December, 
1960. 
OsvALDO DortTicos TORRADO 


Fidel Castro Ruz, Prime Minister. 

Raul Cepero Bonilla, Minister of Commerce. 

(Official Gazette No. 2, of January 4, 1961) 

(Translation by Private Commercial Service, S.A., Havana.) 


An effort has been made to obtain interpretations of the law 
from Cuban lawyers, but they have not seemed to be disposed 
to discuss it in detail. From the information that has been se- 
cured, and from the law itself, it is evident that the nationalization 
or confiscation of other forms of properties has been extended to 
industrial property, including trademarks and registrations there- 
of, and the government agency or department that has obtained 
possession of the factory of any party may now apply to have 
its title to the trademarks of that party recorded in the Patent 
Office. 

The Cuban subsidiaries of many United States corporations 
have been seized by the Cuban government, and it seems clear 
from Articles 1 and 2 of Law No. 914 that title to any trademarks 
registered by such subsidiaries may be transferred to the agencies 
or departments of the Cuban government which now control the 
(former) subsidiaries. In the case of an “intervened” company, 
the bare title to its trademark remains in the name of the rightful 
owner, but possession and use may be recorded by the present 
owner (Article 4). 

The law does not seem to affect trademarks registered by the 
United States nationals whose directly owned properties have not 
been confiscated, nationalized or intervened. The trademarks of 
a United States corporation which has had a branch factory or 
office in Cuba, as distinguished from the Cuban subsidiary and 
which consequently has been doing business in Cuba, will ap- 
parently be affected by the law if other Cuban property of that 
corporation has been seized. 

Up to this time no special difficulties have been encountered 
in Cuba in the normal filing of trademark applications or renewal 
applications in the names of United States nationals, and cer- 
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tificates of registration have been issued with no more than the 
usual delays. It will be noted, however, that hereafter applica- 
tions of any kind filed by the agencies of the government will have 
priority over all others (Article 16 of Law No. 914). 


Great Britain 


Trademark SKIN DEW Registrable Over SKIN DEEP 
The application of Helena Rubinstein Ltd. for registration of 
the trademark skIN DEw in respect of non-medicated toilet creams 
was opposed by the owners of a registration of the trademark 


SKIN DEEP for similar goods and the application was rejected by 
the Registrar. The applicants appealed to the High Court of 
Justice, Chancery Division, and the Court’s decision, with the 
Judge’s comments on the evidence and on the thinking, habits 
and characteristics of shopkeepers and prospective purchasers of 
the goods, is of considerable interest. 

The complete decision follows, as published in 1960 R.P.C., 
page 229: 


Lloyd-Jacob, J—By this appeal, Helena Rubinstein Ltd., the Appli- 
eants for registration of the mark SKIN DEW in respect of non-medicated 
toilet creams, seek the reversal of a decision of Dr. Atkinson (Assistant- 
Comptroller acting for the Registrar of Trade Marks) dated the 9th 
October, 1959, whereby, at the instance of the Respondent-Opponents, 
J. & E. Atkinson Ltd., the proprietors of Trade Mark No. B.659,022, 
SKIN DEEP, registered in respect of a like classification of goods, he rejected 
the application on the grounds that its acceptance would be contrary 
to s. 11 and 12 of the Trade Marks Act, 1938. 

As the decision acknowledged, the issues which arise under the two 
sections are virtually identical, in that the same classification of goods 
is common to both and the use and reputation of the Opponents’ mark 
is not challenged. The registration upon which the s. 12 objection is based 
is subject to a disclaimer of any right to the exclusive use of the words 
“skin” and “deep” separately, but the limitation thereby imported is 
equally applicable, so far as is relevant to the s. 11 objection, for the 
evidence established the contemporaneous use upon like goods of a 
number of “Skin” marks, such as SKIN FARE and SKIN UP, as well as a 
number of descriptions such as “skin food,” “skin cleanser,” “skin tonic,” 
“skin lotion,” “skin balm” and “skin freshener.” These sufficiently establish 
the existence of a consumer capacity for differentiating between double 
word identifications where the first word is “skin” and indicates the sig- 
nificance of the second word for such purpose. It is, of course, true that 
the issues fall to be determined upon the general impression created on 
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the mind by the two marks here alleged to be conflicting when taken as 
wholes, but the mind must first be conditioned by the circumstances pre- 
vailing in the market as established by the evidence. 

The Opponents relied upon the fact that their skIN DEEP preparations 
are advertised on television for what are termed “short flashes,” a type of 
advertisement not further particularised, save that it includes a sight 
of the trade mark in black and white. The learned Assistant-Comptroller 
treated such advertisement as providing only a limited opportunity for 
grasping an accurate picture of a trade mark, although none of the de- 
clarants so stated. For an accurate finding, some relationship between the 
duration of the presentation and the average response time of such viewers 
as would be potential customers for the advertised product must be arrived 
at. The very fact that a brand owner utilises this type of publicity would 
appear to confirm what the trade witnesses assert: see, for example, Mr. 
Bellamy’s declaration (para. 6) where he states: ““Women customers see 
SKIN DEEP toilet creams in the advertising “ ‘flash,’ and the next day come 
in... to buy it.” For my own part, I can find no good reason for treating 
television advertising as contributing to any haziness of recollection on 
the part of customers. 

The learned Assistant-Comptroller additionally treated as an impor- 
tant factor the likelihood of imperfect hearing by the shopkeeper due to 
surrounding noise or other causes. Even those pharmacists who did refer 
to the fact that they sometimes have noisy periods in their premises were 
only prepared to treat this as material in relation to such of their cus- 
tomers as were uncertain of their requirements. If, as the evidence appears 
to assume, SKIN BALM and SKIN BLOOM can be sold side by side, the pos- 
sibility that the customer may have to repeat her statement of require- 
“ment, assuming of course she knows what she wants,” because of some 
adventitious interruption, is no reason for the adoption of an unduly 
strict standard. 

The real question, as I myself see it, is whether the undoubted sim- 
ilarity between these two marks is such as to cause confusion or deception, 
considered in the light of the possibility of such imperfect recollection as 
is applicable on the evidence in relation to potential customers for this 
type of merchandise. The underlying idea of each mark is admittedly 
different, so that, if any supposed doubt is assumed to be resolved con- 
trary to the customer’s real intention, it will require the substitution of 
a penetrating cream conception for that of a moisturising solution or 
(vice versa) and this should provide a jolt to even the most casual, par- 
ticularly when, as here, the substance is purchased for application to the 
skin. Not one of the shopkeeper declarants appears to regard this sim- 
ilarity between these marks as sufficient to deny to both a place in his 
shop, and the fear that some of them expressed can fairly be summarised 
as deriving from incompetence or lack of experience on the part of their 
assistants should any customer be unaware of her precise requirements. 
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The Opponents’ own evidence confirms that the more youthful of their 
customers are clear as to their requirements, although some declarants 
suggest that the older women are very often vague about brand names. 

In the present case, the time interval between the date of application 
for this trade mark and the date of hearing of the opposition has allowed 
a period of upwards of two years wherein the goods of both parties have 
been sold side by side in the same shops under their respective marks, 
and a number of declarants have stated their experience of such trading. 
They all declare that their assistants and their customers have found no 
difficulty arising from this conjoint use. Such practical experience is a 
more reliable guide than the anticipatory fear of the Opponents’ declarants. 

The Assistant-Comptroller was attracted by the submission that a sim- 
ilarity between these two marks could be discerned in what was called 
their rhythmical flavour. If they possess a similar rhythm, they possess 
it in common with SKIN BALM, SKIN BLOOM or any other skin mark in which 
the word SKIN is followed by a single syllable. Their real similarity is 
that they are both sKIN marks, followed by a single syllabled word be-’ 
ginning with the consonant “D” and deception or confusion could only 
be anticipated if this was all that could reasonably be expected to be 
remembered by a woman who desired to procure a particular emollient 
for her complexion. Even then I should expect that customer to remark 
upon her uncertainty and invite the shopkeeper to assist her recollection. 
Such a possibility does not establish that genuine misunderstanding be- 
tween brand names—or rather the reasonable likelihood of it—which these 
two sections of the act are intended to avoid. 

After the fullest consideration, I find myself constrained to differ 
from the learned Assistant-Comptroller. In my judgment, the Applicants 
have discharged the onus of negativing the possibility of confusion, and 
I hold the Opponents’ objection to registration, so far as it is based upon 
s. 11 and 12 of the Act, to be unfounded. I must allow this appeal. 

(Appeal allowed. Application remitted to Registrar. Appellants to 
have costs of appeal. No order as to costs before Registrar. ) 
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NOTES FROM THE PATENT OFFICE 


By Milton E. Abramson* 


Entertainment Services—Part IIt 


There appears to be an increasing desire to register the titles 
of shows—especially radio and television shows—as marks of 
origin for entertainment services. In a previous article’ the owner- 
ship of marks used in connection with entertainment services was 
discussed. In the present article several other aspects of enter- 


tainment service marks are considered. 


Entertainment Service Defined 


There is nothing mysterious about the definition of an enter- 
tainment service classified in Class 107 in the Patent Office. The 
familiar shows? which are designed to add to our enjoyment are 
entertainment services for registration purposes. These include 
musicals, variety, sports, and others. 

Entertainment services for registration purposes do not in- 
elude parts of advertisements and television commercials. While 
advertisements and commercials may be humorous and even en- 
tertaining they essentially contain the sponsors messages which 
are not considered to be services to others within the purview of 


the Lanham Act.’ 


Describing the Service in Applications 


Due to the language in Section 45 of the Lanham Act* the 
custom arose whereby entertainment and other services rendered 
through the media of radio and television have been described in 
applications with the introductory phrase “the title of....” The 
practice is still in effect and whenever a continuing radio or tele- 








Examiner, Trademark Operation, U.S. Patent Office. Member, District of Colum- 


bia Bar. 
+ 200.30—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)—SERVICE 
MARKS. 

1. Abramson, Notes From the Patent Office, 50 TMR 1192, Dec., 1960. 

2. Not included in this article are collateral services such as presenting the per- 
formances of entertainers. 

3. Lanham Trademark Act of 1946, 60 Stat. 427, 15 U.S.C. 1050, et seq. 

4. Section 45 of the Lanham Trademark Act states in part that “The term ‘service 
mark’ . . . includes without limitation the marks, names, symbols, titles, designations, 
slogans, character names, and distinctive features of radio or other advertising used in 
commerce.” 
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vision program is known by a particular title and registration of 
the title in the Patent Office is sought, the words “the title of’ 
immediately preceding the identification of the services is required. 


Entertainment services other than those rendered through 
radio and television are described in the usual manner without the 
introductory phrase “the title of.’ It is suggested that the recita- 
tion of all entertainment services include some indication of the 
nature and character of the entertainment. If this is done it will 
be possible for the Examiner to determine immediately that the 
use of a mark, as for example crows NEsT when used in connec- 
tion with a variety show would not be likely to cause confusion 
with the use of the same mark in connection with entertainment 
services performed by a basketball team. Otherwise the descrip- 
tion of an entertainment service can be general. 


Marks Identifying Entertainment Services 


Most marks used in connection with entertainment services 
for which registration is sought are actually titles of continuing 
programs. As mentioned in the first article on this subject titles 
are used to identify entertainment services in the same manner 
that brand names identify products. The titles have been ac- 
cepted as trademarks for entertainment services and registered 
as such. 

Because of the wording in Section 45 of the Act of 1946° 
some applicants have submitted for registration names and terms 
which would be clearly unregistrable if they were used in con- 
nection with other types of services. Applicants frequently at- 
tempt to register names of characters in shows citing Section 45 
as authority therefor. Character names may be registered as 
marks identifying entertainment services if they are used as 
titles of the programs. They are not registrable as trademarks for 
entertainment services if they are not used as an indicium of 
origin of an entertainment service. Thus, the name of a char- 
acter in a show is not registrable as a service mark unless it is 
also used as the title of the program. As an example: ZorRO is 
the principal character in a continuing television program of 
entertainment entitled zorro. If the program were not entitled 
zorro the character name could not be registered as a mark of 
origin of an entertainment service. The specific wording in 





5. Note 4, supra. 





NOTES FROM THE PATENT OFFICE - 51 


Vol. 51 TMR 


Section 45 is merely an attempt by the legislative draftsmen to 
indicate their intent to include certain material—not to give pref- 
erential treatment to marks and other names and designations 


involved in entertainment services. 


Specimens to Evidence Use of Entertainment Service Marks 


Because of the nature of entertainment services most speci- 
mens furnished as evidence of use of marks in connection with 
entertainment services consist of newspaper advertisements and 
brochures. 

A frequent objection to specimens furnished by applicants to 


evidence use of entertainment service marks, at least initially, is 
that they do not clearly show use by the applicant or that others 
appear to have an interest in the mark sought to be registered. 


Often two, three and more individuals and/or firms will be set 
forth with equal prominence in advertisements furnished as speci- 
mens. For example, an advertisement may announce a program 
of entertainment called THE FLYING TIGERS and list three indi- 
viduals who perform an aerial act. When only one of the three 
named persons applies to register the mark the Examiner must 
inquire about the interest of the other two in the mark. Only 
after the applicant convinces the Examiner that he has the ex- 
elusive right to the mark will the Examiner register it. 

In addition to newspaper advertisements and brochures, ad- 
vertising bills, photographs of large billboard signs, recordings 
of spoken titles and newspaper listings in radio and television 
sections have also been accepted as evidence of use of entertain- 
ment service marks. Recently a radio script showing that the 
title has been announced to identify the entertainment has been 
accepted where the applicant alleged under oath that the script 
had been used and that it illustrates the usual use of the title to 
identify the entertainment. Obviously, a script used on a date 
subsequent to the filing of the application cannot be accepted as 
evidence of use. 


Commerce Requirement Must Be Met 


Section 45 of the Lanham Trademark Act states that 


“For the purposes of this Act a mark shall be deemed 
to be used in commerce ... (b) on services when it is used 
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or displayed in the sale or advertising of services and the 
services are rendered in commerce.” 


In the same section the word “commerce” is defined as “all 
commerce which may lawfully be regulated by Congress.” 

The mere use of the mark in advertisement which is shipped 
in interstate commerce is not sufficient to meet the commerce re- 
quirement of the quoted section; the act requires that the service, 
too, must have been rendered in commerce which may lawfully be 
regulated by Congress. 

Entertainment services rendered through the media of radio 
and television have been held to be in commerce which may be 
regulated by Congress. Other types of entertainment, e.g., vaude- 
ville and sports, are usually performed in intrastate commerce.* 
For this reason an explanation showing how the entertainment 
service is rendered in interstate commerce may be required by the 
Examiner." 


Conclusion 


The entertainment industry has several distinctive charac- 
teristics peculiar to the industry. These special considerations are 
recognized by Examiners. Generally, though, the rules governing 
marks used in connection with entertainment services are the same 
as those governing other services. 


a 





6. Ex parte The Aspen Company, 107 USPQ 239, 46 TMR 350 (Com’r, 1955) ; 
re deral Baseball Club of Baltv ore, Ine. Vv. National League of Professional Base ball 
Clubs et al., 259 U.S. 200; Toolson vy. New York Yankees, Inc. et al., 346 U.S. 356. 

7. See Abramson, Interstate Commerce Problems in Applications to Register Ser- 


vice Marks, 41 JPOS 325, 339, 
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Trademark Statistics 


Cumulative 
January—Decembe) 
1960 1959 


Applications filed 22,781 23,147 
Registrations issued 
Principal Register ..... 7,67: 17,949 


Supplemental Register 767 


WEE spices 18,716 


Renewals erg oe. erear o a 3,93: 3,272 


See. 12(¢), publications .... pases 475 455 
See. 8, affidavits filed ' ‘ 12,961 12,069 
See. 8, cancellations OA et. 5,107 5.033 


Cancellations, other ....... Si 178 208 


EDITOR’S NOTE 


The United States Trademark Association periodically publishes 
articles furnished by others on the subject of the proper use of 
trademarks in the United States and the loss thereof by improper 
use. Several trademarks whose rights have been lost in the United 
States have been cited by way of example. In some instances 
reference was made to the word aspirin as an example of the loss 
of a trademark in this country. We are informed that many of 
the trademarks discussed in this connection, including the word 
ASPIRIN, which belongs to Farbenfabriken Bayer Leverkusen in 
Germany, are still valid trademarks in many countries and such 
references as have been made are applicable to the United States 


and in no way intend to detract from the value of these marks 


as trademarks in any other country. 








o4 THE TRADEMARK REPORTER 


Vol. 51 TMR 





LIST OF OTHER ARTICLES* 


ARTICLES 


Colombia. 
Unfair Competition. Law No. 155. Effective December 24, 1959—Articles 10-19 
telating to Unfair Competition. (Patent and Trade Mark Review, Vol. 59, No. 4, 
pp. 88-90. ) 
Trademarks. Law No. 2 of August 6, 1960. (Patent and Trade Mark Review, Vol. 
59, No. 4, p. 97.) 


Davis, Jr., Chester L. 


Protection of Fabric Designs. (The Patent, Trademark, and Copyright Journal of 
Research and Education, Vol. 4, No. 3, Fall, 1960, pp. 276-287.) 


Kerson, D. L. A. 


Sequel Rights in the Law of Literary Property. (California Law Review, Vol. 48, 
No. 4, October, 1960, pp. 685-696. 


Lebanon. 


Trademarks. Decree of July 7, 1960. Relating to Order No. 83/A/57 concerning 
the Use of Trademarks on Goods Sold in Lebanon. (Patent and Trade Mark Re 
view, Vol. 59, No. 3, December, 1960, pp. 65-66. 


Malaya, Federation of. 
Preparing Shipments to. (World Trade Information Service, Operations Reports, 


Part 2. Dept. of Commerce, Bureau of Foreign Commerce. No. 60-68.) 


Mozambique. 


Licensing and Exchange Controls. (World Trade Information Service, Operations 
Reports, Part 2. Dept. of Commerce, Bureau of Foreign Commerce. No. 60-66.) 


Peru. 
Patents and Trademarks. Chapter VI of Industrial Promotion Law No. 13270 of 
November 30, 1959. Effective December 1, 1959. (Patent and Trade Mark Review, 
Vol. 59, No. 2, November, 1960, pp. 23-31. 


Tags. 
Semple, H. C.—How to Buy Just the Kind of Tag You Need. (Advertising Re 
quirements, January, 1961, pp. 89-92.) 
Tag Manufacturers Institute gives advice on legal requirements, design and copy 
for product tags. 


Trademarks. 
International Model Law on Trademarks, Trade Names and Unfair Competition. 
Resolution adopted by the Council of the International Chamber of Commerce 
(November, 1959). Standard Provisions and Commentary of the Commission on 
International Protection of Industrial Property. Pp. 23. Price: 60¢ a copy. 


BOOK NOTICE 
Gitlin, Paul and William Redin Woodward. 


Tax Aspects of Patents, Copyrights and Trademarks. Practising Law Institute. 
20 Vesey Street, New York 7, New York. Pp. 77. Price: $2.50. 
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FRY, doing business as VENE D. FRY COMPANY v. 


LAYNE-WESTERN COMPANY 
No. 16371 —C. A. 8 — August 9, 1960 — 126 USPQ 423 
500.16—COURTS—BASIS OF RELIEF—COMMON LAW MARKS 
500.17—COURTS—BASIS OF RELIEF—CONCURRENT USE 
500.32b—COURTS—BASIS OF RELIEF—NAMES—CORPORATE AND TRADE 
NAMES 
500.36—COURTS—BASIS OF RELIEF—RELATED COMPANY USE 
Territorial licensee possesses sufficient interest in trademark and trade name to 
be proper party in action for unfair competition in licensed territory; licensor is 
neither indispensable nor necessary party although his absence as party may limit 
range of court’s decision. 
500.76a—COURTS—PLEADING AND PRACTICE—DEFENSES—IN GENERAL 
In action for unfair competition by territorial licensee of trademark and trade 
name, defendant, a subsequent user, may rely upon prior rights of those in privity 
with itself (or with plaintiff) provided that plaintiff had knowledge of such rights. 


Action by Layne-Western Company v. Vene D. Fry, doing business 
as Vene D. Fry Company, for unfair competition. Defendant appeals from 
District Court for Western District of Missouri from judgment for plaintiff. 
Reversed. 

Case below reported at 49 TMR 1290. 

See also 50 TMR 934. 


George T. Morton, Jr., and Watson, Ess, Marshall & Enggas, of Kansas 
City, Missouri, for appellant. 
C. E. Lombardi, Jr., of Kansas City, Missouri, for appellee. 


Before SANBORN, VAN OOSTERHOUT, and MATTHEs, Circuit Judges. 


VAN OOSTERHOUT, Circuit Judge. 

Defendant Fry has appealed from final judgment determining that he 
is engaged in unfair competition with the plaintiff Layne-Western Com- 
pany in the sale of vertical turbine pumps in plaintiff’s sales area, and 
granting an injunction against the defendant substantially in accordance 
with the prayer of the plaintiff’s complaint. 

On June 23, 1960, we filed per curiam opinion, 126 USPQ 30 (50 TMR 
934), noting that jurisdiction in this case, if it exists, must be based on 
diversity of citizenship. We found nothing in the record to support di- 
versity citizenship. Pursuant to leave granted, the parties have now 
jointly filed stipulation supplementing the printed record which includes 


a certified copy of petition for removal of this action to federal court. 


vo 
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Jurisdiction based upon diversity of citizenship and the requisite amount 
has now been satisfactorily established. 

Inasmuch as the trial court, in its opinion reported in 174 F.Supp. 
621, 122 USPQ 596 (49 TMR 1290), has set out the pertinent facts in 
considerable detail, and has set out the issues and its views thereon, we 
shall try to limit our discussion of the facts to those essential to the 
decision of this case. 

Plaintiff is a Delaware corporation, organized in 1924. It is an 
affiliate’ of Layne & Bowler, Incorporated, of Memphis, Tennessee, herein- 
after usually called the Memphis company. It has the exclusive right to 
sell the Memphis company’s pumps in an eight state area. Such rights as 
to Missouri, Kansas, Nebraska, Oklahoma and Colorado were acquired in 
1924, as to Illinois and Iowa in 1936, and as to Wyoming in 1953. 

In September, 1955, defendant. a licensed engineer, became a manu- 
facturer’s representative at Kansas City, Missouri, for Layne & Bowler 
Pump Company. a California corporation of Los Angeles, California, 
hereinafter called the California company. Defendant’s territory covered 
western Missouri and part of Kansas. Defendant also represented other 
manufacturers in other lines not here involved. After 1955 he devoted 
part of his time to the sale of the California company’s products in his 
assigned territory. 

Both the Memphis company and the California company manufacture 
vertical turbine pumps. The pumps are used principally for municipal 
water supply, for various industrial purposes not limited to the pumping 
of water, and for irrigation. Pumps are usually built to specification and 
eost from $1,000 to $100,000 each. Frequently, but not always, purchasers 
secure the advice of a consulting engineer before buying the pump. 

Mahlon Layne, the inventor of the pump manufactured by both the 
Memphis and the California companies, and P. D. Bowler organized the 
predecessors of the Memphis and the California companies. Layne & 
Bowler Company, a Texas corporation, now Layne & Bowler Incorporated 
(the Memphis company) was incorporated in 1907. Layne & Bowler 
Corporation, now Layne & Bowler Pump Company (the California com- 
pany) was incorporated in 1912. By 1916 Layne has acquired a majority 
of the stock in both corporations. Joint ownership and control of the 
corporations continued until 1923 when Layne gave most of his stock 
in the Memphis corporation to his sons, thus ending the common ownership 
of the two corporations. In 1927, a controlling interest in the California 
corporation was given by Layne to the Layne Foundation, a philanthropic 
organization. The Layne Foundation in 1947 sold the controlling stock in 
the California corporation to individuals unrelated to the Layne family. 


1. No affiliation contract is in evidence and there is no evidence setting out the 


} 


+ 


precise terms or duration of the affiliation agreement. It appears, however, to be un- 
disputed that the plaintiff has the exclusive right to sell the Memphis company’s pumps 
in the eight state area. 
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Plaintiff’s cause of action is based upon unfair competition. Plaintiff 
claims to be entitled throughout the eight state area where it does business 
to the good will attaching to its corporate name and to the names LAYNE, 
LAYNE & BOWLER and LAYNE & BOWLER, INCORPORATED, Which good will is 
alleged to have been created by the plaintiff since its organization in 1924, 


both by advertising and by doing business as a distributor of Layne pumps. 

Plaintiff claims that defendant’s sale of pumps under the name of 
Layne & Bowler Pump Company and the distribution of advertising 
literature using the names LAYNE and LAYNE & BOWLER and the corporate 
name Layne & Bowler Pump Company, deceives plaintiff’s customers and 
enables defendant to avail himself of plaintiff’s good will, reputation and 
business. 

While defendant admits that he has used the name Layne & Bowler 
Pump Company in soliciting sales of pumps for the California company, 
he denied that he has circulated any advertising literature or has other- 
wise used the names LAYNE and LAYNE & BOWLER in connection with the 
sale of pumps except as part of his manufacturer’s full corporate name 
or its trademark, LAYNE & BOWLER VERTI-LINE pumps. Defendant also 
asserts as a defense that the California corporation was organized in 1912 
and that it was engaged in the manufacture and selling of vertical tur- 
bine pumps long prior to the time when plaintiff was organized and com 
menced business. 

No issue of patent or trademark infringement is presented by this 
ease. The featured word in the Memphis company’s trademark is the 
word LAYNE. The featured word in the California company’s trademark 
is the word VERTI-LINE. The full corporate name and address of each 
company does appear upon the pumps it manufactures. 

The right of both companies to use the Layne patents is unquestioned. 

The primary question presented by this appeal is the right of de- 
fendant to use the corporate name of the California company in connection 
with the sale of its pumps in the eight state territory occupied by the 
plaintiff. It is undisputed that the plaintiff has established a profitable 
business which has a good reputation and an established good will in its 
eight state area. Plaintiff has at all times used the word LAYNE and at 
times the words LAYNE & BOWLER as well as its own corporate name in 
connection with its extensive promotion advertising and sale of the pumps 
of the Memphis company. 

The California company has from its inception up to 1955 used the 
words LAYNE & BOWLER as a trademark for its pumps and as a trade name 
for itself. In 1955 it registered the coined word VERTI-LINE as a trademark 
and since that time has called its products VERTI-LINE pumps or LAYNE & 
BOWLER VERTI-LINE pumps. It has featured the trademark vEeRTI-LINE, which 
is set out in large letters. The LAYNE & BOWLER name and the California 
company’s address appear less prominently upon its pumps and in its 


advertising material. 
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Because of the rather complicated nature of the product and the 
necessity of making certain that the pump sold is suited for its intended 
purpose, most sales made by both parties to this action are made by per- 
sonal contact with the potential users and frequently with their consulting 
engineers. The defendant has explained to the prospective purchasers 
and engineering firms interviewed the lack of any connection between 
the Memphis and the California companies. Plaintiff has made similar 
explanation to its customers. Both the Memphis and the California com- 
panies have also taken all reasonable steps to publicize the fact that 
they are separate corporations. The trial court expressly found: “There 
is no evidence of deliberate ‘palming off’, or any attempts in that direction; 
and no evidence of other deliberate unethical business practices.” 

Before passing to the merits of the case, we pause to consider de- 
fendant’s contention that it is entitled to a dismissal upon the basis that 
plaintiff is not the real party in interest; that plaintiff has no proprietary 
interest in the Memphis company’s trademark or trade name, and that 
consequently the Memphis company is an indispensable party. This issue 
was presented to the trial court by defendant’s motion to dismiss. We 
believe that the trial court properly refused to dismiss the action upon 
this ground. 

It must be conceded that plaintiff has not proved any ownership in 
the Memphis company’s trademark or trade name. Plaintiff has only 
established a right derived from the Memphis company to use such names. 
The basis of the plaintiff’s action is unfair competition, not for infringe- 
ment of a trademark or trade name. In Shaver v. Heller, 8 Cir., 108 F. 
821, at 826, this court specifically recognized that in an unfair competition 
“ase “no proprietary interest in the words, names, or means by which the 
fraud is perpetrated is requisite to maintain a suit to enjoin it. It is 
sufficient that the complainant is entitled to the custom—the good will— 
of a business, and that this good will is injured, or is about to be injured, 
by the palming off of the goods of another as his.” 

In G. H. Mumm Champagne v. Eastern Wine Corp., 2 Cir., 142 F.2d 
499, 61 USPQ 337 (34 TMR 196), the court held that a plaintiff who had 
exclusive sale rights to sell a French champagne, had sufficient interest 
to bring an unfair competition action on its own behalf, the court stating, 
at page 502, 61 USPQ at 340 (34 TMR at 199): 

“The French company is not an ‘indispensable’ party; the Dela- 
ware company speaks in its own interest, which is quite separate. It 
has a monopoly of the sale of MUMM’s champagne in the eastern part 
of the United States, which substitutions of the defendant’s wine will 
directly invade. Sales effected by such substitutions are sales of which 
it is deprived ; and that is the only interest which ever, or substan- 
tially ever, supports such actions.” 


To the same effect, see Nims, Unfair Competition, (4th ed.) §§ 10 and 11. 
We are satisfied that the plaintiff is entitled to bring this action to 
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protect its own good will in its trade territory against unfair competition. 

The Memphis corporation is not an indispensable party to this action. 
Although the absence of the California and Memphis companies as 

parties does not deprive the court of jurisdiction, the fact that they are 

not before the court must be given some consideration. In Hanover Milling 

Co. V. Metcalf, 240 U.S. 403, 411 (6 TMR 149, 155), the court observed: 

“In view of possible consequences to the rights of parties not 

before the court, it is desirable to limit the range of our decision as 
much as practicable, especially as the proofs now before us are incom- 
plete and in some respects unsatisfactory.” 


We deem the foregoing admonition particularly applicable to the peculiar 
facts of this case. 

The California corporation was created in 1912. Layne & Bowler has 
been a part of its corporate name ever since. Plaintiff did not come into 
existence until 1924. We find nothing in the record to indicate that either 
the Memphis company or the California company has challenged the right 
of the other to use its own corporate name. Each company has for years 
advertised its pumps in trade publications and national magazines, and 
has distributed catalogues and other literature. There is little, if any- 
thing, in the record to show the geographic trade area served by each 
company prior to the separation of common ownership in 1923. Addi- 
tional evidence will be further discussed hereinafter. 

The common-law remedy for relief from unfair competition has fre- 
quently been recognized and applied. The remedy is a flexible one. Courts 


have expanded its use to meet varying circumstances. While courts have 


not been in full agreement as to the maximum scope of the remedy, the 
law stated by the trial court, as follows: 
“The right of a business to protect its reputation and good will from 
unfair competition in the community in which it lives by the competi- 
tive use of a confusingly similar name is an established principle 
of law.” (174 F.Supp. 621, 626, 122 USPQ 596, 600 (49 TMR 1290, 
1296).) 


is well established by all authorities. The important words in the quota- 
tion just set out are the words “unfair competition.” 

An unfair competition action is a tort action. To recover, plaintiff 
must establish that the defendant has committed some wrongful act. The 
law does not prohibit competition—it protects against unfair competition. 
If the California company has the right in plaintiff’s area to use its cor- 
porate name to identify it as the manufacturer of its pumps, then its 
use of such name under the circumstances of the present case cannot be 
considered unfair. The right of the California company to use the LAYNE 
& BOWLER name in the western territory is conceded by the trial court, 
as evidenced by the following statement, 122 USPQ at 601 (49 TMR 
at 1297) : 
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“Concededly, in its own trade territory, the Los Angeles corpora- 
tion would have the right to use any of the words or names defendant 
is now using.” 


The court then goes on to say: 


“Defendant, being subsequent in time in the territory mentioned, 
[plaintiff’s eight state territory] is not entitled to use these terms or 
names because to do so would cause its goods and products to be 
known in the market of those states as those of plaintiff.” 


The court appears to base the conclusion just stated largely upon the fol- 

lowing reasoning, 122 USPQ at 601 (49 TMR at 1297): 
“Here two companies once associated in a degree, agreed among them- 
selves (with doubtful legality) on a voluntary division of territory. 
That division of territory was respected, and plaintiff acquired sub- 
stantial rights in the protection of its business. Under those cireum- 
stances, when one company comes into the territory of the other and 
proceeds to compete with the other or with a company affiliated with 
it, we are justified in concluding that deception will be the probable 
result of defendant’s act, and that is sufficient to establish a case of 
unfair competition. See Standard Oil Company of New Mexico v. 
Standard Oil Company of California, 10 Cir., 1932, 56 F.2d 973, 13 
USPQ 76 (22 TMR 363) ; Standard Oil Company of Maine v. Standard 
Oil Co. of New York, 1 Cir., 1930, 45 F.2d 309, 7 USPQ 288 (21 TMR 
107), Standard Oil Company v. Michie, D.C.K.D. Mo. 1929, 34 F.2d 
802, 2 USPQ 232 (19 TMR 361).” 


From the foregoing quotations it would appear that the trial court at least 
placed considerable reliance upon the 1923 territorial agreement between 
the California and the Memphis companies in reaching its conclusion that 
plaintiff had prior rights to the LAYNE & BOWLER name in its eight state 
territory. 

The agreement limiting competition is not in evidence. The only in- 
formation we have relating to it is found in that part of the stipulation 
of the parties reading: 


“7. In 1923, Layne turned over 90% of his stock in Layne & 
Bowler Company (he owned all of that corporation’s stock) to his 
three sons, Lloyd, Leslie and Ollyn. Contracts entered into in August, 
1923, between Layne, his three sons, Layne & Bowler Corporation 
and Layne & Bowler Company contained provisions which, among 
other things, allocated territory between the two corporations and pro- 
vided for cross-licensing of existing and future patents held or ob- 
tained by any of the parties or their employees. The territory allocated 
to Layne & Bowler Corporation, of which Layne remained the prin- 
cipal owner, consisted of the six western states, California, Oregon, 
Washington, Nevada, Arizona and Utah. The remainder of the United 
States was allocated to Layne & Bowler Company. Prior to the 1923 
agreements, Layne & Bowler Corporation had made some sales of 
vertical turbine pumps outside the territory assigned it by those agree- 
ments, including, in 1916, two sales in the State of Missouri and one 
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sale in the State of Kansas and, in 1917, another sale in the State of 
Kansas.” 


“12. As a result of the contracts executed in August, 1923, with 
respect to cross-licensing of patents, division of territory, ete., the 
pump manutacturing business at Memphis and the pump manufac- 
turing business at Los Angeles were bound not to compete, by 
being confined to their respective territories, and in general these 
agreements were observed until 1948. Although it was not clear 
from the agreements themselves that 1948 was to be their ex- 
piration date, the parties to the agreements thereafter treated them 
as having terminated at the end of a twenty-five year period.” 


[t would appear from the stipulation as a whole that the territorial 
arrangement was effective only for a twenty-five year period terminating 
in 1948 and that neither the Memphis company nor the California com- 
pany any longer considers itself bound by such agreement. There is evi- 
dence that each company is now operating in territory allotted by 
agreement to the other company. 

The interpretation of a contract presents a legal problem. Without 
the benefit of the text of the contract or a fair summary of all of its terms, 
we are not in a position to say that either company, by virtue of the 
territory agreement, has permanently lost or abandoned any territorial 
rights which it might have previously acquired. 

The court erred as a matter of law upon the record before us in 
basing any priority on the right to use the LAYNE & BOWLER name in plain- 
tiff’s territory upon such agreement. 

We shall now consider whether, aside from the territorial agreement, 
any sound factual basis exists for affirming the trial court’s judgment. 

Many of the principles relating to the law of unfair competition are 
set out in Hanover Milling Co. v. Metcalf, 240 U.S. 403 (6 TMR 149), 
and United Drug Co. v. Rectanus Co., 248 U.S. 90 (9 TMR 1). In the 
United Drug case, pages 97 and 98, the court states (9 TMR at 6, 7): 


“The law of trademarks is but a part of the broader law of unfair 
competition; the right to a particular mark grows out of its use, not 
its mere adoption; its function is simply to designate the goods as the 
product of a particular trader and to protect his good will against 
the sale of another’s product as his; and it is not the subject of prop- 
erty except in connection with an existing business. * * * 

“And the expression, sometimes met with, that a trademark right 
is not limited in its enjoyment by territorial bounds, is true only in 
the sense that wherever the trade goes, attended by the use of the 
mark, the right of the trader to be protected against the sale by 
others of their wares in the place of his wares will be sustained.” 


In the two eases last cited, the Supreme Court found that the trade 
of the first user of the name or mark had not extended to the territory 
as to which the injunction was sought, and that an innocent party, without 
knowledge of prior use of the marks, had adopted identical marks in good 
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faith and developed good will based thereon. The right of the innocent 
user and developer of the mark in a remote territory not occupied by 
the creator of the mark was protected in the territory which he first oecu- 
pied and developed. Nims, Unfair Competition & Trademarks—(4th ed.) 
at § 218b, discusses the Supreme Court cases just cited and states, at page 
646, “The Hanover and Rectanus decisions held no more than that the prior 
user of a trademark may not interfere with its use in separate and remote 
territory by one who appropriated it in good faith without knowledge of 
its earlier use.” Such appears to be a proper analysis of the cases. 

In Dawn Donut Co. v. Hart’s Food Stores, Inc., 2 Cir., 267 F.2d 358, 
121 USPQ 4380 (49 TMR 631), the court interprets the Hanover and 
Rectanus decisions as holding that the first party to adopt a trade name 
in an area without knowledge of its prior registration or use can gain a 
right to exploit the mark exclusively in that market. The court then 
goes on to hold that the Lanham Act affords constructive notice of the 
registration of the mark and that by reason thereof the subsequent user 
of the mark cannot establish that he adopted the mark in good faith. 
The ease just discussed is not directly applicable in our present case, as 
we are here concerned with a trade name, not a registered trademark. 
However, actual notice in a trade name situation would serve the same 
purpose as constructive notice in the trademark situation. 

A careful examination of the record in this case reveals that there is 
undisputed although incomplete evidence as to sales made by the Cali- 
fornia company in Missouri and Kansas in 1916 and 1917. Whether any 
other sales were made in any of the plaintiff’s trade territory before or 
since does not affirmatively appear. The stipulation on its face does not 
purport to cover all sales made in the territory claimed by plaintiff. The 
stipulation merely states that the recited sales were included in the sales 
made by the California company in such territory. 

Plaintiff on its letterheads from the time of its origin to 1951 included 
the following: 

“Factories 
Memphis, Tenn. 
Houston, Texas 
Los Angeles, Cal. 

Branches and Representatives 
Throughout the Country.” 


Plaintiff does not seriously contradict defendant’s claim that the reference 
to the Los Angeles factory on the letterhead is a reference to the California 
company. The Memphis company has never had a factory in California. 
A logical and seemingly inescapable inference must be drawn from plain- 
tiff’s listing the Los Angeles factory on its letterhead that plaintiff had 
full knowledge of the Los Angeles factory as a manufacturer of LAYNE 


AND BOWLER pumps. 
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We are convinced that the plaintiff has not established within the 
meaning of the Hanover and Rectanus cases that the plaintiff was without 
knowledge of the prior use of the LAYNE & BOWLER name by the California 
company at the time it developed such name in its trade territory, and 
that plaintiff did not qualify as an innocent user and developer of the 
name. While the trial court by way of conclusion states that the plaintiff 
was the first to occupy its territory, the court’s opinion which constitutes 
the trial court’s findings of fact and conclusions of law, does not reflect 
that the court gave consideration to the substantial evidence of prior use 
of the LANE & BOWLER name by the California company. Obviously plaintiff 
entered and developed its trade territory long before the defendant Fry 
entered the field. However, if the California company has a right to use 
its name in the disputed territory equal or superior to that of the plaintiff, 
defendant as its representative would have a similar right. 

Plaintiff in this action bases its,rights only upon its own development 
of good will in its territory. No basis for any derivative rights based 
upon any possible superior right that the Memphis company might have 
over the California company is pleaded or proven. We cannot say upon 
the present record that there is any real conflict between the Memphis 
company and the California company as to the right to use the LAYNE & 
BOWLER hame upon a national basis. 

We have been unable to find any case factually approaching our 
present case. The trial court cited and relied upon various Standard Oil 
eases, which are set out in the quotation from the trial court’s opinion 
hereinabove. The closest case is Esso, Inc. v. Standard Oil Co., 8 Cir., 98 
F.2d 1, 38 USPQ 295 (28 TMR 386). Our holding that Esso was properly 
enjoined from using the name gsso in the territory of the Standard Oil 
Company of Indiana appears to be based largely upon the following 
statement : 

“When these companies were operating prior to the decree of 
dissolution, they were operating in different territories and had their 
own good will built up from such operation. Thus, in the decision 
of the Supreme Court in Standard Oil Company of New Jersey v. 
United States, 221 U.S. 1, at page 77, 31 S.Ct. 502, at page 522, 55 
L.Ed. 619, 34 L.R.A., N.S, 834, Ann Cas. 1912D, 734, we find it said 
that, ‘* * * the country was divided into districts and the trade in 
each district in oil was turned over to a designated corporation within 
the combination, and all others were excluded * * *.’ There was no 
right of good will established in this territory by the New Jersey 
Company. There was no good will owned in common, but a separate 
good will appertaining to the separate business as carried on by the 
various companies in their allotted territory.” 98 F.2d 1, 7, 38 USPQ 


295, 300 (28 TMR at 396). 


An important factual distinction between the Esso case and our pres- 
ent case is that in Esso the court found that, as part of the Standard Oil 


plan of operation, provision was made that the territory in dispute had 
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been allocated to Standard Oil Co. of Indiana and that all other corpora- 
tions formerly related were excluded from operating in the territory. 
Such territorial determinations were undoubtedly intended to be perma- 
nent. In contrast, in our present case the territorial restrictive agreement 
was to be effective for a limited time only. In Esso there is also the finding, 
doubtless based on substantial evidence that no right of good will had 
been established in the disputed territory by Esso. In our present case 
there is undisputed evidence of prior sales by the California company 
in the disputed territory. 

The other Standard Oil cases cited are all clearly distinguishable. In 
each of such cases, a neweomer invading the territory was enjoined from 
competing unfairly. Plaintiff in each instance was the first to use the 
name in controversy in the territory in dispute, and the newcomer was 
seeking to profit by plaintiff’s established good will. 

Upon the basis of the law heretofore stated, and the evidence before 
us, we hold that the trial court committed an error of law in determining 
that the territorial agreement effective for a limited period in any way 
detracted from any right the California company or the defendant as its 
representative had previously acquired to use its corporate name in plain- 
tiff’s territory to describe it as the manufacturer of VERTI-LINE pumps; 
that a finding that plaintiff’s rights in its eight state territory to use the 
LAYNE & BOWLER name are superior to the right of the California company 
to use such name is not supported by substantial evidence; and that plaintiff 
is not an innocent user of the LAYNE & BOWLER name in its territory within 
the meaning of the Hanover and Rectanus decisions. We completely agree 
with the trial court’s determination that the defendant and the California 
company did all that they reasonably could to avoid confusion in names. 
Substantial evidence is wholly wanting to support any conclusion that 
the defendant committed any unfair, illegal, or wrongful act. The court 
therefore erred in granting the injunction. 

Defendant has made a strong argument in support of his contention 
that the trial court’s finding of likelihood of confusion is not supported 
by substantial evidence. Since we have determined that defendant has 
committed no unfair or unlawful act in using his manufacturer’s name 
as he did, we do not reach or decide defendant’s contention upon this issue. 

The judgment is reversed and the injunction issued is vacated and 


set aside. 
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LINCOLN LABORATORIES, INC. v. SAVAGE LABORATORIES, INC. 
No. 2220—D. C., Delaware — October 18, 1960 -— 127 USPQ 181 


500.7—COURTS—PLEADING AND PRACTICE 

Defendant moved for more definite statement under Fed. R. Civ. P. 12 (e). 
Court denied the following four requests of defendant holding they were proper 
subject for discovery proceedings and information sought was not necessary to frame 
a responsive pleading. 

1. Identification (as by brand name or composition) of each of the “products” 
alleged (in paragraph 17 of Complaint) to have been diverted, copied or appro 
priated. 

2. Identification of each item of allegedly “secret and confidential informa 
tion” charged (in paragraph 17 of Complaint) to have been diverted, copied or 
appropriated. 

3. Identification of each of the “promotion and sales techniques” alleged (in 
paragraph 17 of Complaint) to have been diverted, copied or appropriated. 
4. Identification of the overt acts of Defendant charged (in paragraph 17 of 
Complaint) as “diverting, copying, and/or otherwise improperly or unfairly appro- 
= 


priating * * * business good will created by Plaintiff * 


The Court granted defendant’s request for the identif 


plaintiff’s trade names and trademarks al 


} 


leged in the complaint to have been copied 


by defendant holding defendant should not be required to guess which of plaintiff’s 


60 trademarks he is supposed to have infringed. This was a proper request under 


Fed. R. Civ. P. 12(e) for a more definite statement. 

Action by Lincoln Laboratories, Inc. v. Savage Laboratories, Inc., for 
patent and trademark infringement and unfair competition. Defendant 
moves for a more definite statement. Motion granted in part and denied 
in part. 


Edmund D. Lyons and Morris, James, Hitchens & Williams, both of Wilm- 
ington, Delaware (Cromwell, Greist & Warden, of Chicago, Illinois, 
of counsel) for plaintiff. 

Carl W. Mortenson, of Wilmington, Delaware (William L. Mathis, Swecker 
& Mathis, Fred C. Philpitt, and Estabrook & Philpitt, all of Washing- 
ton, D.C., of counsel) for defendant. 


LEAHY, District Judge. 

Lincoln Laboratories, Ine. sues Savage Laboratories, Inc. for patent 
infringement, trademark infringement, and unfair competition. Defendant 
moves for a more definite statement under Federal Rule of Civil Procedure 
12(e), 28 U.S.C.A. following § 2072. 

The trial court has discretion to grant or deny a motion for a more 
definite statement under Rule 12(e) where the pleadings are so vague or 
ambiguous that a party cannot reasonably be required to frame a re- 
sponsive pleading.’ The teaching of pleading embodied in the Federal 


Rules dictates the elimination of all pleading devices which simply permit 


2 Moore’s Federal Practice, 2d Ed. (1948) Par. 12.18, p. 2303. 
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strategic maneuvering by counsel.? Since the 12(e) motion is prone for 
implementation of barristerial shadow boxing, its exercise should be cast 
in the mold of strictest necessity. This view is supported by the rule’s 
legislative history® and the mandate of Rules 1, 8a and 84.* It is not the 
function of 12(e) to provide greater particularization of information al- 
leged in the complaint or which presents a proper subject for discovery. 
Where the information sought is not necessary to frame a responsive 
pleading, which might be a general denial or a disclaimer of knowledge 
of the alleged facts, a 12(e) motion should not be granted.° 


1. It follows that defendant’s requests numbered 1 through 4 are 
denied.* They are proper subjects for discovery proceedings. Under Item 
2, for example, only under Rule 30 may the court best provide for a 
sufficient protective order for the disclosure of “secret and confidential 
information.” 
defendant may have a defense of laches or res judicata, the court may 


If, after utilization of the discovery procedures, it appears 


allow it to assert such defense (i.e., in an amendment to its answer) under 
the liberal amendment provisions of Rule 15. 


2. Item 5 of defendant’s motion requests identification of each of 
the plaintiff’s trade names and trademarks alleged to have been copied by 
the defendant.’ This is a request proper under a 12(e) motion. Under the 





2. 7 F.R.D. 449, The New Spirit In Federal Court Procedure, Goodman (1948) ; 
8 F.R.D. 497, p. 500, Experience Under The Amendments of the Federal Rules of Civil 
Procedure, Clark (1949); 2 Moore’s Federal Practice, 2d Ed. (1948) Par. 12.17, pp. 
2278-2293. 

3. 5 F.R.D. 433, 444, Advisory Committee Report (1946) ; 2 Moore’s Federal Prac- 
tice, 2d Ed. (1948) Par. 12.17, p. 2292. 

4. Rule 1—** * * They shall be construed to secure the just, speedy, and inexpen- 
sive determination of every action.” 

Rule 8(a)—‘A pleading which sets forth a claim, counterclaim, cross-claim, or 
third-party claim, shall contain (1) a short and plain statement of the grounds upon 
which the court’s jurisdiction depends * * * (2) a short plain statement of the claim 
showing that the pleader is entitled to relief, and (3) a demand for judgment for relief 
to which he deems himself entitled. * * * ” 

Rule 84—‘The forms contained in the Appendix of Forms are sufficient under the 
rules and are intended to indicate the simplicity and brevity of statement which the 
rules contemplate.” 

5. Etablissements Neyrpic v. Elmer C. Gardner, Inc., 8. D. Tex., 175 F.Supp. 355, 
358, 122 USPQ 493, 494. 

6. Defendant’s requests 1 through 4 are: 

“1, Identification (as by brand name or composition) of each of the ‘products’ 
alleged (in paragraph 17 of Complaint) to have been diverted, copied or appro- 
priated. 

2. Identification of each item of allegedly ‘secret and confidential information’ 
charged (in paragraph 17 of Complaint) to have been diverted, copied or appro- 
priated. 

3. Identification of each of the ‘promotion and sales techniques’ alleged (in 
paragraph 17 of Complaint) to have been diverted, copied or appropriated. 

4. Identification of the overt acts of Defendant charged (in paragraph 17 of 
Complaint) as ‘diverting, copying and/or otherwise improperly or unfairly appro- 
priating * * * business good will created by Plaintiff * or 


7. Item 5 of Defendant’s motion requests: 
“5. Identification of each of Plaintiff’s trade names and trademarks alleged to 
have been copied by Defendant.” 
I ) 
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general complaint allegations it is necessary for defendant, in the instant 
ease, to be informed of the specific trade names and trademarks which 
are claimed to have been infringed, in order for defendant to make a 
responsive pleading. Defendant should not be required to guess which 
of the plaintiff’s 60 trademarks he is supposed to be infringing when it 
would be a simple matter for the plaintiff to specify his pleadings in 
this respect. Without proper information of the specific trademarks or 
trade names infringed, the defendant cannot, in good faith, answer the 
plaintiff’s allegation with a general denial. The problem facing defendant 
is analogous to the patent infringement case in which a multiplicity of 
claims are alleged to have been infringed but the specific claims are not 
designated by the complaint. Courts in that instance have readily granted 
defendant’s motion for a more definite statement.* It may be argued 
that such information is evidence which is the proper subject for dis- 
eovery. To this contention it may be answered that the mere fact evidence 
will be elicited is not a bar to a 12(e) motion. Defendant at this point 


in the litigation does not seek evidence. Defendant wants, rather, the 


specific marks he is charged with purloining. Item 5 of defendant’s motion 


should, therefore, be granted. 
Submit order. 





8. J. D. Ferry Co. v. Macbeth Engineering Corp., D.C.M.D. Pa., 11 F.R.D. 75, 89 
USPQ 137; Marvel Slide Fastener Corp. v. Klozo Fastener Corp., 8.D.N.Y., 80 F.Supp. 
366, 79 USPQ 172. 








68 THE TRADEMARK REPORTER 


Vol. 51 TMR 


ARMCO STEEL CORPORATION v. WATSON, COMR. PATS. 
No. 104-59—D. C., D. C.— November 14, 1960 —127 USPQ 415 


200.21—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
GRADE MARKS AND STYLE MARKS 
200.33—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
SYMBOLS 
The District Court reversed Patent Office rejections of applications to register 
17-4PH and 17-7pH to designate particular brands of stainless steel. The Patent 
Office had held that these marks identified the grade of the products rather than 
the particular goods of plaintiff. 
200.29—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE) 
SECONDARY MEANING MARKS 
200.91—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE 
(EX PARTE)—EVIDENCE 
The District Court in reversing the Patent Office refusal to register 17-4PH 





and 17-7PH to designate particular brands of stainless steel found that the marks 
had acquired a secondary meaning based on the following evidence: 1. use of the 
terms since about 1949; 2. all applicant’s catalogs, brochures and other pamphlets 


4 


used the trademarks to designate the goods; 3. over $500,000 had been spent during 
the past ten years to advertise the products under these trademarks; 4. sales of 
applicant amounted to about $5,000,000 last year; 5. a number of representatives 
of purchasers were called as witnesses, each of whom testified that these marks 
were known in the trade as denoting applicant’s goods and are associated in the 
minds of the consuming public; 6. specifications prepared by purchasers use these 
marks to signify applicant; 7. orders received from customers referred to these 
trademarks; 8. applicant had licensed a number of foundries to make castings and 
ingots purchased from applicant, under applicant’s patents and trademarks; 9. edi- 
tors of two principal trade journals testified that the trademarks were known in the 
goods and were not associated in the mind of the 


= 


trade as denoting applicant’s 
public with any other product, and when anyone in the trade sees these trademarks 
they refer to applicant’s products. 
230.4—EX PARTE APPEALS—DISTRICT COURT 
In respect to actions of some other administrative agencies (other than the 
Patent Office), the District Court and Court of Appeals are empowered to remit the 
ease to the agency for consideration of new evidence. This may not be done in cases 


relating to patents and trademarks, 


Action under 35 U.S.C. 145 by Armco Steel Corporation (trademark 
applications, Serial Nos. 16,087 and 16,088, filed September 21, 1956) v. 
Robert C. Watson, Commissioner of Patents. Judgment for plaintiff. 

See also 46 TMR 1411, 49 TMR 349, 50 TMR 1131. 

Felix M. de Rosa, of Washington, D.C., John W. Melville, of Cincinnati, 

Ohio, and John C. Griffin, of Middletown, Ohio, for plaintiff. 

George C. Roeming and Clarence W. Moore for defendant. 


Ho.tzorr, District Judge (orally). 


This is an action against the Commissioner of Patents to direct that 


he issue to the plaintiff two trademark registrations. The applications in 
question are Numbers 16087, filed on September 21, 1956; and 16088, filed 


on the same day. The plaintiff is a manufacturer of stainless steel, among 
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other thines. The two trademarks which it Seeks to register are 17-4 PH, 
and 17-7 pu, and are intended to de 


signate the particular brands of stain- 
less steel products it m 


anufactures and sells. 
by the Patent Office on the ground. jin 
Scriptive, because the lette 


The applications were denied 
effect, that these marks are de- 
's PH mean “precipitation hardening”, and the 
figures are Claimed to signify the proportions of the constituents of the 
alloys. Further it was held by the ] 
identify the grade of the 


of the plaintiff. 


-atent Office that, in effect, these marks 


product rather than denote the particular goods 


In applying the law to the facts of this case it is first necessary to 
recapitulate the applicable principles. A trademark is an arbitrary symbol. 
word, or phrase that js devised and used by a manufacturer 
to designate his goods, and that jis understood by the 
as denoting these 


or a dealer 
consuming public 
particular products and as distinguishing them 
other commodities of a similar kind. A 


for this purpose some word that has been 


from 
person may not, however. adopt 
previously known and that has 


a definite significance of its own. The manner in whieh this doctrine js 
sometimes phrased js that no one may appropriate a descriptive or a 
geographical term as a trademark. One may econeoct and employ only 
of letters, newly coined and 
existent and unknown. The reason for 


intolerable to permit anyone 


an arbitrary conglomeration previously non- 
this principle is that it would be 
to monopolize and exclude others from using 
existing words having wel] understood meanines and connotations. Words 


are in the publie domain. Everyone is entitled 
to use them. If as a result of 


listed in the dictionary 


continuous use. the 


trademark in the course 
of time becomes associated in the mind 


of the consuming public with the 
owner’s goods. he acquires a property right 


in it in connection and only 
in connection with his business. 


The rule that descriptive or geographical terms may not be used as 


trademarks is, however. subject to a limitation. If the mark by which the 
applicant for registration denotes his product has been used for such a 
long period of time and so comprehensively and exclusively that it has 
come to mean his product jn the eves of the publie. 


so that whenever the 


words are used they call up in the minds of the consuming public the 


applicant’s goods. the words, though originally descriptive, may still be 


employed as a trademark. At times it is said. perl 


1aps inaccurately, that 
under these circumstances the t 


erm acquires a secondary meaning. 
A leading case on this point is a decision of the Sixth Circuit, G. & 0. 
Merriam Co. vy. Saalfield, 198 F. 369. 373 (2 TMR 443). In 


2 that case, 
Judge Denison, who in his day was known for his decisions in the patent 
and trademark field. summarizes these principles in a manner that makes 


it worthwhile to quote at some length from his opinion. He said: 
“Primarily, it would seem that one might appropriate to himself 


but this is not SO, 


for his goods any word or phrase that he chose ; 
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because the broader public right prevails, and one may not appro- 
priate to his own exclusive use a word which already belongs to the 
public and so may be used by any one of the public. Hence comes 
the rule, first formulated in trademark cases, that there can be no 
exclusive appropriation of geographical words or words of quality. 
This is because such words are, or may be, aptly descriptive, and one 
may properly use for his own product any descriptive words, because 
such words are of public or common right. It soon developed that 
this latter rule, literally applied in all cases, would encourage com- 
mercial fraud, and that such universal application could not be tol- 
erated by courts of equity; hence came the “secondary meaning” 
theory. There is nothing abstruse or complicated about this theory, 
however difficult its application may sometimes be. It contemplates 
that a word or phrase originally, and in that sense primarily, in- 
eapable of exclusive appropriation with reference to an article on 
the market, because geographically or otherwise descriptive, might 
nevertheless have been used so long and so exclusively by one pro- 
ducer with reference to his article that, in that trade and to that 
branch of the purchasing public, the word or phrase had come to 
mean that the article was his product; in other words, had come to 
be, to them, his trademark. So it was said that the word had come 
to have a secondary meaning, although this phrase, “secondary mean- 
ing’ seems not happily chosen, because, in the limited field, this new 
meaning is primary rather than secondary; that is to say, it is, in 
that field, the natural meaning.” 


Applying these principles to the case at bar, we are confronted with 
the question of fact whether these marks have acquired a secondary mean- 
ing. The evidence may be briefly summarized. It appears that these trade- 
marks have been used by the plaintiff since about 1949. They are stamped 
on sheet products and they are used in the form of a tag attached to 
bundles of bar products. All of the catalogs, brochures and other pam- 
phlets—and there are many of them—issued by the plaintiff use the 
trademarks to designate these goods. All of its advertising matter does 
likewise. Over $500,000 has been spent by the plaintiff during the past 
ten years to advertise these products under these trademarks. The sales 
of the company amounted to about $5,000,000 last year. 

To show that the consuming public recognizes these trademarks as 
such, a number of representatives of purchasers were called as witnesses, 
each of whom testified that these marks are known in the trade as denoting 
the plaintiff’s goods, and are so associated in the minds of the consuming 
public. Specifications prepared by purchasers use these trademarks to 
signify the plaintiff’s products. The plaintiff produced a series of orders 
received from customers, all of which referred to these trademarks. The 
plaintiff has licensed a number of foundries to make castings from ingots 
purchased from the plaintiff, under the plaintiff’s patents and under his 
trademarks. Editors of two principal trade journals in this field were 
called as witnesses, both of whom testified that these trademarks are known 
in the trade as denoting the plaintiff’s goods and are not associated in 
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the minds of the public with any other product; and further that when- 
ever anyone in the trade sees these trademarks, he automatically assumes 


that they refer to the plaintiff’s products. The Court finds as a fact that 
the plaintiff’s trademarks have acquired a secondary meaning and, there- 
fore, are entitled to recognition and registration. 

In arriving at a conclusion contrary to that reached by the Patent 
Office, the Court is not in fact overruling the decision of the Patent Office. 
The Patent Office did not have the benefit of the evidence introduced at 
this trial, and it may well be that it might have reached a different con- 
clusion if this evidence had been available to it. In this respect review 
by this Court of decisions of the Patent Office is somewhat anomalous. 
In respect to actions of some other administrative agencies, this Court 
and the Court of Appeals are empowered to remit the case to the agency 
for consideration of the new evidence. This may not be done in cases 
relating to patents and trademarks. The Court wishes that the statute 
permitted it to do so. 

Accordingly, the Court will render judgment in favor of the plaintiff 
as to both trademarks. A transcript of this oral decision may be considered 
as the findings of fact and conclusions of law. The Court wishes to thank 
counsel for both sides for their very helpful and able presentation of 
this matter. You may submit a formal judgment. 
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ANHEUSER-BUSCH, INCORPORATED v. CHEMICAL 
CORPORATION OF AMERICA 


No. 756 —D. C., N. D. Fla., Tallahassee Div. — July 21, 1960 
— 126 USPQ 464 
500.40—COURTS—BASIS OF RELIEF—SLOGANS 
500.58a—COU RTS—SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 
INJUNCTION 
Upon plaintiff’s showing of extensive use of slogan WHERE THERE’S LIFE . 


'HERE’S BUD for beer, defendant-manufacturer who uses WHERE THERE’S LIFE . 


THERE’S BUGS for floor wax containing insecticide is preliminarily enjoined. 


Action by Anheuser-Busch, Incorporated vy. Chemical Corporation of 
America for trademark infringement and unfair competition. Plaintiff 
moves for preliminary injunction. Motion granted. 

See also 51 TMR 75. 


Owen J. Ooms and Ooms, Welsh & Bradway, of Chicago, Illinois, Roy A. 
Lieder and Gravely, Lieder & Woodruff, of St. Louis, Missouri and 
J. Lewis Hall, Sr., and Hall, Hartwell & Douglass of Tallahassee, 
Florida, for plaintiff. 

Julius F. Parker and Caldwell, Parker, Foster, Madigan, Oven & Moriarty, 
of Tallahassee, Fla., for defendant. 


CARSWELL, District Judge. 

This cause coming on to be heard on the motion of plaintiff for a 
preliminary injunction; and due notice having been given to defendant ; 
and the Court having heard the testimony of witnesses on both sides to- 
gether with evidence in connection therewith and having considered the 
arguments of counsel and being fully advised in the premises, it finds: 

That plaintiff will suffer immediate and irreparable injury, loss and 
damage by reason of loss in sales and profits from its products; that plain- 
tiff will have its slogan and trademark WHERE THERE’S LIFE . . . THERE’S BUD, 
diluted and impaired; that the public will be confused as to the nature, 
identity and as to the sponsorship of the respective products of defendant 
and plaintiff, all by reason of defendant’s use and threatened continued 
use of the words WHERE THERE'S LIFE. . . THERE’S BUGS On a product, namely 
floor wax with insecticide therein. 

It is therefore ordered, adjudged and decreed that pending final hear- 
ing and determination of this case, defendant, its agents, servants, em- 
ployees and all those acting in privity with it or them or any of them, 
and all persons, firms and corporations holding by, through or under it, 
and any and all persons acting in aid or in conjunction with it, be forth- 
with enjoined and restrained from manufacturing, processing and dis- 
seminating any film, tape, records and/or recordings, sound tracks, labels, 
advertising and/or promotional material, and/or any other material using 


the words WHERE THERE’S LIFE . . . THERE’S BUGS or any slogan or trade- 
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mark deceptively similar thereto, or any other colorable imitation of 
plaintiff’s slogan and trademark; and from otherwise competing unfairly 
with plaintiff or from infringing plaintiff’s slogan and trademark WHERE 
THERE'S LIFE . . . THERE’S BUD and WHERE THERE’S LIFE . . . THERE’S BUD- 
WEISER. 

It is further ordered, adjudged and decreed that this order shall be 
effective from and after 12:01 A.M., Friday, July 22, 1960. 

And it is further ordered, adjudged and decreed that plaintiffs file 
their bond, with corporate surety, to be approved by the Court, in the 
sum of $200,000.00, conditioned for the payment of such costs and damages 
as may be incurred or suffered by any party who is found to have been 


wrongfully enjoined or restrained. 


THE Court (orally). 

The facts of this case have certainly not been so much in dispute as 
they have been under fire and glare and they are really not difficult facts. 
The problem of the Court is to relate a rather basic, really, set of facts 
to the body of the law dealing with this subject matter. At this time the 
Court feels, based upon the following findings, that a preliminary Order 
should be entered; the Court finding from this evidence that the extensive 
use by the plaintiff of the slogan, a symbol of its: wares, use arising not 
merely from the expenditure, the large expenditure of money, but more 
from its wide dissemination, and, in the final analysis, from its imprint 
upon the mind of the purchasing public. This use has created—the Court 
is not holding that it has created an absolute common law property right 
but the Court does find that that evidence creates certain indicia of prop- 
erty, in any event, which should at this time be protected by a preliminary 
injunction. 

The evidence, the Court finds, and cannot see how it can be disputed, 
at least it is compelling to the Court, that the association with the exact 
context WHERE THERE’S LIFE THERE’S BUD and WHERE THERE'S LIFE THERE’S 
BUGS, could not but impair in some way—it is not necessary for the Court 
to determine the precise degree—but, at least, in a substantial degree, the 
indicia of property accruing to it. The denial to the defendant in this 
temporary order of an opportunity to continue to use the slogan WHERE 
THERE'S LIFE THERE’S BUGS would in no way from an equitable point of 
view, be commensurate with the damage done, conversely. The Court 
finds this to be true even though the goods are obviously non-competitive. 
It is the confusion upon which this decision rests, the confusion of the 
terminology, not as much as it is a confusion of products. Concerning 


the special meaning referred to in the decisions last quoted by the de- 


fendant, the Court finds no argument therewith. These matters rest upon 
the individual findings of each case, and to give too broad a sweep of 
definition or for counsel in this case to conclude that the Court is on final 
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hearing, if there is to be one, or if there is a request for one, that this 
order will be made permanent, would be a mistake. I don’t want you to 
be under that assurance, either of you. But the Court does feel that, 
at this time, on the showing of this case, that in the standards that are 
applicable upon the Court in the granting of a temporary order, that such 
order should be entered. 

And might I say, now, that concerning the language of your order, 
gentlemen, you will have to get with me on that. I suppose that it will 
be a matter of great interest to you that certainly the Court should include 
in that order a specific reference to the expression that WHERE THERE’S 
LIFE THERE’S BUGS. 

At this time, the Court also feels that the generic assembly of words, 
to give it any meaning at all and to prevent breeding of another half 
dozen law suits with equal amount of testimony, would have to be also 
covered in this order. 

The Court, however, is particularly interested on final hearing for 
final arguments as to that aspect of it; that is to say, certainly this ruling 
would not prevent, even now, the use of the word, any particular word 
in the slogan—that is the word “Life” or the word “Where” or the word 
“There’s”. There is no prohibition, even in this temporary order, that 
would touch the efficacy of any advertisement containing those particular 
words. It is the context of “Where there’s Life there’s ———-” the Court 
finds the plaintiff has got, at least, indicia of property demonstrated at 
this time and which I feel must be protected. 

As to the final order, the Court will confess that there is some serious 
doubt in the Court’s mind as to whether that should be made permanent 
as to the other words that might be substituted even in the same context, 
but as to the immediate matter I have stated my conclusions. I will only 
comment on the matter of Fisher, very briefly. There being registration 
of a symbol without any showing of any use at all would not be sufficient 
to bar this plaintiff in seeking relief against this defendant. This is not 
a matter which the defendant here could avail itself of. 

Mr. Parker (Counsel for Defendant): Well, if they think, regardless 
of what your Honor has announced, that they preempted the word “Life”— 

The Court: I specifically pointed out that they have not, and if there 
is any confusion about it where “Life to Floors, Death to Bugs” remains 
unimpaired in any particular, and it has nothing to do with it. They 
don’t own the word LIFE, neither shall LIFE MAGAZINE, or any of the 
other matters that have been mentioned here be impaired at all. It is 
only in this particular context that I am talking about at the moment and 
the specific use of the word “Bugs” in connection with that phraseology. 
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ANHEUSER-BUSCH, INCORPORATED v. FRED A. NILES PRODUCTIONS, INC. 


No. 60 C 1091—D. C., N. D. Ill, E. Div. —July 27, 1960 
— 126 USPQ 466 
500.40—COURTS—BASIS OF RELIEF—SLOGANS 
500.58a—COURTS—SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 
INJUNCTION 
Upon plaintiff’s showing of extensive use of slogan WHERE THERE’S LIFE . 
('HERE’S BUD for beer, defendant (maker of advertising films, tapes and sound 
tracks) who contributes to use of WHERE THERE’S LIFE . . . THERE’S BUGS for floor 


wax containing insecticide is preliminarily enjoined. 


Action by Anheuser-Busch, Incorporated v. Fred A. Niles Produc- 
tions, Inc., for trademark infringement and unfair competition. Plaintiff 
moves for preliminary injunction. Motion granted. 

See also 51 TMR 72. 

Owen J. Ooms and Ooms, Welsh & Bradway, of Chicago, Illinois, and Roy 
A. Lieder and Gravely, Lieder & Woodruff, of St. Louis, Missouri, for 
plaintiff. 

Lawrence W. Skebelsky, of Chicago, Illinois, for defendant. 


Perry, District Judge. 

This cause coming on to be heard on the complaint with supporting 
affidavits and a motion for a temporary restraining order; and the Court 
having granted a temporary restraining order on July 8, 1960, and having 
set a date for a hearing on July 13, 1960 to determine whether to continue 
this temporary restraining order; and defendant with the knowledge of 
the Chemical Corporation of America having requested this Court to post- 
pone the July 13, 1960 hearing date to July 28, 1960, although plaintiff 
was ready to proceed on said July 13, 1960 date; and it now appearing 
to this Court, upon argument of counsel, and the Court being fully advised 
in the premises finds as follows: 


1. Plaintiff is a corporation of the State of Missouri and defendant 


is a corporation of the State of Illinois. 


2. This court has jurisdiction over the parties and the matter in 
controversy. 

3. Plaintiff is a manufacturer of various food products including 
beer, yeast, corn syrup, frozen eggs, table syrups, vitamins and other 
products and began using the slogan WHERE THERE’S LIFE . . . THERE’S BUD- 
WEISER in 1933 for beer, and has used the slogan WHERE THERE’S LIFE . 
THERE’S BUD in connection with beer since about 1956. 


4. Said slogan and trademark of Plaintiff has become imprinted upon 
the mind of the consuming public through extensive promotion and adver- 
tising of almost every known media, and the consuming public recog- 
nizes said slogan and trademark as identifying products originating with 


Plaintiff. 
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5). Defendant is a manufacturer and processer of advertising and 
promotional films, tapes and sound tracks. Defendant has prepared and 
manufactured film and sound tracks including the words WHERE THERE’S 
LIFE . . . THERE’s BUGS for a floor wax product containing an insecticide, 
all of which was produced for Chemical Corporation of America, a cor- 
poration of Florida. 


6. The dissemination and use of said slogan in connection with said 
product would cause Plaintiff to suffer immediate and irreparable injury, 
loss and damage by reason of loss of sales and profits from its products; 
Plaintiff will have its slogan and trademark WHERE THERE’S LIFE . . . THERE’S 
BUD diluted and impaired; the public will be confused as to the nature and 
identity and as to the sponsorship of the respective products; and, further, 
that Plaintiff’s slogan and trademark, and good will associated therewith, 
will be disparaged and degraded. 

It is therefore ordered, adjudged, and decreed that Defendant, its 
agents, servants, employees and all those acting in privity with it or them, 
or any of them, and all persons, firms, and corporations holding by, through, 
or under it and any and all persons acting in aid or in conjunction with 
it, be temporarily enjoined and restrained until a final determination of 
the issues in this case from: 

A. Hereafter manufacturing, processing and disseminating or 
releasing in any manner any film, tapes, records, and/or recordings 
having the words WHERE THERE’S LIFE . . . THERE’S BUGS, or any slogan 
or trademark deceptively similar thereto, or any other colorable imi- 
tation of Plaintiff’s slogan and trademark. 

B. Otherwise infringing Plaintiff’s slogan and trademark WHERE 
THERE’S LIFE . . . THERE’S BUD OF WHERE THERE’S LIFE . . . THERE’S BUD- 
WEISER, or diluting and impairing Plaintiff’s slogan and trademark in 
any way, or damaging the favorable image Plaintiff has created in the 
mind of the public through Plaintiff’s intensive and widespread adver- 
tising and promotion of its slogan and trademark, or in any way 
causing the public to be confused as to the nature, identity and spon- 
sorship of products not made by or sponsored by Plaintiff, or in any 
way diluting or disparaging Plaintiff’s slogan and trademark and/or 
good will. 


However, the foregoing shall not be construed to enjoin or restrain 
Defendant from releasing to Chemical Corporation of America, but to 
none other, any films, tapes and/or sound tracks now in its possession or 
under its control having the words WHERE THERE'S LIFE . . . THERE’S BUGS 
or any deceptively similar words or slogan, and shall not be construed 
to enjoin or restrain Defendant from deleting and/or changing said words 
or slogan to words not inconsistent with paragraphs (A) and (B) afore- 
mentioned, and shall not be construed to enjoin or restrain Defendant 
from making any changes in the film, tapes and/or sound tracks not cov- 


ered by this injunction. 
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ZIMMERMAN, trading as HOLIDAY INN HOTEL COURTS et al. v. 
B. & C. MOTEL CORPORATION 


No. 187 — Pa. Sup. Ct., E. Dist. — September 26, 1960 —127 USPQ 177 


000.32a—COURTS—BASIS OF RELIEF—NAMES—IN GENERAL 
500.87—COURTS—BASIS OF RELIEF—SECONDARY MEANING 
The Pennsylvania Supreme Court in deciding the question of unfair competition 
in the use of the “straight English word ‘holiday’” on competing motels held that 
they were not dealing with a trademark or trade name, like KOOL-VENT or PORCELITE 
where the determination was whether there was sufficient similarity in the competing 
sign to amount to unfairness. The rule to be applied is whether a secondary mean- 
ing in the word HOLIDAY had been acquired by plaintiff. 
500.32b—COURTS—BASIS OF RELIEF—NAMES—CORPORATE AND TRADE 
NAMES 
500.37—COURTS—BASIS OF RELIEF—SECONDARY MEANING 
The Pennsylvania Supreme Court found that plaintiff had not acquired a 
secondary meaning in the common English word HOLIDAY by mere use of it for five 
years on two motels on the Pennsylvania Turnpike, the HOLIDAY WEST and the 
HOLIDAY EAST, and held plaintiff could not pre-empt the word HOLIDAY in Pennsy] 
vania against all comers. “The words do not confer meaning on the enterprise: 
the enterprise must confer meaning on the words.” 
600.3—-CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
The Pennsylvania Supreme Court found the defendant’s HOLIDAY INN motel was 
approximately 80 miles distant from plaintiff’s HOLIDAY EAST and HOLIDAY WEST 
motels and held that the motels in question were too far apart for realistic 
competition. 
500.58—COURTS—SCOPE OF RELIEF—INJUNCTION 
The Pennsylvania Supreme Court in denying an injunction involving use of 
HOLIDAY on motels approved lower court’s leaving the case without prejudice, in 


case the parties extend their facilities in this rapidly expanding industry. 


Action by Eugene W. Zimmerman, trading as Holiday Inn Hotel 
Courts and Holiday Motor Hotel v. B.& C. Motel Corporation for unfair 


competition. Plaintiff appeals from decree of Pennsylvania Court of Com- 
mon Pleas of the County of Lehigh No. 3 dismissing complaint. Affirmed ; 
Bell, Justice, dissenting without opinion. 


Alfred C. Aurich and John T. Synnestvedt, both of Philadelphia, Penn- 
sylvania, for appellant. 

Kennard N. Ware and Charles M. Allen, both of Philadelphia, Pennsyl- 
vania, for appellee. 


Before JONES, Chief Justice, and BELL, MUSMANNO, COHEN, JONES, BOK, 
and McBrIDE, Justice. 


Box, Justice. 

This complaint in equity asking for an injunction was non-suited, 
under Pa. RCP 1512, and plaintiff appealed after his rule to strike off 
the non-suit was discharged and his complaint dismissed. The court’s 
final action was taken without prejudice. 

Plaintiff owns and operates two motels, both at the Pennsylvania 
Turnpike in the Harrisburg area, one at Exit 15 and the other at the 
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Route 230 by-pass. Both have been variously named, but all designations 
contained the key word HOLIDAY until they are now established as HOLIDAY 
WEST and HOLIDAY EAST. West was opened in 1953, East in 1957. 

HOLIDAY WEST is a quarter of a mile long. Both motels together rep- 
resent an investment of over two million dollars and have all modern 
facilities such as restaurants and swimming pools. One has a revolving 
stage. Plaintiff advertises them extensively in trade issues and maintains 
road signs within fifty miles on the Turnpike and adjacent highways. 
He was the first in the State to use the word HoLiDAy for a motel. 

In 1958 defendant opened HOLIDAY INN, also a motel, on U. 8. Route 
22 near the Lehigh Valley Interchange of the Northeast Extension of 
the Turnpike, in the Allentown area. It is 75 to 80 miles distant from 
HOLIDAY EAST and 85 to 90 miles from HOLIDAY WEST. Two years before, 
defendant signed a license agreement with Holiday Inns of America, Inc., 
a Tennessee corporation then operating motels locally in Memphis but 
with ambition to establish by license and uniform regulations a national 
string of motels. Defendant maintains billboards on the Turnpike Exten- 
sion but not near the plaintiff’s locations. 

Both parties cater to the public that travels by automobile. 

The complaint being one of unfair competition, the question is whether 
the parties are competing in the same market, and, if they are, whether 
plaintiff has a position that he can defend against invaders. 

There come to mind at once the many NATIONAL, GRAND, PALACE, CON- 
GRESS, STATION, RAILROAD, AMBASSADOR, and MAYFLOWER Hotels that dot the 
nation, and it is likely that the public does not confuse them because the 
effective distinction is one of locality. The same hospitality is not nec- 
essarily expected in the CONGRESS HOTEL in Portland, Maine, as in the 
CONGRESS HOTEL in St. Louis, Missouri. The plaintiff suggests that it is 
different with modern turnpikes and long-distance driving, and founds 
his case on long-haul competition only: to the traveler from Arizona to 
Maine, he mentions as example, the distance between Harrisburg and 
Allentown is negligible and the competition for his patronage real. Plain- 
tiff does not suggest the presence of local competition as the basis for relief. 

We agree with the plaintiff that proof of fraudulent intent in the de- 
fendant is not essential nor is proof of financial loss or damaged reputation, 
or proof of actual deception, tendency to deceive being enough in a proper 
ease: American Clay Manufacturing Co. v. American Clay Manufacturing 
Co., 198 Pa. 189 (1901), 47 A. 9386; Thomson-Porcelite Co. v. Harad, 356 
Pa. 121 (1947), 51 A.2d 605, 73 USPQ 196; Golden Slipper Square Club 
v. Golden Slipper Restaurant & Catering, Inc., 371 Pa. 92 (1952), 88 A.2d 
734, 93 USPQ 484 (42 TMR 672) ; Goebel Brewing Co. v. Esslingers, Inc., 
373 Pa. 334 (1953), 95 A.2d 523, 97 USPQ 491 (43 TMR 1040). 

Here our agreement with the plaintiff ceases. 
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We are not dealing with a trademark or a trade name. like KOOL-VENT 
(Kool Vent Metal Awning Corp. v. Price, 368 Pa. 528 (1951), 84 A.2d 
296, 91 USPQ 378 (42 TMR 129)) or porceLiTe (supra, 356 Pa. 121, 73 
USPQ 196), where we must determine whether there is sufficient similarity 
in the competing sign to amount to unfairness. Here we have a straight 
English word, holiday, and to decide whether its repetition by a com- 
petitor is unfair we must apply a different rule. 


There is no question of what this rule is. It is set forth in the 
Kool Vent case, supra (368 Pa. 528, 91 USPQ 378, 380 (42 TMR at 131) ) 
as follows: 


“Descriptive, geographical and generic words, as well as words 
of common or general usage belong to the public and are not capable 
of exclusive appropriation by anyone. This general principle is sub- 
ject to the limitation or exception that if a trade name or trademark 
or other word or words have acquired, in the trade and in the minds 
of the purchasing public, a special or so-called secondary meaning, 
i.e., have come to mean that the article is the product of a certain 
manufacturer or of a particular individual or corporation, such trade 
name or trademark or word or words will be protected against in- 
fringement * * * .” 


It is obvious that a secondary meaning cannot appear unless there 
is evidence of it, and there is none before us except a charge of $5.00 
sent once by a utility company to plaintiff by mistake. As the court 
below indicated, one swallow does not make a summer. Since plaintiff 
began suit five years after opening HOLIDAY WEST, it is interesting to note 
the that in Quaker State Oil v. Steinberg, 325 Pa. 273 (1937), 189 A. 473 
the (27 TMR 146), five years of marketing and national advertising was held 
nec- not enough to associate the plaintiff’s name with his product. We said: 


the “The only evidence from which it could be inferred that the 
it is name of complainant’s product had acquired a secondary meaning 
inds prior to 1919 is that its product has been marketed and had been 
nationally advertised for five years under this name. There is no 
other evidence from which it could be inferred that the public asso- 
, ciated QUAKER STATE Or QUAKER with the complainant’s product at 
lain- that time. ‘The mere adoption and use of words in advertisements, 
lief. circulars and price lists and on signs and stationery give no exclusive 
» de- right to their use’: DeLong Hook & Eye Co. v. Hump Hairpin Mfg. 
Co., 297 Ill. 359, 364, 180 N.E. 765 (11 TMR 239). See also Con- 
tinental Corp. v. National Union Radio Corp., 67 F.2d 938, 942, 20 
— USPQ 41, 45 (24 TMR 33). ‘It is an accepted principle of the com- 
ring mon law that mere advertising is insufficient to establish trademark 
, 356 use’: Derenberg, supra, p. 505.” 
Club 
A.2d There are other cases where dictionary words have been used. In 
Inc., Peters v. Machikas, 378 Pa. 52 (1954), 105 A.2d 708, 101 USPQ 502 
(44 TMR 1156), the plaintiff used MAJESTIC RESTAURANT and the defendant 
MAJESTIC GRILLE, and an injunction issued: the plaintiff had used the key 
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word for over thirty years. In Hartman v. Cohn, 350 Pa. 41 (1944), 38 
A.2d 22, 64 USPQ 445 (35 TMR 18), plaintiff for twenty-six years had 
used DUNDEE in connection with his clothing and successfully enjoined 
the defendant who advertised as DUNDEE CLOTHING FACTORY SALES ROOM. 
In the Quaker State case, supra (325 Pa. 273 (27 TMR at 150) ), we said, 


quoting from Nims, Unfair Competition and Trademarks (2nd ed.), p. 105: 


“When the word is incapable of becoming a valid trademark, 
because descriptive or geographical, yet has by use come to stand 
for a particular maker or vendor, its use by another in this secondary 
sense will be restrained as unfair and fraudulent competition, and 
its use in its primary or common sense confined in such a way as 
will prevent a probable deceit by enabling one maker or vendor to 
sell his article as the product of another * * *.” 


We reject plaintiff’s contention that he can pre-empt the word HOLI- 
DAY in Pennsylvania against all comers or that he can use it and expect 
protection from the courts because he might in future be harmed through 
use of it by someone else. Only evidence of a secondary meaning could 
aid him. To credit his argument, anyone could corner common English 
words simply by using them, and that has never been the law. The words 
do not confer meaning on the enterprise: the enterprise must confer 
meaning on the words. 

Beyond this, we agree with the court below that the parties are not 
operating in the same market. The motels in question are too far apart 
for realistic competition, and we note that the letters and telegrams offered 
by the plaintiff as addressed to him are all but one addressed to HOLIDAY 
INN, which rather puts him unfairly in competition with defendant if 
the evidence is to be credited at all. As for the mythical motorist from 
Arizona, he can be reduced to absurdity by starting him from Alaska 
and arserting that all HOLIDAY motels on the Eastern seaboard are in 
competition for him. 

We need not reach the question of what protection, if any, defendant 
has achieved by contracting with the Tennessee corporation. Suffice it to 
say that plaintiff has not met his burden of proof, and hence must fail. 

We approve the lower court’s leaving the case without prejudice, in 
ease the parties extend their facilities in this rapidly expanding industry. 

The decree is affirmed, costs to be paid by the appellant. 

Mr. Justice BELL dissents. 
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IN RE HEHR MANUFACTURING COMPANY 


Appl. No. 6563 — CCPA — July 6, 1960 — 126 USPQ 381 
200.91—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE 
(EX PARTE)—EVIDENCE 
Survey evidence, demonstrating that persons in the industry identify appli- 
cant’s products with the mark in question, given some weight by the Court in finding 


the mark registrable. 
200.14—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE) 
COLOR MARKS 
200.33—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)- 
SYMBOLS 
A label or design which serves as a background for a name mark is registrable, 
if it is not inherently distinctive, only if sufficient evidence is presented to show 
that it has acquired secondary meaning as a trademark. The RED SQUARE label here 
involved has acquired : ificanee, and hence is registrable. 


200.91—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE 
(EX PARTE)—EVIDENCE 
Exact amount of evidence of secondary meaning necessary to enable a label o1 
symbol to be registered on its own will depend upon the circumstances of each 
case. 

Application for trademark registration by Hehr Manufacturing Com- 
pany, Serial No. 17,912 filed October 22, 1956. Applicant appeals from 
decision of the Trademark Trial and Appeal Board refusing registration. 
Reversed. 

Case below reported at 50 TMR 431. 

Moore & Hall, of Washington, D.C., and Reed C. Lawlor, of Los Angeles, 
California (Elliott I. Pollock, of Washington, D.C., of counsel) for 
appellant. 

Clarence W. Moore for Commissioner of Patents. 


Before WorzEY, Chief Judge, and Rich and MartTIN, Associate Judges. 

WoRLEY, Chief Judge. 

This appeal is from the decision of the Trademark Trial and Appeal 
Board of the United States Patent Office affirming the examiner’s refusal 
to register on the principal register appellant’s trademark consisting of 
“a square red label, upon which applicant’s secondary trademarks are 


usually placed,” for use on windows and ventilators for automobile trailers. 


Refusal was on the ground that appellant had not satisfactorily shown 
that the mark identified or distinguished its goods. 

The facts do not appear to be seriously disputed. The board’s inter- 
pretation thereof is reflected in the following excerpt, 120 USPQ 314 
(50 TMR 431) : 

The record shows that applicant marks its products by sticking 
gummed labels thereon. These labels are in the form of squares and 
are colored red. On the various square red labels appears a large lower 
ease “h”, surrounded by a HEHR HALLMARK MOBILE HOME WINDOW; or 
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the name HEHR displayed on a diagonal black panel surrounded by 
MOBILE HOME WINDOWS or by NO DRAFT VENTS . . . TRAILER WINDOWS; 
or a large letter “X” surrounded by A NEW HEHR MOBILE HOME WINDOW. 
These composites are registered. 

The record also shows that the three composites have been rather 
extensively advertised with the phrase LOOK FOR THESE EMBLEMs fea- 
tured prominently. Some of the advertisements have directed attention 
to “these red stickers’, but the “red stickers’, reproduced show the 
entire composites. 


The applicant goes into greater detail in its efforts to show that the 


red square label identifies its goods as reflected by the following excerpt 
from its brief: 


Petitioner adopted the RED SQUARE labels here involved in 1950, 
and has continuously employed the same since that time. Although 
secondary marks always appear on the RED SQUARE when applied to 
goods it was early recognized that the RED SQUARE per se made a marked 
impression in the trade and on the purchasing and viewing public; 
and Petitioner accordingly instructed its advertising agent to empha- 
size the RED SQUARE as identifying the goods involved. As a result, 
a series of advertisements were prepared commencing in about March 
1954, and continuing to date, which repeatedly emphasized the shape 
and color of the RED SQUARE per se as a trademark identifying Peti- 
tioner’s goods. Over the years, some $112,000 has been spent in 
advertisements, of which amount some $30,000 is directly attributable 
to having the RED SQUARE, in advertisements, printed in the color red 
whenever possible. The advertisements further contain slogans stress- 
ing the RED SQUARE as an identifying trademark; and attention is 
specifically invited to Exhibits M, P, T, U, V, W, A-2, A-3, B-5 and 
B-6, all of which contain phrases such as “Always look for the Red 
Sticker,” “Look for these red stickers, they are your guide to quality,” 
“These red stickers are your assurance of quality,” and the like. These 
and other exhibits have been submitted to the Court with a stipulation 
filed August 21, 1959, and by Patent Office letter dated September 
17, 1959. 

Certain of the printed advertisements, e.g. see Exhibits V, W 
and X, further illustrate Petitioner’s windows with a red sticker 
thereon, but without any secondary mark or composite mark evident 
in said stickers. Moreover, when color printing was not availab! 
black-and-white advertisements included descriptive information stress- 
ing the fact that “red stickers” were employed to identify Petitioner’s 
goods (see, for example, Exhibits A-2, A-3 and B-5). 


In addition, the record contains the result of a survey conducted 


among trailer manufacturers. Although we agree with some of the crit- 


icism which the board directs at the survey, it seems to us that, on the 


whole, it is adequate to show that a majority of those interviewed asso- 
ciated the instant label with appellant’s products. 

Whether a trademark is eligible for registration depends on many 
factors. With respect to the degree of proof required to establish a sec- 
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ondary meaning sufficient to identify an applicant’s goods, the statute 
is silent except for the suggestion that substantially exclusive use for a 
period of five years immediately preceding filing of an application may 
be considered prima facie evidence. Congress has chosen to leave the 
exact degree of proof necessary to qualify a mark for registration to the 
judgment of the Patent Office and the courts. 

On several occasions this court has considered whether a label or de- 
sign which constitutes a background for, or is otherwise associated with 
a name mark, has separate trademark significance. In re Burgess Battery 
Co., 27 CCPA 1297, 112 F.2d 820, 46 USPQ 39 (30 TMR 392); In re 
Burgess Battery Co., 31 CCPA 1039, 142 F.2d 466, 61 USPQ 367; In re 
Swift & Co., 42 CCPA 1048, 223 F.2d 950, 106 USPQ 286 (45 TMR 1356) ; 
In re Hillerich & Bradsby Co., 40 CCPA 990, 204 F.2d 287, 97 USPQ 451 
(43 TMR 967); and In re E. J. Brach & Sons, 45 CCPA 998, 256 F.2d 
325, 118 USPQ 308 (48 TMR 1399). The general principle derived from 
those decisions is that unless a design is inherently distinctive it is reg- 
istrable only if sufficient evidence is presented to show that it has acquired 
secondary meaning as a trademark; and that the exact kind and amount 
of evidence necessary to establish such meaning necessarily depends on 
the circumstances of the particular case. 

It goes without saying that we respect the views of the board, but in 
our opinion the record as a whole supports the applicant’s position that 
the instant label sufficiently distinguishes and identifies its goods as to 


justify registration. It therefore becomes necessary to reverse the decision 


appealed from. 
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IN RE AIRCRAFT-MARINE PRODUCTS, INCORPORATED 
(by change of name AMP INCORPORATED) 


Appl. No. 6558 — CCPA — July 6, 1960 — 127 USPQ 210 


200.36d—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
TRADEMARK USE—NO TRADEMARK USE 
The eourt affirmed the decision of the Trademark Trial and Ap 


ppeal Board 


, 
t 
metrical design formed by erimp 


denying registration of a mark consisting of a geo 


ing tools used on electrical terminals and connectors. The court found that in 
addition to selling the terminals and connectors bearing the alleged mark, applicant 
sold the crimping tools and held since any purchaser of such tools could use the 
alleged mark it obviously could not indicate the source of crimped electrical con 


nectors and terminals. 


Application for trademark registration by Aircraft-Marine Products, 
Incorporated (by change of name, AMP Incorporated), Serial No. 696,857 
filed October 21, 1955. Applicant appeals from decision of the Trademark 
Trial and Appeal Board refusing registration. 

Case below reported at 49 TMR 1321, 50 TMR 435. 


Truman 8. Safford, of New York, N.Y., and Marshall M. Holcombe, of 
Harrisburg, Pennsylvania (William J. Keating, of Harrisburg, Penn- 
sylvania, of counsel) for appellant. 

Clarence W. Moore (George C. Roeming of counsel) for Commissioner 
of Patents. 


Before Wor LEY, Chief Judge, Rich, Martin, and Situ, Associate Judges, 
and KIRKPATRICK, Judge.* 


MARTIN, Judge. 

This appeal is from the decision of the Trademark Trial and Appeal 
Board affirming the refusal of the examiner to register for “electrical 
connectors and terminals” a mark consisting of “an arbitrary geometrical 
design incorporating two juxtaposed spaced forms with their substantially 
straight, adjacent boundaries coextensive, and having oppositely convex 
outer boundaries.” ! 

The goods to which the mark is applied are used in electrical installa- 
tions. The connectors and terminals consist of a cireular piece of metal 
having a bolt hole, of a size suitable to fit over posts on electrical equip- 
ment, in the center thereof so that the connector can be secured to that 
equipment. A portion of the circumferential extent tapers to an elongated 
neck, the neck having an enlarged end portion, that portion being dimen- 
sioned so that it can be folded around a conductor (wire) to completely 
surround the conductor. That portion, to assure its firm grip of the con- 


* United States Senior Judge for the Eastern District of Pennsylvania, designated 
to participate in place of Judge O’CONNELL, pursuant to provisions of Section 294(d), 
Title 28, United States Code. 


1. Application serial No. 696.857, filed October 21, 1955. First use in commerce 
is alleged to be on or about March 11, 1943, 
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ductor, is flattened and a 





crimp made therein. A band of 
placed over that portion prior to flattening and 
possible crimp designs can be 
gripping the wire. It is one of 
seeks to have registered 


metal may be 
crimping. A number of 
used to perform the function of tightly 
those designs which appellant selected and 
on the principal register as its trademark. 

That crimp appears, on each side of 











the folded portion of the metal 
Piece, as two depressions transverse to the 








longitudinal dimension of the 
wire. The depressions are each in the shape of a “D.” the two depressions 
on each side being back to back with a narrow rid 
the adjacent flat sides of the “D’s.” 
the alleged “trademark” 









ge of metal separating 








The crimping tool which impresses 
on the terminals and connectors 
the applicant to be used on its unecrimped connectors and terminals. 

In its initial decision the board stated, 120 USPQ 340, 341 (49 TMR 
1321), “Actually, what is presented 






is also sold by 










for registration is the shape of the 
indentations made by a crimping tool in attaching electrical solderless 









connectors and terminals to a conductor.” 
It found that 








* * * applicant sells connectors and terminals and tools for (a) an 
I 


plying the connectors and terminals to conductors, and 
applicant’s [crimp] “trademark” to such 
[Emphasis ours]. 






(b) applying 
connectors and terminals 









Because it found that “The claimed ‘trademark’ 
the purchaser after delivery 
that it was not used in 


is put on the goods by 
and during installation.” the board concluded 


commerce within the meaning of the Lanham Act 
and hence was not registrable. 









On reconsideration however, the board found, 120 USPQ 539 (50 
TMR 435), that additional evidence introduced by appellant 
with its “Request for Reconsideration” 






in connection 
was sufficient to establish 







that applicant, in addition to selling terminals and connectors and 
hand tools with which to apply them to conductors. sel]< in commerce 
connectors which are crimped onto the wire or conductor, and that 
the shape of the indentations made by the crimping tool on such 
terminals and connectors is that which is presented for registration 
This showing is sufficient to overcome the finding in the previous 
decision that the claimed “trademark” is not used in 
the definition set forth in the statute. 















commerce within 







Registration was then refused on other grounds? 
The finding that appellant sold tools with which 
could be applied to connectors and 






its “trademark” 
terminals by anyone possessing such 
tools was not vacated on reconsideration or questioned by appellant. That 










2. The board stated: 


This record fails to show that the shape of the 
nectors and terminals sold by applicant performs a 






crimping indentations on con- 
trademark function, 1.e., that 
it is a mark which is utilized as an identification in the purchase and sale of ¢ 
goods. It is therefore unregistrable. 









he 
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finding is supported by the record. The clear inference from at least one 
of appellant’s advertisements of record is that its tools are available for 
use by purchasers to impress its “trademark” on terminals and connectors 
manufactured or sold by others. 

Since the tools which make the indentations claimed to be appellant’s 
“trademark” could be used by a purchaser of such tools on connectors 
and terminals procured from sources other than appellant, the alleged 
mark obviously cannot indicate the source of crimped connectors and ter- 
minals. Furthermore, selling those tools and allowing their use in that 
manner shows that applicant did not use its purported trademark “to 
identify * * * [its] goods and distinguish them from those manufactured 
or sold by others,” Lanham Act, Section 45. 

Under these circumstances we conclude that this mark is not a trade- 
mark within the purview of the Lanham Act and for these reasons affirm 
the decision of the Trademark Trial and Appeal Board. 


SOUTHERN CALIFORNIA ENGINEERING CO. v. GENERAL IONICS 
CORPORATION, assignee of EVER-SOFT CORPORATION 


Trademark Trial and Appeal Board — August 15, 1960 —126 USPQ 472 


100.44—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES)— 
ACT OF 1946—SEC. 14 
100.45—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES)— 
ACT OF 1946—SEC. 15 
300.31—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
IN GENERAL 
300.33e—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
PLEADING AND PRACTICE—DEFENSES 
Section 14 of Act of 1946, not Section 15, determines right to cancel registra- 
tion in the Patent Office; that petitioner possesses prior rights in mark is not deter- 
minative if respondent’s registration has been on register for five years. 


Cancellation proceeding No. 7,479 by Southern California Engineering 
Co. v. General Ionics Corporation, assignee of Ever-Soft Corporation, Reg- 
istration No. 562,494. Petition dismissed. 


R. S. Berry, of Los Angeles, California, for Southern California Engi- 
neering Co. 

Hoopes, Leonard & Buell, of Pittsburgh, Pennsylvania, for General Ionics 
Corporation. 


Before LEacu, LEFKOWITz, and SHryocK, Members. 


LEFKOWITZ, Member. 


A petition has been filed by Southern California Engineering Co. to 
cancel the registration of EvER-Sorr for ion exchange type apparatus for 
softening water, apparatus for filtering organic matter and/or iron from 
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water and activated carbon type apparatus for filtering, deodorizing and 
decoloring water. 


The registration issued to Ever-Soft Corporation, assignor of respon- 
dent, General Ionics Corporation, on August 5, 1952. Combined affidavits 
under Sections 8 and 15 of the Act were filed by respondent on May 6, 
1958, and the affidavit under the former section has been duly accepted. 

It is in effect alleged in the petition that petitioner filed an applica- 
tion in the Patent Office to register EvER-sorr for ion exchange apparatus 


for softening and filtering water, which was rejected by the Examiner 
of Trademarks on respondent’s registration; respondent’s registration is- 
sued on an application filed May 2, 1949, wherein first use of EVER-SOFT 
was alleged since August 25, 1948, a date subsequent to the issuance of 
a California state registration for EvERSOFrT to petitioner’s predecessor; 
and water softening apparatus bearing the mark Ever-Sorr is being sold 
and nationally advertised by respondent thereby causing confusion as to 
the origin of respective goods of the parties. 

Respondent has moved to dismiss the petition on the ground that it 
was not filed within the time limit prescribed by Section 14(a) of the 
Act; and that it does not otherwise state facts on which relief can be 
granted. 

In opposition to the motion, petitioner asserts that it filed its appli- 
eation for cancellation in view of Section 15 of the Act, which it asserts 
provides for cancellation of a mark at any time where it is shown that the 
date of publication of the registered mark was subsequent to the acqui- 
sition by another of a valid right under the laws of a state in the same 
or a similar mark. 

It is apparent from its express provisions that Section 15 is not 
applicable herein.’ Section 14 of the Act contains the only provision by 
which a person who believes he is or will be damaged by the registration 
of a mark on the Principal Register can seek to cancel said registration 
in the Patent Office. Under the provisions of this section, a petition for 
cancellation of a registration cannot be brought after five years from 
the date of the registration of the mark under this Act except under 
subsection (c) thereof, which provides that a person may apply to cancel 
a registration at any time if the registered mark becomes the common 








1. See. 15 “Incontestability under certain conditions of right to use mark” pro- 
vides in part that “Except on a ground for which application to cancel may be filed at 
any time under subsections (c) and (d) of section 14 of this Act, and except to the 
extent, if any, to which the use of a mark registered on the principal register infringes 
a valid right acquired under the law of any State or Territory by use of a mark o1 
trade name continuing from a date prior to the date of the publication under this Act 
of such registered mark, the right of the registrant to use such registered mark in 
commerce for the goods or services on or in connection with which such registered mark 
has been in continuous use for 5 consecutive years subsequent to the date of such 
registration and is still in use in commerce, shall be incontestable:” 
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descriptive name of an article or subject on which a patent has expired, 
or has been abandoned, or its registration was obtained fraudulently. 

It may be that petitioner possesses superior rights in its mark in the 
State of California, which may be recognized and enforced in an appro- 
priate proceeding, but since the petition was not filed within five years 
from the date of respondent’s registration, and petitioner’s pleading does 
not allege any of the above specified grounds for cancellation, it seems 
clear that the pleading fails to state a claim upon which relief can be 


granted in this proceeding. 


DECISION 


The motion is granted; and the petition is dismissed. 


IN RE RESESKA 
Trademark Trial and Appeal Board — August 30, 1960— 126 USPQ 478 
200.11—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE 
IN GENERAL 
200.14—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE) 
COLOR MARKS 
200.17—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE 
DESCRIPTIVE OR GENERIC MARKS 
200.19 —PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE 
FEATURES OF GOODS 
750.1—OWNERSHIP OF TRADEMARK RIGHTS—IN GENERAL 
Applications to register RAINBOW on seven different colored backgrounds (as 


marks for seven different colored cigarette papers) are refused; the word RAINBOW 


may be a good trademark but colored representations of goods are not. 


Applications for trademark registration by Helen Marie Reseska, 
Serial Nos. 696,733—9 filed October 19, 1955. Applicant appeals from de- 
cision of Examiner of Trademarks refusing registration. Affirmed. 
Bailey, Stephens & Huettig, of Washington, D.C., for applicant. 

Before LEACH, WALDSTREICHER, and LEFKowITzZ, Members. 

LEFKOWITZ, Member. 

Applications have been filed to register as trademarks for green, red, 
vellow, violet, orange, blue and pink colored cigarette paper the mark 


RAINBOW on a rectangle design colored green,’ red,’ yellow,® violet,* orange,® 


—_ 


Ser. No. 696,733. 
Ser. No. 696,734. 
Ser. No. 696,735. 
Ser. No. 696,736. 
Ser. No. 696,737. 


4. 
5. 





red, 


mark 


nge,® 
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blue,® and pink,’ respectively. Use since April 19, 1954 is alleged in each 


application. 

Registration in each instance has been refused on the grounds (1 
that there has been no satisfactory evidence of use of what is sought to 
be registered as a trademark for cigarette paper per se, as distinguished 
from cigarettes, and (2) that the representation of the colored rectangle 
design is a representation of applicant’s cigarette paper, which cannot 
serve as a trademark for such goods, and should be removed from the 
drawing. 

Applicant has appealed. 

Specimens filed in each application comprise cigarette paper in the 
particular color described above bearing the word mark RAINBOW. 

The Examiner of Trademarks based the first ground of rejection on 
the asserted practice of manufacturers of cigarette paper per se of ap- 
plying marks to their goods either as watermarks on the individual papers 
or by printing them on the packages containing the papers; and since 
applicant’s specimens do not show RAINBOW used as a watermark or affixed 
to packages containing cigarette paper, he concluded that RAINBOW, as 
used by applicant, would identify cigarettes made from such paper rather 
than cigarette paper per se. While the practice in the trade may be 
that as indicated by the examiner, there is nothing to suggest that a 
manufacturer of cigarette paper may not deviate from this practice. Ap- 
plicant has averred that she sells cigarette paper per se bearing the mark 
RAINBOW as shown on the specimens filed; and the conclusion reached by 
the examiner that the term RAINBOW, as used, would identify cigarettes 
rather than cigarette paper is not warranted by the record here. 

With regard to the second ground of rejection, it is apparent that 
the design portion of what applicant is seeking to register is, in fact, a 
picture of the product itself. It is well established that a pictorial rep- 
resentation of goods cannot serve as a trademark for the goods themselves 
for the reason that such representation functions to identify or describe 
the goods rather than as a mark to identify the origin thereof. Jantzen 
Knitting Mills v. West Coast Knitting Mills, 8 USPQ 40 (21 TMR 97 
(CCPA, 1931) ; Ex parte The Pierce Arrow Motor Car Company, 12 USPQ 
315 (22 TMR 107) (CCPA, 1932); In re Underberg-Albrecht, 120 USPQ 
495 (50 TMR 82) (TT&A Bd., 1959) ; and In re McIlhenny Company, 126 
USPQ 138 (50 TMR 1254) (CCPA, 1960). There is, moreover, nothing 
in the record which indicates that purchasers of applicant’s goods rely 
upon anything other than the mark RAINBOW to identify such goods and 
distinguish them from like goods of others. 








6. Ser. No. 696,738. 
7. Ser. No. 696,739. 








90 


THE TRADEMARK REPORTER Vol. 51 TMR 





DECISION 
The requirement by the Examiner of Trademarks that the pictorial 
representation of applicant’s cigarette paper be removed from the drawing 
in each application is proper; and his refusal to register thereon is affirmed.® 





IN RE COTTO-WAXO COMPANY 


Trademark Trial and Appeal Board — October 11, 1960 
— 127 USPQ 168 
200.24—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)- 
LETTER AND NUMERALS 
200.33—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
SYMBOLS 
200.36a—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE) 
TRADEMARK USE—IN GENERAL 
Registration refused. The Board found that the design sought to be registered 
clearly illustrated the manner in which applicant’s compounds were used, but record 
failed to show that the illustration forming the letter “C” was brought to atten 
tion of purchasers; and held the fact an illustration or design may not be merely 
descriptive of the goods does not necessarily make such illustration or design 


registrable. 

Application for trademark registration by Cotto-Wazro Company, 
Serial No. 41,246 filed November 25, 1957. Applicant appeals from de- 
cision of Examiner of Trademarks refusing registration. Affirmed. 
Alfred W. Petchaft, of St. Louis, Missouri, for applicant. 

Before LEACH, LEFKOWITZ, and SHryock, Members. 

LEFKOWITZ, Member. 

An application has been filed to register what is reproduced below 
as a trademark for floor sweeping compounds. Use since November 13, 
1957 is asserted. 





8. In the event that applicant elects to remove the pictorial representation from 
the drawing in each of her applications, it should be noted that applicant would be 
entitled to only a single registration of the term RAINBOW for colored cigarette paper 
per se. 
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Specimens filed with the application comprise labels which show the 


following: 


UOTTO-WAXO 


For use on ordinary wood and ce- 
b | tt FO t PA Gs ment floors such as those found in 


stores, warehouses, factories, etc. 


CavTion! 


(ote) ,”, | -te) UNI D shine gbereaged gS fog ap 


WAK BASE sweeping compernd 00 these serfones 


COTTO-WAXO COMPANY 


ST. LOUIS, MO. KANSAS CITY, MO. 


Hence, for a design or illustration to be registrable on the Principal Reg- 
ister, it must first be a trademark; that is, it must identify an applicant’s 
goods and distinguish them from goods manufactured or sold by others. 


Registration has been refused on the ground that the design appli- 
cant seeks to register is merely a decorative or ornamental feature of 
applicant’s label, which serves merely to illustrate the manner in which 
applicant’s products are used rather than as a trademark to identify 
applicant’s sweeping compounds and to distinguish them from like goods 
of others. 

Applicant has appealed. 

It is applicant’s contention that the design in question is registrable 
subject matter because it is not merely descriptive of the nature or function 
of its sweeping compounds. Applicant further asserts that the broom, 
in sweeping down part way across the darkened area of the design, sub- 
divides it in such a manner that it forms a stylized version of the capital 
letter 

The fact that an illustration or design, which is placed on a label 


“ecg? 


, which is the initial letter of its corporate name. 


or package, may not be merely descriptive of the goods in connection 
with which it is used does not necessarily make such illustration or design 
registrable. The preamble of Section 2 of the Statute provides that 
“No trademark by which the goods of the applicant may be dis- 
tinguished from the goods of others shall be refused registration on 
the principal register on account of its nature unless * * *.” (Em- 
phasis added.) 








92 THE TRADEMARK REPORTER Vol. 51 TMR 


Sometimes the manner of use of an illustration or design is such that 
it does not immediately create any commercial impression. This is such 
a situation. The design in question is clearly illustrative of the manner 
in which applicant’s compounds are used, and while it may form the 
letter “C”, this fact is not readily discernible. There is nothing in the 
record to show that this fact has been brought to the attention of pur- 
chasers of applicant’s goods, that the design has been promoted by ap- 
plicant as a trademark for its goods, or that it is recognized by purchasers 
as a trademark to distinguish applicant’s goods from similar goods of 
others. It is therefore concluded, on the record presented, that the subject 
matter of this application does not perform the function of a trademark. 


DECISION 


The decision of the Examiner of Trademarks refusing registration is 
affirmed. 
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THE SEVEN-UP COMPANY v. O-SO-GRAPE CO. et al. 
Nos. 12921-2 —C. A. 7—Oct. 12, 1960 — 127 USPQ 147 


500.76e—COURTS—PLEADING AND PRACTICE—DEFENSES—LACHES AND 
ACQUIESCENCE 


Judgment of lower court dismissing complaint was affirmed. The 
court found that in 1946, after a series of reverses in other eases. 
plaintiff voluntarily dismissed suit against defendants which was fully in 
issue at the time. In the 13 years following such dismissal, plaintiff gave no 


notice to defendants that the trademark BUBBLE UP was invalid or infringed 
the trademark sEVEN uP (7 UP). In 1955, attorneys for both plaintiff 
and defendants exchanged friendly correspondence regarding defendants’ 
use of BUBBLE-UP to the end that the suffix up would not become generic. 
In the present action, after court below had decided there should be a 
separate trial on the issue of laches (50 TMR 163), plaintiff offered 
judgment to defendants upon the separate issue of laches which was 
accepted by defendants. Thereafter, District Court granted defendants’ 
motion to dismiss the complaint. The Court of Appeals in affirming the 
dismissal of the complaint held that although mere delay in bringing 
suit ordinarily does not affect the right to an injunction against further 
use of an infringed trademark nor laches necessarily constitute a con- 
elusive and automatic bar to injunctive relief, however, the delay may 
be so prolonged and inexcusable that it would be inequitable to permit 
the plaintiff to seek injunctive relief as to future activities of defendants. 


500.56—COURTS—SCOPE OF RELIEF—COSTS 
It is well settled. the awarding of costs is within the discretion of the 


trial court. 


500.58—COURTS—SCOPE OF RELIEF—INJUNCTION 

On appeal from denial of defendants’ motion by trial court to issue 
an injunction restraining plaintiff from bringing future vexatious liti- 
gation on the same issues (trademark infringement and unfair competi- 
tion), the Court of Appeals held it was within the discretion of trial court 
to deny this motion. 

See also 50 TMR 163. 
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METROPOLITAN LIFE INSURANCE COMPANY v. 
METROPOLITAN INSURANCE COMPANY 


D. C., N. D. Ill., E. Div. — Nov. 30, 1959 —125 USPQ 160 


500.32b—COURTS—NAMES—CORPORATE AND TRADE NAMES 

Plaintiff established long and widespread recognition of METROPOLITAN 
LIFE INSURANCE COMPANY and METROPOLITAN by advertising, contact with 
public, policyholders (40,000,000) and public agencies. 

In 1958, defendant changed name from HIGHWAY INSURANCE COMPANY 
tO METROPOLITAN INSURANCE COMPANY. Defendant sells only casualty in- 
surance, a type not sold by plaintiff. Defendant registered corporate name 
in a number of states. 

The Court enjoined defendant from using METROPOLITAN on the basis 
that the public would be confused misled into thinking that two companies 
were connected or that plaintiff sponsored defendant. 





COLLEGE INN FOOD PRODUCTS CORPORATION v. 
COLLEGE HILL POULTRY, INC. 


D. C., M. D. Pa.—Apr. 8, 1960 — 125 USPQ 180 
500.583—COURTS—SCOPE OF RELIEF—ATTORNEY’S FEES 
Attorney’s fees, including per diem costs, allowance to party pre- 
vailing in successful opposition to motion to quash notice of taking tes- 
timony and subpoena duces tecum. 





ATLANTIC MONTHLY COMPANY v. FREDERICK 
UNGAR PUBLISHING CO., INC. 


D. C., S. D. N. Y. — July 15, 1960 — 127 USPQ 164 


500.11—COURTS—BASIS OF RELIEF—IN GENERAL 
The principles governing claims of trademark infringement and unfair 
competition are essentially the same. 


600.1—CONFUSING SIMILARITY—IN GENERAL 

The question in trademark infringement and unfair competitive action 
is whether the respective marks are likely to cause confusion or mistake 
or deception as to the source of origin of defendant’s products. The indicia 
for determining whether there is likelihood of consumer confusion consist 
of an intent to palm off products as those of another, degree of similarity 
between trademarks in appearance and suggestion, the strength of the 
plaintiff's mark, the area and manner of concurrent use, and the degree 


of care likely to be exercised by purchasers. 
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500.58a—COURTS—SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 
INJUNCTION 

Motion for temporary injunction denied. The court held that without 
any proof of deception or likelihood of confusion a question of law or 
a mixed question of law and fact was presented as to whether ATLANTIC 
PAPERBACKS for reprinting existing works of European literature infringed 
the registered trademark ATLANTIC MONTHLY for a co-operative venture 
in publishing original works. Although an injunction will issue to protect 
a party’s right to expand into another field normally within the contem- 
plation of its original endeavors, there must be an independent showing 
of likelihood of confusion and immediate and irreparable injury before 
warranting the drastic remedy of temporary injunction. 


LIBERTY MUTUAL INSURANCE COMPANY v. LIBERTY 
INSURANCE COMPANY OF TEXAS 


No. LR2903 —D. C., E. D. Ark., W. Div. — July 25, 1960 
— 127 USPQ 312 


500.32b—COURTS—BASIS OF RELIEF—NAMES—CORPORATE AND TRADE 
NAMES 

500.37—COURTS—BASIS OF RELIEF—SECONDARY MEANING MARKS 

500.38—COURTS—BASIS OF RELIEF—SERVICE MARKS 


Similar insurance company names held not likely to confuse public 
(plaintiff’s effort to establish secondary meaning with the state of conflict 
unsuccessful), but defendant enjoined from infringing plaintiff’s service 
mark consisting of Statue of Liberty design. 
100.32—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES)— 

ACT OF 1946—SEC. 2 
200.27b—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
PROHIBITED MARKS—PUBLIC INSIGNIA 


Design of Statue of Liberty held not unregistrable under Section 2(b) 


of Act of 1946, and subject of protection despite language of Section 2(a) 
of Act of 1946. 


TROPIC-AIRE, INCORPORATED (McGRAW-EDISON COMPANY, 
assignee, substituted) v. APPROVED PRODUCTS, INC., doing 
business as WINDSOR CHEMICAL LABORATORIES 


Appl. No. 6473 — CCPA — Mar. 8, 1960 — 125 USPQ 182 


300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—EVIDENCE 


Application filed subsequent to filing of opposition would not be 
effective to establish use prior thereto. 

Registrations must be considered under Sec. 2(d) not withstanding 
evidence tending to show mark is not being used on some of goods. 
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£00.2—CONFUSING SIMILARIT Y—CONFUSINGLY SIMILAR MARKS 





Differences in arrangement, typography and spelling of TROPIC AIR 
and TROPIC-AIRE are immaterial; for purposes of opposition, they are 





identical. 








$00.4—CONFUSING SIMILARIT Y—CLASS OF GOODS 








Use of identical word marks on chemical room deodorizers and on 
air conditioners, heaters and fan units, ete. could lead to confusion of 
source; company marketing heaters and fans might sell air deodorizers 
(even if it is unlikely that it would manufacture them). 

Case below reported at 48 TMR 1022. 









IN RE THE STANDARD OIL COMPANY 
Appl. No. 6492—CCPA — Mar. 8, 1960 — 125 USPQ 188 






EX PARTE)- 





200.17—PATENT OFFICE PROCEEDINGS—REGISTRABILITY 
DESCRIPTIVE MARKS 

GUARANTEED RADIATOR PROTECTION (as service mark for “inspecting 

for leaks the cooling system ...”) is language of such nature that it 







conveys customer information as to services rather than identifies and 





distinguishes services of applicant from others; therefore not registrable. 
Case below reported at 48 TMR 1490. 








GOODALL-SANFORD, INC. v. TROPICAL GARMENT MANUFACTURING CO. 
Appl. No. 6499 — CCPA — Mar. 8, 1960 — 125 USPQ 189 









400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 








ROYAL PALM with palm tree is not likely to be confused with PALM 
BEACH with two palm branches both marks being used for clothing. The 
meanings dominant in the two marks (“tree” and “beach’”) are not such 
as are likely to confuse an average purchaser as to the source of the goods. 








300.23—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
PLEADING AND PRACTICE—EVIDENCE 





A showing of substantial sales and substantial advertising expendi- 
tures does not change the fundamental issue of whether the marks are 






confusingly similar. 







400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 





PALM (in PALM BEACH and ROYAL PALM for clothing) is lacking in 
distinctiveness as part of trademarks in textile field and has weak trade- 
mark significance, as shown by registrations of ten parties in this field 






which incorporate “palm” as part of mark. 
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It is established rule long recognized by CCPA that marks must be 
considered as a whole in determining confusing similarity. 

In oppositions, tests are subjective and prior decisions are of little 
help in arriving at conclusion. 

Case below reported at 48 TMR 1552. 


CHICAGO PHARMACAL COMPANY v. AMERICAN 
HOME PRODUCTS CORPORATION 


Appl. No. 6573 — CCPA — July 6, 1960 — 126 USPQ 388 


200.56—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
CONFUSINGLY SIMILAR MARKS 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


PHENISTAN (Applicant) for a medical preparation used for relief of nasal 
congestion. 
PHENERGAN (Opposer) for a product having antihistaminie properties. 


Opposition sustained. The two products, which have some charac- 
teristics in common and which reach the same markets, were held to be 
eonfusingly similar despite the fact that the prefix PHEN is relatively 
eommon in the pharmaceutical business. 

Case below reported at 49 TMR 1346. 


THE MURRAY CORPORATION OF AMERICA v. 
RED SPOT PAINT AND VARNISH CO., INC. 


Appl. No. 6574—CCPA —July 6, 1960 —126 USPQ 390 


200.56—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—CONFUSINGLY SIMILAR MARKS 

400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

200.72—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—SUGGESTIVE MARKS 


EASYTINT (Applicant) for white paint particularly constructed to be mixed 
with various colors as desired. 


EASY (Opposer) for touch-up enamel supplied in self-spraying containers 
for application to domestic appliances. 


Opposition dismissed. The word “easy” is suggestive, and has been 
much used in the paint industry. Therefore the opposition must be dis- 
missed despite the fact that the marks might be confusingly similar, and 
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the products they appear upon might reach the same markets. That the 
applicant’s mark embodies the whole of opposer’s mark is of no conse- 
quence in view of the suggestive nature of the mark. 

Case below reported at 49 TMR 1362. 


IN RE SCHENECTADY VARNISH COMPANY, INC. 
Appl. No. 6581 —CCPA — July 6, 1960 —126 USPQ 395 


200.29—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)- 
SECONDARY MEANING MARKS (SEC. 2(F) ) 

200.91—PATENT OFFICE PROCEEDINGS—REGISTRATION PROCEDURE 
(EX PARTE)—EVIDENCE 


SCHENECTADY (Applicant) for synthetic resins. 


Registration granted. Applicant demonstrated, by evidence from cus- 
tomers, that they have come to associate his mark with his product. Also, 
the mark had long been in use. Accordingly, the Court found it unnec- 
essary to consider whether or not the mark was intrinsically distinctive 
since it concluded that the applicant had adequately demonstrated that 
the mark had acquired secondary meaning, and for this reason the mark 
was registrable. 

Case below reported at 50 TMR 209. 


CLAIROL, INCORPORATED v. ROUX DISTRIBUTING CO., INC. 
Appl. No. 6498 — CCPA — July 13, 1960 — 126 USPQ 397 


200.57—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—DESCRIPTIVE AND GENERIC MARKS 

200.75d—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER 
PARTES)—TRADEMARK USE—NO TRADEMARK USE 


HAIR COLOR BATH (Applicant) for hair tinting and coloring preparations. 


Cancellation petition sustained. The words HAIR COLOR BATH are 
generic and descriptive and are not capable of distinguishing applicant’s 
products. Further, applicant has not used the words in a trademark sense. 
Accordingly, the registration on the Supplemental Register is canceled. 

Case below reported at 48 TMR 1547. 
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PIONEER HI-BRED CORN COMPANY v. WELP 
Appl. No. 6564 — CCPA — July 13, 1960 — 126 USPQ 398 


200.56—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES 
CONFUSINGLY SIMILAR MARKS 

200.72—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
SUGGESTIVE MARKS 

400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


Hy-crorT (Applicant) for poultry hatching eggs and baby chicks. 
HY-LINE (Opposer) for poultry, seed corn, and hatching eggs. 


Opposition dismissed. The prefix HY is suggestive since both parties 


deal in hybrid products, and therefore cannot be given much trademark 
significance. The words crortT and LINE are so different that they are not 
confusingly similar even when used with the prefix Hy; because of the 
lack of trademark significance of the prefix it is even more clear that 
there can be no confusing similarity. 

Case below reported at 50 TMR 433. 


ee eran seenens aoe 


WARNER-HUDNUT, INC. (WARNER-LAMBERT PHARMACEUTICAL 
COMPANY, substituted) v. THE WANDER COMPANY 


Appl. No. 6533— CCPA— July 20, 1960 — 126 USPQ 411 


200.56—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES 
CONFUSINGLY SIMILAR MARKS 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


WANDER (Applicant) for a drug for treatment of tuberculosis. 
WARNER (Cancellation petitioner) various pharmaceuticals. 


Cancellation denied. The words WANDER and WARNER are not con- 
fusingly similar, especially when it is borne in mind that these parties 
both direct their advertising entirely to physicians and pharmacists 
a highly intelligent and discriminating public. 

Case below reported at 49 TMR 119. 


NASHUA CORPORATION v. DENNISON MANUFACTURING COMPANY 


Tm. Bd. — Apr. 8, 1960 — 125 USPQ 198 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
PERMAFLAT (Applicant) for gummed paper. 

PERVENAC (Opposer) for paper for labels. 
Opposition dismissed. Marks do not look alike, are clearly distin- 


guishable in sound and former has suggestive quality when applied to 
goods whereas latter does not. 
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SUN DROP SALES CORPORATION OF AMERICA v. 
SEMINOLE FLAVOR COMPANY 


Tm. Bd.—Apr. 8, 1960 —125 USPQ 198 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

SKI-DRoP (Registrant) for soft drinks and concentrates therefore. 

SUN-DROP (Petitioner) for soft drinks and concentrates therefore. 
Petition to cancel granted. Common feature of marks prop is wholly 


arbitrary as applied to goods and marks are confusing in entireties. 


DAWE'’S LABORATORIES, INC. v. THE BORDEN COMPANY 
Tm. Bd. — Apr. 8, 1960 —125 USPQ 199 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 

FERMACTO (Registrant) for blend of fermentation products supplying 
growth stimulants for poultry and livestock. 

FERMAFAC (Petitioner) for feed additives and supplements. 


Petition to cancel dismissed. Both marks begin with suggestive prefix 
FERM. Considering nature of FERM, the differences in the marks in their 
entireties, and the careful tests and study employed by the manufacturers 
who purchase the products, there is no reasonable likelihood of confusion. 


SINCLAIR, Trustee for THE SINCLAIR MANUFACTURING COMPANY 
v. WYANDOTTE CHEMICALS CORPORATION 


Tm. Bd. — Apr. 13, 1960—125 USPQ 200 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


KARAL (Applicant) for detergent composition. 
CORAL (Opposer) for household synthetic detergent. 


Marks are substantially similar in sound. Although marks are dlis- 
similar in appearance and do not have similar meanings, it is well settled 
that similarity in sound alone is sufficient to establish likelihood of 
confusion. 


Opposition sustained. 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 
For purposes of opposition, it must be assumed that all conventional 


modes of distribution are contemplated. 


RR 
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CHAS. PFIZER & CO., INC. v. R. J. MORAN CO. 
Tm. Bd.—Apr. 13, 1960 —125 USPQ 201 


200.75e—REGISTRABILITY (INTER PARTES)—TRADEMARK USE 
DATE OF USE 

Opposer shipped goods, a new drug subject to approval of Federal 
Food and Drug approval, to doctors for investigational use prior to ap- 
plicant’s first commercial sale of its goods (not so subject). Opposer’s 
first commercial sale was subsequent to FDA approval and applicant’s 
first commercial sale. Opposer’s continuous course of action, including 
extensive commercial sales invests opposer with rights superior to 
applicant’s. 


100.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


DIABLAISE (Applicant) for cough medicine. 
DIABINESE (Opposer) for anti-diabetic preparation. 


Written appearance of marks is similar and marks are substantially 
similar in sound. Marks have no specific meaning or pronunciation. Con- 
fusion of marks by pharmacists is likely when marks appear alike when 
handwritten or sound alike when pronounced. 

Opposition sustained. 


REVLON, INC. v. MORGENSTERN FABRICS DEVELOPMENT CORP. 
Tm. Bd. —Apr. 13, 1960—125 USPQ 203 


100.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 

LEVLON (Applicant) for piece goods of non-woven fibers. 

REVLON (Opposer) for wide range of cosmetics, shampoos, nail clippers, ete. 
Opposition dismissed. Public is not likely to confuse source of goods 

or imply association of LEVLON with well-known trademark REVLON. 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

The fact that wearing apparel containing piece goods of non-woven 
fibers is often displayed in association with cosmetics and toiletries does 
not afford basis to establish material relationship between trademarks 


applied to goods. Goods possess nothing in common as to essential char- 


acteristics or uses and would be sold through different channels of trade 
to different classes of customers. 


em em 
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IN RE KNAPP-MONARCH COMPANY 
Tm. Bd.— Apr. 13, 1960 —125 USPQ 204 









100.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 






SPARKLET (alone and with design) (Applicant) for electric drink blenders, 
stirring spoons, bar accessory kits. 
SPARKLETS (Registrant) for compressed carbonie acid gas and siphons 











therefore. 






Since both types of goods comprise bar accessories and applicant’s 
mark is merely the singular form of registered mark, confusion is quite 






likely if not inevitable. 







750.5—OWNERSHIP OF TRADEMARK RIGHTS—RIGHT TO REGISTER 





Applicant’s ownership of recently issued registration (SPARKLET for 
bar accessory kits) adds nothing to its present right to register SPARKLET 
for electric drink blenders, ete. over long previously registered mark 







SPARKLETs for compressed carbonic acid gas and siphons therefore. 








ELMER CANDY CO., INC. v. WIL WRIGHT'S ICE CREAM, LTD. 
Tm. Bd.—Apr. 8, 1960 — 125 USPQ 194 






300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION- 
PLEADING AND PRACTICE—EVIDENCE 

Opposer’s Supplemental Registration filed after applicant’s first use 

is not evidence of anything except that registration issued. 













100.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


IT’S HEAVENLY (for ice cream and sundae) suggest supreme excellence. 






HEAVENLY HASH (for candies) is an association of words so incongruous 
for candy that purchasers are apt to look to complete mark rather than 
to HEAVENLY alone as an indication of origin. 

In entireties, marks do not look or sound alike and convey different 








impressions and are therefore not confusingly similar. 








KAUFMAN KNITTING COMPANY v. OBERMAN MFG. CO. 
Tm. Bd. — Apr. 8, 1960 —125 USPQ 196 









400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

Use of identical marks on women’s shirts, blouses and sportswear 
including slacks and on men’s trousers and slacks is likely to confuse 
purchasers into believing that they have a common source. 
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IN RE NATIONAL DISTILLERS AND CHEMICAL CORPORATION, 
doing business as NATIONAL DISTILLERS PRODUCTS 


Tm. Bd. — Apr. 8, 1960—125 USPQ 197 


750.5—OWNERSHIP OF TRADEMARK RIGHTS—RIGHT TO REGISTER 
Applicant for registration of MERITo for rum had exclusively dis- 


tributed registrant’s MARQUES DEL MERITO sherry and port wines under 


agreement under which registrant consented to applicant’s use of MERITO 


and waived all rights in latter. Applicant has used mark 18 years. 


Registration refused on the basis of See. 2(d). 


IN RE BAILEY-KELLEHER CO. 
Tm. Bd.— Aug. 15, 1960— 126 USPQ 473 
200.26—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE) 
NON DESCRIPTIVE MARKS 
MIR-O-DOR is not merely descriptive of frames which support mirrors 


for sliding or stationary mounting on doors; it is at most suggestive of 


such goods. 


INTERNATIONAL ELECTRIC CO. v. PROTECTALL INDUSTRIES, INC. 
Tm. Bd. — Aug. 22, 1960 —126 USPQ 474 
—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 


—SUGGESTIVE MARKS 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


200.72 


ola 


WEED-0-MATIC (Applicant) for electric fence chargers. 
WEED CHOPPER and FENCE-0-MATIC (Opposer) for electric fences and electric 


fence controllers. 


Considering descriptive or highly suggestive 


Opposition dismissed. 
resemble either or both of 


nature of marks, applicant’s mark does not 


opposer’s marks. 
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KNICKERBOCKER BIOLOGICALS, INC. v. DADE REAGENTS, !NC. 
Tm. Bd. —Aug. 25, 1960 — 126 USPQ 474 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
100.4—CONFUSING SIMILARITY—CLASS OF GOODS 
PATHO-TROL (Applicant) for control serum with pathological values. 


PROTROL (Opposer) for dried human blood plasma. 


Opposition dismissed. Although purchasers might attribute goods to 


eommon source, marks are not confusingly similar (nineteen third party 
-TROL suffix registrations considered ). 
300.12b—REGISTRATION PROCEDURE (INTER PARTES INTERFX®RENCE 
PLEADING AND PRACTICE—EVIDENCE 
REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
PLEADING AND PRACTICE—EVIDENCE 
REGISTRATION PROCEDURE (INTER PARTES CANCELLATION 
PLEADING AND PRACTICE—EVIDENCE 


Trademark Rule 2.123(¢ “nrinted publications’ —construed. 
i 


ALAMAC KNITTING MILLS, INC. v. THE JAMES TEXTILE CORP. 
Tm. Bd. — Aug. 29, 1960—126 USPQ 476 
}00.13b—REGISTRATION PROCEDURE (INTER PARTES)—INTERFERENCE— 

PLEADING AND PRACTICE—EVIDENCE 
REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—EVIDENCE 

—~REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
PLEADING AND PRACTICE—EVIDENCE 

Unless formally introduced (Rule 2.123(¢)), third party registrations 


will not be considered. 


THE CORLEY CO., INC. v. NUCLEAR CORPORATION OF AMERICA, INC. 
Tm. Bd. — Aug. 29, 1960 — 126 USPQ 476 


100.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
100.4—CONFUSING SIMILARTTY—CLASS OF GOODS 
NUCOR MAGNAFLOW (Applicant) for flow meters of electromagnetic-induc- 
tion type. 

MAGNAFLOW (QOpposer) for circulating pumps. 

Opposition sustained. Since goods would reasonably be supposed to 
emanate from a single producer, opposer’s use and registration of promi- 
nent and essential feature of applicant’s mark is quite likely to lead to 


confusion. 
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THE PHOTOGENIC MACHINE COMPANY v. IDEAX CORPORATION 
Tm. Bd. — Aug. 29, 1960 —126 USPQ 477 


100.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
4100.4—-CONFUSING SIMILARITY—CLASS OF GOODS 


PHOTO-GENIE (Applicant) for photographic hight measuring apparatus. 


PHOTOGENIC (Opposer) as trademark and trade name for photographic 


lighting equipment and photographic accessories. 


Opposition sustained. Since goods are closely related, confusion is 


reasonably likely to occur. 


SICELOFF MANUFACTURING “OMPANY, INC. v. 
LAD 'N DAD SLACKS, INC. 


Tm. Bd. — Oct. 11, 1960 —127 USPQ 170 


100.49—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES 
ACT OF 1946—SEC. 19 

300.283b—REGISTRATION PROCEDURE (INTER PARTES OPPOSITION 
PLEADING AND PRACTICE—ANSWER 

300.23e—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
PLEADING AND PRACTICE—DEFENSES 


Opposer’s motion to strike a paragraph of answer granted. The 
Board held the decision of CCPA in Salem v. Miami (Reported below 47 
TMR 1267) applied and held principles of laches, estoppel and acquies- 
cence are inapplicable in an opposition proceeding where an opposer has 


not previously had an opportunity in which to oppose registration of the 


applicant’s mark. The Board’s decision in McCormick v. Hygrade Food 


(Reported below 50 TMK 368) was distinguished since the applicant therein 
had pleaded ownership of a registration of a mark assertedly equivalent to 
mark sought to be registered, thereby raising the issue of whether or not 


opposer had prior opportunity to oppose. 


SUNWAY FRUIT PRODUCTS INC. v. THE J. R. WATKINS COMPANY 
Tm. Bd. — Oct. 12, 1960 — 127 USPQ 171 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


FRESHIE (Petitioner) for a non-alcoholic, maltless flavor concentrate used 
in mixing alcoholic and non-alcoholic drinks. 

FRESH-AID and FRESH-ADE (Registrant) both for a beverage base for soft 
drinks (Supplemental Registrations). 
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Petition for cancellation granted. The Board held that while regis- 
trant’s FRESH-AID and FRESH-ADE may differ slightly from petitioner’s 


FRESHIE in the suffix portion thereof, the marks were otherwise quite close 
in sound, appearance and suggestive connotation and hence, purchaser 


confusion would be likely to oceur. 


PLAX CORPORATION v. PLAXALL, INC. 
Tm. Bd. — Oct. 14, 1960 —127 USPQ 172 


300.28e—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION- 
PLEADING AND PRACTICE—DEFENSES 
Since opposer did not have the opportunity to object to the registra- 
tion of applicant’s marks the issues of laches and estoppel were held 
inapplicable. See Salem v. Miami, 47 TMR 1267, 114 USPQ 124, (CCPA, 
1957). 


300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—EVIDENCE 
Applicant introduced a number of third party registrations of which 
only six disclosed marks comprising or consisting of opposer’s mark PLAX 
and the Board found that none of the six marks were for goods involved 
in the opposition. 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


SLIDEPLAX and SNAPLAX (Applicant) for boxes and formed containers, made 
of thermoplastic materials, which are sold for use as packaging. 


PLAX, PLAXPAK and PLAX FOR PLASTICS with designs (Opposer) for plastic 
bottles and for film, rod, tubing, tape and sheet formed of resinous plastic 
materials. 


Opposition sustained. The Board found that SLIDEPLAX and SNAPLAX 
incorporated opposer’s mark PLAX in its entirety, that the container on 
which SLIDEPLAX was used incorporated a “slide” and the container on 
which SNAPLAX was used was intended to “snap” on to a ecard and held 
the terms “slide” and “snap descriptive of applicant’s container. The 
addition of such descriptive terms to opposer’s mark PLAX did not con- 
stitute an impression different from PLAX. 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 


In an opposition proceeding the Board found that the containers pro- 
duced by the parties were specifically different and manufactured by dif- 
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ferent processes but held the products were both plastic containers and 
that purchasers of these products might be the same, in fact, one manu- 
facturer was a customer of both parties and the goods of the parties were 


advertised in the same trade journals. 


MAICO ELECTRONICS, INC. v. MATSUSHITA ELECTRIC 
INDUSTRIAL CO., LTD. 


Tm. Bd.— Nov. 3, 1960 —127 USPQ 338 
$00.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
maco (Applicant) for consumer and non-consumer electrical goods. 
MAICO (Opposer) as trademark and trade name for electrical and indus- 
trial electronic goods. 
Opposition sustained. Board found goods related and marks substan- 


tially identical. 


300.23—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE 


Board refuses to rule on likelihood of confusion between opposer’s 
products and each of many products identified in application; only proper 


issue is applicant’s right of registration on the total application presented. 


LENS BRIGHT CO. v. SPARKE, doing business as 
H. A. SPARKE COMPANY 


Tm. Bd. — Nov. 3, 1960 — 127 USPQ 340 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


In legal contemplation, LENS BRIGHT and LENS-BRITE are identical. 


200.17—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE) 
DESCRIPTIVE AND GENERIC MARKS 
200.34—-PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)- 
SUGGESTIVE MARKS 
LENS BRIGHT, used on container without name of goods (eye glass 
cleaning fluid), does not become name of goods; it is not common or apt 
descriptive name of goods. 
300.11—REGISTRATION PROCEDURE (INTER PARTES)—INTERFERENCE 
IN GENERAL 
Even if junior user establishes that senior user’s use was not as trade- 
mark (e.g., aS name of goods), registration to junior user would be incon- 
sistent with senior user’s rights. 


a 
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IN RE DRIEHUIZEN BROTHERS, doing business as 
WHITE HOUSE NURSERIES 


Tm. Bd. —Nov. 3, 1960 — 127 USPQ 341 
200,31—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 

SIMILARITY OF GOODS 
200,87—PATENT OFFICE PROCEEDINGS- 
(EX PARTE)—CONSENT TO REGISTER 


REGISTRATION PROCEDURE 


WHITE HOUSE (Applicant) for flower bulbs. 


WHITE HOUSE (Registration) for grass seed. 


Registration refused. Notwithstanding consent of registrant, goods 


are too closely related. 


TIFFANY & COMPANY v. TIFFANY STAND COMPANY 
Tm. Bd.— Nov. 3, 1960 — 127 USPQ 342 


—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION- 


IN GENERAL 
REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION 
PLEADING AND PRACTICE 

700.1—EFFECT OF REGISTRATION—IN GENERAL 


Petitioner’s registration is directed to, among other items of furniture, 


“stands”; such registration comprehends all types of stands. 


THE BARR RUBBER PRODUCTS COMPANY v. UNITED INDUSTRIES, INC. 
Tm. Bd. — Nov. 3, 1960 — 127 USPQ 343 


100.2—CON FUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

SKI JET (Applicant) for toy balloons. 

SKI-HI (Opposer) for gas-inflated play balls. 
Opposition sustained. Considering relationship of goods and 

ilarity of marks, confusion is likely. 


a ee 
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JOSEPH SALON SHOES, INC. v. SIDRAN, doing business as 
SIDRAN OF DALLAS 


Tm. Bd.— Nov. 3, 1960 —127 USPQ 344 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
400.4—CONFUSING SIMILARITY—CLASS OF GOODS 


MR. JOSEPH (Applicant) for women’s apparel. 
JOSEPH (Opposer) for women’s shoes (registered) and apparel. 


Opposition sustained. Goods and marks are too much alike. 


ORR & SEMBOWER, INC. v. ACME ENGINEERING & 
MANUFACTURING CORP. 


Tm. Bd. —Nov. 3, T960—127 USPQ 345 
400.4—CONFUSING SIMILARITY—CLASS OF GOODS 


Opposition by registrant of POWERMASTER for heating equipment sus- 
tained as against application to register identical mark for ventilating 
equipment; equipment of both parties utilize fans and fan units. 


R. J. STRASENBURGH COMPANY v. THE WANDER COMPANY, 
doing business as SMITH-DORSEY 


Tm. Bd. — Nov. 3, 1960—127 USPQ 347 
400.83—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
TUSSAGESIC (Applicant) for cough preparation, analgesic and decongestant. 
TUSSIONEX and STRASCOGESIC (Opposer) for similar goods. 


Opposition dismissed. Absent appropriate showing of use together, 
opposer’s marks cannot be combined; applicant’s mark is confusingly sim- 


ilar to neither one. 
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